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PRE-TRIAL—ITS PURPOSES AND 
POTENTIALITIES 
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Chief Judge, United States District Court for the District of Colwmbia 


Pre-trial practice has become one of the outstanding 
modern improvements in the administration of justice. 
It has won enthusiastic acceptance by a large number of 
the bench and bar, and has aroused keen interest among 
laymen. It has been heralded in a popular magazine of 
national circulation as “the most revolutionary innovation 
of the century in our tradition-encrusted, ponderous legal 
system,”* an accolade of no little significance when pop- 
ular dissatisfaction with the courts has been manifested, 
and the legal profession is actively studying means for 
improving public relations.’ 

Rule 16 of the Federal Rules of Civil Procedure au- 
thorizes pre-trial practice in the United States Courts.* 
It provides as follows: 


In any action, the court may in its discretion direct the attor- 


neys for the parties to appear before it for a conference to con- 
sider 


* Judge Laws had part in having pre-trial conferences adopted in 1939 by 
the United States District Court for the District of Columbia. In this court 
pre-trial is mandatory in nearly all civil cases. Judge Laws is a member of 
the Pre-Trial Committee of the Judicial Conference of the United States. He 
has written and lectured extensively on pre-trial, and has conducted pre-trial 
demonstrations throughout the country. Adjunct Professor of Law, The George 
Washington University Law School. 

Fe = Uncle Sam Modernizes His Justice, Reader’s Digest, August, 
» p. 45. 

2 Note, for example, the work of the Committee on Public Relations of the 
American Bar Association, and similar committees of state and local bar asso- 
ciations. 


3 Fep. R. Civ. P. 16, 28 U.S.C. § 2072 (Supp. 1952). 
[1] 
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(1) The simplification of the issues; 

(2) The necessity or desirability of amendments to pleadings ; 

(3) The possibility of obtaining admissions of fact and of docu- 
ments which will avoid unnecessary proof ; 

(4) The limitation of the number of expert witnesses ; 

(5) The advisability of a preliminary reference of issues to a 
master for findings to be used as evidence when the trial is 
to be by jury; 

(6) Such other matters as may aid in the disposition of the 
action. 

The court shall make an order which recites the action taken 
at the conference, the amendments allowed to the pleadings, and 
the agreements made by the parties as to any of the matters 
considered, and which limits the issues for trial to those not 
disposed of by admissions or agreements of counsel; and such 
order when entered controls the subsequent course of the action, 
unless modified at the trial to prevent manifest injustice. The 
court in its discretion may establish by rule a pre-trial calendar 
on which actions may be placed for consideration as above pro- 
vided and may either confine the calendar to jury actions or to 
non-jury actions or extend it to all actions. 


The scope of pre-trial as provided in Federal Rule 16 
is generally representative of its scope in state courts.‘ 
Although it is usually expressly authorized by statute 
or rule of court, such authority is not necessary to its 
adoption. Any court may adopt pre-trial practice by 
virtue of its inherent authority to control the conduct of 
business before it. Long before the Federal Rules, it 
was the custom of some judges to summon counsel infor- 
mally to discuss pending cases,° and in the first tribunal 
to adopt systematic pre-trial practice, the court’s inher- 
ent power was the only authority relied upon.° 

Judge Charles E. Clark, of the United States Court of 
Appeals for the Second Circuit, has called attention to 
similarities between pre-trial practice and the formulary 


*Exceptions are found in the practice of the State Supreme Court for New 
York County, New York, and the State Supreme Court for Kings County, New 
York. In the former, the principal aim of pre-trial is settlement of cases. In 
the latter, its chief purpose is to determine whether probable damages in negli- 
gence cases warrant their retention in the Supreme Court or transfer to a court 
of lesser jurisdiction. Nims, Pre-Trrat 20-27 (1950). 

5 Id. at 8. 


¢ Jd. at 3. Systematic pre-trial was first adopted in 1929 by the State Circuit 
Court for the Third Judicial Circuit of Michigan (Detroit). 
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procedure used by the Praetors in ancient Rome.’ Judge 
James Alger Fee, of the United States District Court 
for the District of Oregon, has advanced the theory that 
pre-trial is a logical development of the oral pleading of 
early common law.’ Without attempting an evaluation 
of these interesting analogies, it may be noted that, like 
pre-trial, the Roman and early common law systems seem 
to have involved a full discussion of the case under the 
court’s supervision, with the result that the discussion 
had a controlling part in the subsequent proceedings. 
Many of the benefits of pre-trial were apparently realized 
under these historical systems. 

It will be noted Federal Rule 16 directs the entry of an 
order embodying the results of the pre-trial conference 
and provides that the order shall control the course of 
the action unless modified to prevent manifest injustice. 
From this language, it is apparent that the pre-trial order 
has a quality of finality, and the decisions clearly so hold.° 
Chief Justice Arthur T. Vanderbilt, of New Jersey, has 


7 CLaRK, HANDBOOK OF THE Law or Cope PLEADING § 2 (2d ed. 1947). For in- 
teresting discussions of the Roman formulary practice, see Kocourek, 5 J. Am. 
Jun. Soc’y 101 (1921); Kocourek, 8 Va. L. Rev. 337 and 434 (1922). An 
example of a Praetorian formula and excerpts from a fairly typical pre-trial 
order in a United States Court appear below: 

“Let Titius be judge. If it appears that Aulus Agerius deposited a silver 
table with Numerius Negidius and that by the fraud of Numerius Negidius 
it has not been restored to Aulus Agerius, then condemn Numerius Negid- 
ius to pay Aulus Agerius the value; if it be not shown, let him be absolved.” 
(Reportedly from Gaius, as set forth in Kocourek, 5 J. Am. Jup. Soc’y 101, 
103, supra.) ‘ 

“Suit for personal injuries claimed to have been sustained by plaintiff as 
a result of flame and lightning coming through the telephone receiver . . . 
installed by defendant. . . . , : : 

Plaintiff claims that defendant was guilty of negligence in installing and 
maintaining the telephone equipment, that it failed to ground and suffi- 
ciently insulate telephone wires, and failed to install necessary protector 
blocks, adequate tube installation and . . . adequate shock coils. 

Defendant maintains that it is not guilty of any negligence in the installa- 
tion or maintenance of the telephone system; that it exercised the usual 
care and caution of a prudent person.” (From a case in the United States 
District Court for the District of Columbia.) 


8 Fee, Justice in Search of a Handmaiden, 2 U. Fra. L. Rev. 175 (1949). 

® Owen v. Schwartz, 177 F. 2d 641 (D. C. Cir. 1949); Fowler v. Crown- 
Zellerbach Corp., 163 F. 2d 773 (9th Cir. 1947); Ringling Bros.-Barnum & 
Bailey Combined Shows, Inc. v. Olvera, 119 F. 2d 584 (9th Cir. 1941); Mc- 
Carthy v. Lerner Stores Corp. 9 F. R. D. 31 (D.D.C. 1949); Daitz Flying 
Corp. v. United States, 4 F. R. D. 372 (E. D. N. Y. 1945); Continental IIl- 
inois Nat. Bank & Trust Co. v. Ehrhart, 1 F. R. D. 199 (E. D. Tenn. 1940). 
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aptly referred to the pre-trial order as the chart for the 
trial.” Knowing they will be bound by the results of 
the conference in the absence of a showing of manifest 
injustice, wise counsel will diligently prepare their cases 
in advance of the pre-trial date and refrain from assert- 
ing frivolous points which will become crystallized in 
the terse, objective language of the pre-trial order. The 
order enables the trial judge, who may or may not have 
presided at pre-trial, to ascertain quickly the real matters 
in dispute. It provides him with a formal record of 
stipulations and admissions, and gives him an accurate 
standard for determining questions of relevancy and ma- 
teriality. The binding quality of the order is indispen- 
sable to the purposes of pre-trial. Without it, pre-trial 
would soon become an empty form, increasing delay and 
confusion instead of eliminating them. 

It is believed the best way to prepare the pre-trial order 
is for the presiding judge to dictate it directly to a typist 
as the conference proceeds or immediately before its con- 
clusion. Counsel and court may then sign the order be- 
fore the conference adjourns. This procedure expedites 
the court’s business, and gives an added guarantee of 
accuracy to the contents of the order. It also results 
in a much more succinct statement of the case than is 
usually possible where the transcript of the conference is 
made the pre-trial order or where counsel attempt to 
draft the order after the conference. Ability to dictate 
a good pre-trial order “on the spot” requires concentra- 
tion by the presiding judge. The benefits obtained, 
though, are ample reward for the effort expended. 

It will be noted the principal objectives suggested for 
pre-trial by Federal Rule 16 are simplification of issues, 
elimination of unnecessary proof, and the catch-all, “such 
other matters as may aid in the disposition of the action.” 

The first objective, simplification of issues, is essential 
to the efficient conduct of the court’s business, but, apart 


10 Vanderbilt, 4 Rutcers L. Rev. 353, 366 (1950). 
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from mere considerations of efficiency, it is vitally im- 
portant to just decisions. Under the older theories of 
trial practice, it was customary for plaintiff's counsel to 
fire a “‘scattergun” complaint at his adversary, seeking as 
much room for maneuvering as possible while giving his 
adversary the least possible information. Opposing coun- 
sel, in his responsive pleading, would seek the same ends. 
The parties would then proceed to trial upon a welter of 
potential issues, some genuine and some frivolous, some 
material and some immaterial. At best, this was an ex- 
travagant waste of time and effort. At its worst, it re- 
sulted in disastrous miscarriages of justice either through 
surprise or through obfuscation of true issues in a maze 
of collateral matters. Especially was this a hazard where 
counsel were of unequal proficiency. Although specta- 
tors might be amused to see experienced counsel lure a 
less skilled adversary into an untenable position on im- 
material issues, such occurrences have no place in an en- 
lightened system of justice. Even where such injustices 
may be cured through new trials, the curative process is 
cumbersome and expensive. 

The emphasis in pre-trial practice upon simplification 
of issues tends directly to prevent such injustice. Full 
discussion of the case by counsel under the guidance of 
the court goes far toward bringing out the real issues and 
eliminating the element of surprise. Often in the course 
of such discussions, counsel become aware that issues hon- 
estly believed to be material are not in the case at all, 
and that issues overlooked during preparation are bound 
to arise at trial. Moreover, the open, candid, give-and- 
take atmosphere of the pre-trial conference is a strong 
deterrent to insistence by counsel upon points they know 
to be sham or frivolous. 

The next important objective of pre-trial, the elimina- 
tion of unnecessary proof, is of tremendous importance 
in improving the efficiency of the court’s business and also 
has a direct relation to the vouchsafing of justice, since it 
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reduces costs and promotes speedy disposition of contro- 
versies. In the absence of pre-trial, an appalling amount 
of time may be wasted in proving formal matters not 
seriously controverted. In personal injury cases, plaintiff 
may be put to much trouble in proving medical and hos- 
pital expenditures when defendant does not question the 
fact of the expenditures but disputes only their reason- 
ableness or necessity. In one wrongful death case before 
the advent of pre-trial, plaintiff was compelled to produce 
seven witnesses to prove that decedent was killed in the 
accident sued on, when there could be no question at 
all as to that fact. This sort of wasteful formalism is not 
only prejudicial to the parties directly involved, but is 
also unfair to those waiting their turn on the calendar, 
and is highly detrimental to public confidence in the 
courts. The expense and inconvenience caused by un- 
necessary proof of unquestioned facts or documents can- 
not be justified. Where there is an honest dispute, proof 
should be required, but where there is no dispute, there 
should be a stipulation. 

In a properly conducted pre-trial conference, the vast 
bulk of these formal matters will be disposed of by stipu- 
lation and admission. Happily, the majority of counsel 
have been highly cooperative in the matter of stipulations. 

It is of utmost importance that the exact scope and 
terms of admissions and stipulations be reduced to writ- 
ing before the pre-trial is ended. Documents whose gen- 
uineness is admitted should be promptly initialled by the 
pre-trial judge, the clerk, or by counsel, so that they may 
be introduced at trial without question as to genuineness. 
If these matters are not promptly and clearly recorded, 
misunderstandings and lapses of memory may undo all 
that has been accomplished at pre-trial. 

The principal remaining objectives of pre-trial are en- 
compassed by the phrase, “such other matters as may aid 
in the disposition of the action.” The scope of the 


11 Fep. R. Crv. P. 16, 28 U.S.C. §2072 (Supp. 1952). 
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phrase is broad. Disposing of motions filed both before 
and after pre-trial conferences is sometimes accomplished 
by the pre-trial judge. These motions sometimes are for 
summary judgment based on stipulations or admissions 
made at pre-trial hearings. But more often the motions 
are preliminary in nature. The disposition at pre-trial 
is a great convenience and will expedite the final hearing 
of the case. 

One of the principal uses of pre-trial is the discussion 
of settling the case. During the infancy of pre-trial, one 
of the most common arguments of its opponents was that 
it would be used by judges to force settlements, thus de- 
priving the parties of their day in court. A cursory ref- 
erence to the literature of pre-trial, however, discloses 
that for the most part the courts have been acutely vig- 
ilant of the rights of the parties in this respect.” It must 
be admitted that a discussion of settlement is purely a by- 
product of pre-trial conferences. But where the judge in 
a friendly and cooperative manner has discussed a case 
following full disclosure by counsel as to the facts on 
which they rely, the number and character of settlements 
resulting have been truly astounding. 

Courts vary in their treatment of settlement in connec- 
tion with pre-trial. In some, it occupies a prominent 
place on the pre-trial agenda, while in others, it is never 
mentioned unless voluntarily proposed by counsel. In 
cases where the pre-trial judge presides at the trial, espe- 
cially where he presides without a jury, discussion of set- 
tlement is more limited than in those where he does not. 
Even when the pre-trial judge makes no mention of settle- 
ment, pre-trial proceedings tend measurably toward that 
end, because of the opportunity afforded counsel to learn 
the real strength of his case as against his opponent’s case. 
When the court takes an active part in discussing settle- 
ment, this process of objective evaluation is greatly en- 


12 See, for example, the report of the Pre-Trial Committee of the Judicial 
Conference of Senior Circuit Judges, Oct., 1944, 4 F. R. D. 83, 90-92. 
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hanced. Moreover, questions by the court as to chances 
of settlement are often welcomed by counsel who are 
anxious to settle, but hesitant to broach the subject for fear 
of showing weakness. 

A further topic of considerable interest is the use of 
pre-trial in so-called “big” cases, such as antitrust suits 
involving gigantic business interests, in which the quantity 
of exhibits is staggering and the record runs to astronom- 
ical proportions. Unfortunately too many of such cases 
are finding their way into courts today. The problem of 
expediting trials in these cases has recently been explored 
by a committee of the Judicial Conference of the United 
States. The results of the committee’s study, which have 
been adopted by the Judicial Conference,” show that pre- 
trial is indispensable in keeping these cases within man- 
ageable bounds. Among other things, the committee 
advocates the use of pre-trial to work out a detailed pro- 
gram for the presentation of the whole case, including 
daily hours of convening, recessing and adjournment, 
order of direct and cross-examination, procedure for 
making objections, and a comprehensive plan for index- 
ing the record.* This type of case indicates, as indeed do 
other applications of pre-trial procedure, that the term 
“pre-trial” may be a misnomer. The Judicial Confer- 
ence Committee suggest that periodic conferences similar 
to pre-trial may be necessary as the actual trial pro- 
gresses.*° 

Granting the value of effective pre-trial procedure, it is 
advisable to consider some of the problems incident to 

13 PROCEDURE IN ANTITRUST AND OTHER ProTRACTED CASES, a report adopted 
by the Judicial Conference of the United States, Sept. 26, 1951. Examples of 
the type of case dealt with in this report are: United States v. Great Atlantic 
and Pacific Tea Co., 67 F. Supp. 626 (E. D. Ill. 1946) (involving 7,000 ex- 
hibits and 45,000 pages of epreone) j i, et States v. Aluminum Company 
of America, 44 F. Supp. 97 (S. D Y. 1941) (15,000 pages . record); and 
Ferguson v. Ford and Dearborn, (Gui No. 44-483, S. D Y.) (27,000 ex- 
hibits and 70,000 pages of record). It has been said that in re unusually pro- 


tracted case, a freight car was needed to transport the record from the trial 
court to the appellate court. 


— IN ANTITRUST AND OTHER ProTRACTED CASES, supra note 13, 
at 15-18. 
15 Jd. at 12. 
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conducting and establishing a systematic pre-trial prac- 
tice. It appears advisable that pre-trial must not be im- 
posed upon a court or courts by legislative or judicial fiat. 
Its success requires the unstinting cooperation of bench 
and bar. The procedure should not be too informal 
Both judge and counsel should be thoroughly versed in 
the advantages, indeed what may be termed the min- 
imum requirements, of effective pre-trials. A thorough 
introductory program leading to the adoption of pre- 
trial practice is essential to its success. Once it has been 
adopted, it must never become a perfunctory ceremony. 

As to types of cases in which pre-trial can be profitably 
employed, experience has demonstrated that, with a few 
special exceptions,” it is beneficial in all types of civil 
cases. Although it is designed primarily for civil cases, 
the literature of pre-trial contains some discussion of its 
use in criminal cases.“ In a number of instances it has 
been used in criminal cases with considerable success. 
The chief arguments against its use in criminal cases are 
that the issues usually tend to be simple and become fairly 
stabilized through the processes of the preliminary hear- 
ing and submission to the grand jury, and that the em- 
phasis of pre-trial upon full disclosure is inconsistent at 
least in spirit with the constitutional protection afforded 
the defendant. In cases involving what may be loosely 
called economic crimes, though, such as antitrust prose- 
cutions, pre-trial may be used to good advantage. These 
and other lengthy criminal cases often involve compli- 
cated factual situations and numerous exhibits. With re- 


16 In the District of Columbia, pre-trial is mandatory. in all civil cases except 
matrimonial causes, suits against the Commissioner of Patents for issuance of 
a patent, and suits against the United States for War Risk and other life insur- 
ance. Rute 11 (d), Rutes or THE UnitTep States Districr Court FoR THE 
District oF CoLumBIA. In these cases, the purposes of pre-trial are substan- 
tially accomplished through administrative processes such as the investigation 
and report of the Domestic Relations Commissioner in matrimonial causes, and 
the preliminary proceedings in the Patent Office in suits against the Commis- 
sioner of Patents. However, pre-trial may be had in these cases if desired by 
the parties. 


17 Report of the Pre-Trial Committee of the Judicial Conference of Senior 
Circuit Judges, supra note 12, at 89-90. 
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gard to some of the factual situations there is no dispute 
whatever; so with regard to many dozens, possibly hun- 
dreds, of exhibits. There is no sound reason to occupy 
the time of the court with the dry and boring proceedings 
necessary to prove these facts or these exhibits. However, 
in the absence of legislation or a rule of court permitting 
pre-trial conferences in criminal cases, the courts should 
proceed with caution as to this type of case and should re- 
frain from holding pre-trials without the full and free 
consent of both prosecution and defense. 

Another question occasionally discussed is whether pre- 
trial can be successfully used in rural areas. Experience 
has demonstrated that it can be so used with remarkable 
success. Factors tending to limit its use are the distances 
which court and counsel must travel to attend conferences, 
and the inhibitions on discussing settlement which arise 
where the pre-trial judge presides at the trial as he often 
must in rural areas. Conscientious rural judges have 
clearly shown, however, that these limitations can be 
substantially overcome. 

Further questions are sometimes asked concerning the 
merits of holding pre-trial in chambers as opposed to 
open court, and the proper time for holding pre-trial in 
relation to the commencement of the trial proper. 
Neither question can be answered categorically. Whether 
pre-trial should be held in chambers or in open court de- 
pends upon local conditions, the nature of the case,** and 
the personality of the individual judge. But in every 
instance the pre-trial hearing, if informal, should be fully 
held with objective ends in mind. Too often cursory and 
informal hearings at pre-trials have accomplished noth- 
ing whatever because of failure to deal objectively with 
problems of the case. 

As to the proper time for holding pre-trial, it is or- 
dinarily profitless to attempt it before counsel have had 


18 In the report of the Judicial Conference on “big” cases, cited note 13, supra, 
it is recommended that pre-trial in this type of case be held in chambers. 
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opportunity to ascertain the chances of settlement and 
matters which may be stipulated or admitted.” On the 
other hand, in certain types of complicated cases, if pre- 
trial is postponed until the eve of trial, the possibilities 
of eliminating unnecessary preparation and proof are 
largely destroyed. It is believed that in the larger num- 
ber of cases, pre-trials are most effective when held 
shortly before trial. But in the complicated case, it well 
may be advisable to hold at least one or more preliminary 
pre-trial hearings shortly after the case is at issue. Often 
the most effective work done in a case is at three or four 
separate pre-trial hearings. 

The foregoing discussion has covered the main points 
of pre-trial, its background, its objectives and accomplish- 
ments, its implementation and administration. After 
nearly fourteen years of experience with pre-trial in the 
United States Courts, it can now be said without reser- 
vation that the procedure has proved its worth many times 
over and has abundantly fulfilled its highest expectations. 
Some judges and some lawyers resist the trend. But the 
growth of pre-trial within late years has been stupendous. 
Its adoption throughout every part of the nation is inev- 
itable. It affords a demonstration that the law can keep 
pace with advances in science, commerce and industry, 
and can meet the demands of the public for a high quality 
of judicial administration. The adoption and use of pre- 
trial demands the serious consideration of all members 
of the bench and bar, and indeed of laymen who are in- 
terested in furthering the efficiency and the ideals of 
justice. 

19 The “big” case may require special treatment here, also. The report of 


the Judicial Conference, supra note 13, suggests that it is advisable to commence 
pre-trial soon after the action is filed. 
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PARALLELISM BETWEEN PRICE CONTROLS 
AND WAGE CONTROLS 


JOSEPH ALDERMAN * 


I 
INTRODUCTION 


A considerable amount of controversy has been pro- 
voked by the question of the interdependency of price 
and wage’ controls under the Defense Production Act of 
1950, as amended,’ hereinafter referred to as the Defense 
Production Act. In World War II the Emergency Price 
Control Act of 1942,° which set up the machinery for 
the control of prices, and the Stabilization Act of 1942,* 
which involved controls over wages, were passed eight 
months apart and they in no way provided for the simul- 
taneous imposition of controls over prices and wages. 
In the present “cold war” situation Congress has dealt 
with the stabilization of prices and wages under one act, 
specifically under Title IV of the Defense Production 
Act. The debate engendered on this topic resolves itself 
into the question of the degree to which price and wage 
controls must be coextensive. If an absolute parallelism 
exists, not only would the imposition of price and wage 
controls have to be simultaneous and coextensive but 

* Acting Chief, Litigation Branch, Office of Salary Stabilization; member 
of the New York Bar. The views expressed in this article are those of the 
writer, and are not intended to represent the official position of the Economic 
Stabilization Agency or any of its constituent organizations. 

1 The term wage or wages as herein used shall have the same meaning as the 
phrase “wages, salaries, and other compensation” as defined in §702(e) of the 
Defense Production Act of 1950, as amended, 50 U.S.C. App. §2152(e) (Supp. 
1952); ie. “. . . all forms of remuneration to employees by their employers 
for personal services, including, but not limited to, vacation and holiday pay- 
ments, night shift and other bonuses, incentive payments, year-end bonuses, 
employer contributions to or payments of insurance or welfare benefits, em- 
ployer contributions to a pension fund or annuity, payments in kind, and pre- 
mium overtime payments.’ 

264 Start. 798, as amended, 50 U.S.C. App. §§ 2061 et seg. (Supp. 1952), as 
wa amended, Pub. L. No. 429, 82d Cong., 2d Sess. §§ 101-121 (June 30, 


356 Stat. 23 (1942). 
456 Srat. 765 (1942). 


[12] 
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every price exemption would necessitate a corresponding 
wage exemption, and, conversely, every wage exemption 
would necessitate a corresponding price exemption. 


II 


THE REQUIREMENT OF SIMULTANEOUS IMPOSITION OF 
PRICE AND WAGE CONTROLS 


The concept of parallel action with respect to impos- 
ing price and wage controls is clearly enunciated in Sec- 
tion 402(b) of the Defense Production Act.’ The De- 
fense Production Act Amendments of 1951 and 1952 did 
not alter in any respect those provisions relating to the 
interdependency of the two areas of control. Section 
402(b) (1) states: 


: + « The President may issue regulations and orders establish- 
ing a ceiling or ceilings on the price, rental, commission, margin, 
rate, fee, charge, or allowance paid or received on the sale or 
delivery, or the purchase or receipt, by or to any person, of any 
material or service, and at the same time shall issue regulations 
and orders stabilizing wages, salaries, and other compensation in 
accordance with the provisions of this subsection. (Emphasis 
added. ) 

There can be no misunderstanding of the unequivocal 
Congressional mandate that there shall be simultaneous 
action in the introduction of price and wage controls.° 
The issuance of price regulations is left at the discretion 
of the President, but the simultaneous issuance of wage 
regulations is imperative whenever price controls are 
imposed. 

Section 402(b) (2) provides that price and wage con- 
trols may be imposed with respect to materials, services, 
and types of employment on either a selective or general 
basis. It goes on to enumerate certain factors which are 
prerequisite to the establishment of selective price ceil- 
ings on individual materials or services. 

5 All citations of sections in this article refer to sections of the Defense Pro- 
duction Act (DPA), as amended, supra note 2. 


®@See WASHINGTON AND RoTHCHILD, COMPENSATING THE CorPORATE EXEC- 
UTIVE 312 (rev. ed. 1951). 
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Sections 402(b) (3) and 402(b) (5) deal further with 
the imposition of individual or selective controls and pro- 
vide, respectively, as follows: 


Whenever a ceiling has been imposed with respect to a par- 
ticular material or service, the President shall stabilize wages, 
salaries, and other compensation in the industry or business 
producing the material or performing the service. 

In stabilizing wages under paragraph (3) of this subsection, 
the President shall issue regulations prohibiting increases in 
wages, salaries, and other compensation which he deems would 
require an increase in the price ceiling or impose hardships or 
inequities on sellers operating under the price ceiling. 


Section 402(b) (4) deals with the general establish- 
ment of controls and states: 


Whenever ceilings on prices have been established on materials 
and services comprising a substantial part of all sales at retail 
and materially affecting the cost of living, the President (i) shall 
impose ceilings on prices and services generally, and (ii) shall 
stabilize wages, salaries, and other compensation generally. 


In deviating from its handling of price and wage con- 
trols during World War II, Congress obviously had in 


mind the sound economic fact that there is an undeniable 
connection between the two control areas. Increases in 
wages necessarily create pressure on existing price levels 
and generally are reflected in price increases. On the 
other hand, price increases usually result in a clamor on 
the part of labor unions and employees in general for 
higher wages. It was logical to treat the two control 
areas under one act. The report of the Senate Banking 
and Currency Committee states: 

Wage and price control must go together in the interests of 
equity to both employer and employee. To the employee, price 
control is a necessary prerequisite for the imposition of wage 
control; it is a guaranty that prices will in fact be stabilized 
when his wage is stabilized. To the employer, wage control is a 
prerequisite for the imposition of price control; it is a guaranty 
that his wage-costs will not be unreasonably increased at a time 
when he cannot increase his prices.’ 

In debate over Section 402(b) on the Senate floor, Sen- 
ator Robertson of Virginia, a member of the Banking 


7 Sen. Rep. No. 2250, 81st Cong., 2d Sess. 30 (1950). 
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and Currency Committee, stated that “wage stabilization 
is tied to price stabilization,” * and Senator Ives of New 


York, also on the Banking and Currency Committee, 
declared: 


. . the power to institute either price control or wage control 
wa be contingent upon the immediate exercise of its counter- 
part. 

The issuance of price control regulations is left to 
the discretion of the President within certain broad lim- 
its prescribed by Section 402(b)(2). The issuance of 
wage control regulations is mandatory whenever action 
is taken in the price field either on a selective or general 
basis. The key is price control. When the President 
finds price controls necessary, he must automatically and 
simultaneously take some regulatory action over wages 
as well. The degree of parallelism required once price 
and wage controls have been imposed will be discussed 
in Parts III and IV which follow. 


III 
VERTICAL PARALLELISM 


The term “vertical parallelism” as used herein refers 
to the question of whether there must be identity in the 
degree of price and wage controls exercised in a con- 
trolled business or industry. It is to be distinguished 
from the term “horizontal parallelism,” discussed in Part 
IV infra, which as used refers to the question of whether 
either price or wage controls can ever be extended to a 
business or industry without the other. 

A hypothetical example may best illustrate the problem 
of vertical parallelism. Assume that working on a selec- 
tive basis a ceiling is placed on the manufacturers’ price 
of shoes. The ceiling is the selling price on January 10, 
1951. Wage regulations are issued simultaneously con- 
trolling the wages of the employees of shoe manufactur- 

896 Conc. Rec. 12271 (1950). 


* Jd. at 12274. 
2 
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ers. Must the wages also be frozen at their January 10, 
1951 level? The answer is no. 

Subsections (b) (3) and (b)(5) of Section 402 read 
together require selective wage control whenever selec- 
tive price control is imposed, but only to the extent neces- 
sary to avoid increases in prices or to prevent undue bur- 
dens on sellers operating under designated price ceilings. 

The absence of rigidity in vertical parallelism in selec- 
tive controls necessarily extends as well to general con- 
trols. A memorandum on the extent to which price and 
wage controls are tied together prepared by the legis- 
lative counsel of the Senate Committee on Banking and 
Currency and inserted in the Congressional Record 
by Senator Maybank of South Carolina, Chairman of 
the Committee, states: 

There is a certain amount of flexibility in these provisions. 
Wage increases which would neither require price increases nor 
impose an undue burden on a seller could be allowed. Thus, 
in an industry where profit margins are large, wages might be 
allowed to rise to the extent of wiping out a large part of such 
margin so long as the President determined that such increases 
did not impose an undue burden on the seller.*° 

The intention to allow flexibility in the imposition of 
controls is well manifested in Section 704 which provides 
that any wage or price regulation “. . . may contain such 
classifications and differentiations, and may provide for 
such adjustments and reasonable exceptions as in the 
judgment of the President are necessary or proper to ef- 
fectuate the purposes of this Act... .” The emphasis 
on flexibility is a necessary attribute of the concept of 
stabilization which pervades the price and wage control 
provisions of the Defense Production Act. This concept 
is clearly stated in the report of the Senate Banking and 
Currency Committee: 

The authority to control wages is expressed throughout the 
bill in terms of authority to “stabilize” wages. There is no inten- 


tion to apply an absolute wage freeze any more than to apply 
an absolute price freeze. Where rigid stabilization would create 


10 Jd. at 12772. 
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gross inequity or defeat the purposes of the act, sufficient flexi- 
bility is provided to permit necessary adjustment in wages, salar- 
ies and other compensation. This is the essence of the differ- 
ence between a wage “freeze” and wage stabilization.™ 


IV 
HORIZONTAL PARALLELISM 


Prior to January 26, 1951, there was no actual problem 
about horizontal parallelism. The basic reliance in the 
stabilization effort had been on voluntary action and on 
general measures to reduce demand. ‘Taxes were in- 
creased, credit restrictions were imposed and the flow of 
scarce and essential materials was controlled. In De- 
cember 1950, the Economic Stabilization Agency” exper- 
imented with a set of Voluntary Pricing Standards and 
also issued selective price’ and wage™ controls over the 
manufacturers of new automobiles. Prices in general 
continued to rise sharply and inflation was virtually un- 
checked.* On January 26, 1951 the Director of Price 


Stabilization issued the General Ceiling Price Regula- 


tion.*® At the same time the Economic Stabilization Ad- 


ministrator issued General Wage Stabilization Regula- 
tion 1. 

All wages were stabilized by General Wage Stabiliza- 
tion Regulation 1. There were no statutory wage exemp- 
tions in the Defense Production Act of that date and no 
administrative exemptions were included in the wage 


11 Sen. Rep. No. 2250, 8lst Cong., 2d Sess. 30 (1950). The emphasis on 
flexibility is carried out throughout the whole stabilization program. For ex- 
ample, many stabilization regulations are drawn so as to encourage businessmen 
to make their own determinations within specified conditions and limitations 
and to petition for relief only when a special question arises. 

12 Created by Exec. Order No. 10161, 3 Cope Fep. Recs. 123 (Supp. 1950), 
with power to establish, administer and enforce price and wage controls “where 
necessary.” The constituent organizations presently operating within the Eco- 
nomic Stabilization Agency are the Office of Price Stabilization, the Wage 
Stabilization Board, the Salary Stabilization Board and the Office of Salary 
Stabilization, the Railroad and Airline Wage Board, the Office of Rent Stabili- 
zation, and the National Enforcement Commission. 

18 Ceiling Price Regulation No. 1, 32A Cope Fen. Recs. 51 (1950). 

14 Wage Stabilization Regulation 1, 32A Cope Fep. Recs. 67 (1950). 

15 See General Ceiling Price Regulation, 16 Fen. Rec. 808, 809 (1951). 

16 General Ceiling Price Regulation, 16 Fep. Rec. 808 (1951). 

17 General Wage Stabilization Regulation 1, 16 Fep. Rec. 816 (1951). 
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regulation. On the other hand, Section 402(e) provided 
certain statutory exemptions in the price area and, in ad- 
dition, several administrative exemptions from price con- 
trol were included in the price regulation.** Therein lies 
the problem of horizontal parallelism. 

There had been no question of horizontal parallelism 
under the abbreviated period of selective controls. A 
selective price control regulation automatically necessi- 
tated a corresponding wage regulation, although no iden- 
tity as to degree of vertical control over wages vis-a-vis 
prices was required.” Under general controls the new 
question arose as to whether price control exempt busi- 
nesses and industries were likewise exempt from wage 
control. The question was deemed sufficiently important 
by the Wage Stabilization Board for it to appoint a spe- 
cial tripartite panel of six members to hold hearings on 
the subject and to report its findings and recommenda- 
tions. The panel convened in New York City on June 5, 
1951 and after several days of hearings incorporated its 
findings into “The Report to the Chairman of the Wage 
Stabilization Board by the Panel Considering Wage Sta- 
bilization Policy for Price Exempt Industries,” herein- 
after referred to as the “Kheel” Report,” dated August 
17, 1951. The panel split on the question of whether 
wage controls apply to price exempt industries. The 
labor members were emphatic in finding that all price 
exempt industries are necessarily wage exempt. The 
industry members took the opposite view that industries 
exempt from price control are nevertheless subject to 
wage control. The public members took the middle road 
agreeing with the industry members that industries ex- 
empt from price controls under Section 402(e) are not 
exempt from wage controls, but stating that there is suffi- 


18 General Ceiling Price Regulation, 16 Fep. Rec. 808, 814 (1951). 
18 See Part III supra. 
20 Theodore W. Kheel, Chairman and public member of the panel, prominent 


"joe of labor disputes, former Executive Director of National War Labor 
oard. 
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cient doubt on the point for the Wage Stabilization Board 
to seek advice from the Attorney General as to the cor- 
rect interpretation.” 

It is submitted that the Defense Production Act is as 
clear on the question of horizontal parallelism as it is 
on the question of vertical parallelism discussed above. 
A marked intention to inject flexibility into the Defense 
Production Act was demonstrated on the subject of ver- 
tical parallelism. The same tendency is true in regard 
to this problem. Section 402 does require simultaneous 
imposition of price and wage controls,” but there is no 
specification in Section 402 or elsewhere in the Defense 
Production Act that parallelism extend beyond the ini- 
tiation of controls. There are in fact numerous indica- 
tions contrary to any such extension. The specific sec- 
tion of the statute under which controls are currently ex- 
ercised simply says that when prices are controlled “gen- 
erally” wages must also be controlled “generally.” 
“Generally” is defined as “for the most part.” * It is not 
a word of art with special legal meaning. There is a 
vagueness inherent in the word itself which is inconsis- 
tent with any intention of rigid parallelism beyond the 
fact that simultaneous action of a widespread nature is 
called for. It seems that Congress would have been more 
specific if it desired an absolute identity in the scope of 
controls. Certainly the Senate Committee on Banking 
and Currency had no intention of creating such absolute 
parallelism. Its report states: 

While the general parallelism of price and wage controls has 
been preserved, it is not the intention of the committee that price 
and wage controls should be thought of as coextensive in all 
cases. There will be occasions when one needs to be applied 
without the other. For example, it is not the committee’s in- 


tention that the exemptions from price control as provided in 
subsection 402(f)?> should imply 1m all cases a corresponding 


21 Kheel Report at 4, 5. 

22 See Part II supra. , 
23 DPA § 402(b) (4), 50 U.S.C. App. §2102(b) (4) (Supp. 1952), supra p. 14. 
24 Wesster’s New Cotreciate Dictionary 345 (2d ed. 1951). 

25 DPA § 402(e) as finally enacted. 
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exemption from wage control; nor is it the intention that every 

case of a controlled price will have its counterpart in controlled 
wages.** (Emphasis added.) 

In referring to newspapers, radio broadcasting and 

other media of public information which are exempt from 

price control under Section 402(e), the Committee said: 


It is expected however, that in establishing their prices and 
rates, these exempted businesses will set public examples of 
restraint and moderation, especially if the time might come when 
the wages of their employees may be controlled even though 
their prices are not. . . .** (Emphasis added.) 
It is obvious that Congress was aware that the two types 
of controls presented some different problems, despite 
their close general economic connection, and that they 
could not be treated identically in all respects. 

Further indication that absolute parallelism was not 
intended is found in Section 402(e) itself. This section 
as enacted in 1950 provided exemption for prices, rentals, 
rates and fees in certain specified categories. There was 
no mention of any exemption for wages. If wage exemp- 
tions were intended, it is presumed that they would have 
been specifically included. In the 1951 amendments two 
changes were made in Section 402(e). Wages paid to 
certain physicians and attorneys were given an exemp- 
tion,” and “prices charged and wages paid” for services 
of barbers and beauticians were also exempted.” Congress 
cannot be supposed to have inserted meaningless phrases.” 
If absolute parallelism existed it would not have been 
necessary for Congress to specifically exempt those cate- 
gories of physicians and attorneys from wage control for 
they were already exempted from price control, and also 
Congress would have had to exempt only the prices 
charged for services of barbers and beauticians and the 


= Rep. No. 2250, 81st Cong., 2d Sess. 33, 34 (1950). 
2 
28DPA § 402 (e) (ii), as amended, Pub. L. No. 96, 82d Cong., Ist Sess. § 104 
(f) (July 31, rioalt 50 U.S.C. App. ae (ii) (Supp. 19. 2). 
29 DPA § 402(e) (vii), added by Pub. L. No. 96, 82d Cm, Ist Sess. § 104 
(g) Luly 31, 1951), 50 U.S.C. App. TOY (vii) (Supp. 1952). 
SUTHERLAND, 'SratuToRY ConsTRUCTION 339 (3d ed., Horack, 1943). 
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corresponding wage exemption would have been auto- 
matic. However, Congress found it necessary to intro- 
duce precise new language in order to effectuate its pur- 
pose to exempt from wage controls. Consequently, as 
the section was then amended there was only a price ex- 
emption for insurance underwriters, public utilities, etc., 
while there was both a price and wage exemption for 
barbers and beauticians and specified physicians and at- 
torneys. 

A similar pattern was followed in the enactment of 
the 1952 amendments. Wage exemptions were provided 
for specified certified public accountants and professional 
engineers and architects,” although the rates and fees 
charged for the services of such professionals were al- 
ready exempted from price controls. Prices charged and 
wages paid by bowling alleys were exempted from con- 
trols.” In addition wages paid to agricultural labor® 
and to employees of business enterprises in which eight 
or less are employed were exempted even though no 
provisions existed or were made for coextensive price ex- 
emptions. 

A recognition that rigid parallelism is not advisable 
also appears in Section 402(f) which authorizes the Pres- 
ident to exempt from either price or wage controls “ 
any materials or services, or transactions therein, or types 
of employment . . .” whenever he finds that such ex- 
emption is necessary to the defense effort or that such con- 
trol is unnecessary to effectuate the stabilization program. 
Thus the President is given expressly defined power to 
exempt either wages or prices from control in proper 
cases without taking corresponding action as to the other. 
A further example of the latitude permitted in adminis- 


31 DPA § 402(e) (ii), as —~* 50 U.S.C. App. § 2102(e) (ii) (Supp. 1952), 
on festhes amended, Pub. L. No. 429, 82d Cong., 2d Sess. §109(a) (June 30, 
ie a ma” (x), added by Pub. L. No. 429, 82d Cong., 2d Sess. § 109(c) 

une 

33 (cs OFA oS ae (xi), added by Pub. L. No. 429, 82d Cong., 2d Sess. § 109 

une 

y} DPA § 402(e) (ix), added by Pub. L. No. 429, 82d Cong., 2d Sess. § 109(c) 
(June 30, 1952). 
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tering controls is found in Section 704 which allows any 
order or regulation to contain such classifications and 
differentiations and to provide for such adjustments and 
reasonable exemptions as the President deems necessary 
to effectuate the purposes of the Defense Production Act. 

If rigid parallelism were read into Title IV, an un- 
tenable condition would exist. In effect the price control 
program would operate under the auspices of the Wage 
Stabilization Board and the wage stabilization program 
would function at the behest of the Office of Price Sta- 
bilization. For example, if the Office of Price Stabili- 
zation were to grant an exemption under Section 402(f), 
its sister agencies administering wage controls would be 
automatically out of business in the same industry re- 
gardless of the impact such action might have on overall 
stabilization policy. It is unthinkable that Congress with 
its emphasis on flexibility should have intended such a 
contradictory situation. 

Although there is no solid basis in the statute or legis- 
lative history for the contention that absolute parallelism 
is required between wage and price controls, there still 
exists the emotional argument that there is an inequality 
of sacrifice between employers and employees if wages 
are controlled in price exempt industries. ‘There are 
three main answers to this position. First, there were 
nearly 14,000,000 employees in price exempt industries 
in August 1951.% There have been several new exemp- 
tions from price control, both administrative and statu- 
tory, since that date and the number of such employees 
today undoubtedly greatly exceeds 14,000,000. To ex- 
empt all these millions of workers would sabotage the 
wage stabilization program and undermine the country’s 
effort to fight inflation. Second, there would be far great- 
er inequality of sacrifice as between employees them- 
selves if certain groups received favored treatment with- 
out just cause while the wages of the majority of Amer- 


35 Kheel Report at 2. 
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ican workers were controlled. Third, wages are not 
controlled just as a concession to the employer because 
prices in his particular business are controlled. Wage 
control serves several fundamental anti-inflationary func- 
tions.** It controls costs and relieves pressures on price 
ceilings. It controls the flow of dollars in the economy 
and holds down the demand for consumers’ items by re- 
stricting purchasing power. It stabilizes manpower 
movement at a time when the defense program can be 
greatly impeded if there is a large turnover, especially in 
essential industries, due to competition for scarce labor. 
A short while ago it was reported that there existed a 
scarcity of engineers causing a situation of job-hopping 
and pirating in that field.” Such practices are wholly in- 
compatible with the defense production program. They 
not only disrupt the flow of production in our defense 
program, but they create added inflationary pressure by 
forcing more dollars into an economy in which the basic 
problem, generally speaking, is too many dollars chasing 
too few goods. Wage controls play an important role in 
stabilizing the economy and in fighting inflation, even 
without corresponding price controls. 

There are many instances in which there are overrid- 
ing reasons for not controlling prices in certain indus- 
tries. Newspapers, radio broadcasters, and other media 
of information are exempt from price control because 
the basic concept of freedom of expression is more im- 
portant in our country than the stabilizing effect to be 
gained by price control in those fields.“ Railroads, in- 
surance companies, telephone and telegraph companies, 
gas and electric utilities, etc. are exempt because there 
are other federal, state and local government agencies 
which exercise price control jurisdiction over those in- 
dustries.” In the interest of administrative practicality, 


36 See Sen. Rep. No. 2250, 81st Cong., 2d Sess. 29, 30 (1950). 

87 See Salary Stabilization Board Release No. 63, March 2, 1952. 
38 pd Sen. Rep. No. 2250, 81st Cong., 2d Sess. 37 (1950). 

39 Ibid. 
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price exemptions are granted on a number of unique items 
such as stamps and coins, precious stones, paintings, an- 
tiques, etc.’ Fresh fruits and vegetables and fresh fish 
and seafoods are exempt because of unusual marketing 
factors and seasonal and perishable characteristics which 
result in sharp, unforseeable price fluctuations.” 

The good and valid reasons which may exist for ex- 
empting from price controls certain industries and com- 
modities do not apply in most cases as to corresponding 
exemptions from wage controls. It would be an unneces- 
sary and inflationary step to exempt from wage controls 
all of the over 14,000,000 employees connected with these 
industries and commodities. 

As already pointed out, the President may by adminis- 
trative action under Section 402(f) exempt any type of 
employment from wage control, whether there is or is not 
corresponding price control, if control over that type of 
employment is unnecessary to effectuate the purposes of 
the stabilization program. There have been instances 
where valid reasons existed for exempting wage controls 
even though price controls were continued in the same 
industry or area. General price controls are in effect in 
Puerto Rico and the Virgin Islands.** However, these 
areas have been exempted from wage controls because 
wage levels were so substandard that no inflationary 
pressure on prices could be exerted by general wage in- 
creases, and also because the surplus labor supply is such 
that it would counterbalance any upward pressure on 
wages that might otherwise result from removal of wage 
controls.“ It is‘also noteworthy that the 1952 amend- 
ments provided for certain wage exemptions in the De- 


40 General Ceiling Price Regulation, 16 Frep. Rec. 808, 810, 814 (1951). 


41 Jd. at 810, 815. There have been several other exemptions from price con- 


trols, both statutory and administrative, besides those specifically referred to 
in this article. 


42 General Ceiling Price Regulation, 16 Fep. Rec. 808, 812 (1951). 


43 General Wage Regulation No. 16, 16 Fep. Rec. 9031 (1951); General 
Salary Order No. 2, 16 Fep. Rec. 10017 (1951). 
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fense Production Act itself without corresponding ex- 
emptions from price controls.“ 


V 
CONCLUSION 


In conclusion it is submitted that Congress has best 
served the needs of the nation at this time by writing a 
requirement of flexible parallelism into its wage and 
price control law. The degree of rigidity which might 
be necessary in a full war economy is not appropriate in 
the present semi-war economy. It is proper that the Pres- 
ident or his delegatees should have wide discretion as to 
both the time to impose price and wage controls and the 
extent to which parallelism is required once those con- 
trols are imposed. Fluidity of action in an area as sensi- 
tive as the administration of price and wage controls is a 
necessity, especially in an economy changing from civil- 
ian production to arms production. The Congressional 


emphasis on stabilization as distinguished from a price 
and wage freeze coincides with the concept of flexibility 
which is reflected throughout the Defense Production 
Act and its legislative history. 


44 See notes 33, 34 supra. 





CONGRESSIONAL OVERSIGHT OF 
DEFENSE PRODUCTION 
GEORGE J. MAURER * 


Parliamentary government has largely disappeared 
from the face of Europe. Is the world’s greatest legisla- 
tive body, the American Congress, foundering too? Close 
observers of the national legislature feel that the heart 
of our democracy, its legislative machinery, is disinte- 
grating under the burdens of world leadership.’ 

In the first article of the great organic act under which 
we live, the first words are that all legislative powers 
granted shall be vested in the Congress of the United 
States. The heart and core of that legislative power is 
the power of the purse. It is a familiar phrase, but its 
history is often forgotten and its origin lost in the shad- 
ows of time. 

The fundamental conception and fundamental origin 
of the power of the purse is the power to levy or withhold 
taxes from the Crown, not the power to determine how 
money shall be spent. In our Anglo-American govern- 
ments the power of the purse has been established in the 
legislative assembly—the popular representative of the 
people. But Congress has to a large extent surrendered 
control over the power of the purse.” An enormous and 
ever growing Government has in great part taken over. 
Congress has given to the Executive tremendous legisla- 
tive or rule-making powers.* These powers have been 


* Reading Clerk, United States House of Representatives; LL.B., The George 
Washington University, 1952. 

1See Kinnane, Administrative Law: Some Observations on Separation of 
Powers, 38 A.B.A.J. 19 (1952); Meader, Congressional Investigations: Im- 
portance of the Fact-Finding Process, 18 U. or Cut. L. Rev. 449 (1951) ; 
Parker, Liberty and Law: The Role of Law in a Free Society, % A.B.A J- 
523 (1950) ; Report of the Committee on Administrative Law, 5 Rec. Ass'N 
oF THE BAR OF THE City or New York 11 (1950); The Government of the 
U. S. A., Fortune, Feb. 1952, - 71; Steel Crisis and the Gathering Storm, 
Newsweek, April 21, 1952, p 
195" 98 Cong. Rec. 378s * Rorit 8, 1952); 98 Cong. Rec. 3946 (April 9, 

3 At the close of World War II there were 29 agencies grouped under the 
Office of Emergency Management. At the same date there were 101 separate 

[ 26] 
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used in turn to build a vast governmental structure, a 
structure which sets increasing demands upon the purse.‘ 
It operates with almost complete autonomy under exec- 
utive orders or within the skeletal framework of its legis- 
latively delegated authority.’ 

If an administrative agency has all the money it wants, 
it can spend it in any way it wants. It need not rely on 
the Congress. But if Congress wishes to recapture that 
fundamental power of the purse, it must first increase 
its surveillance over the rules and regulations which set 
the machinery of government in motion. Once the 
wheels gather momentum they stamp the patterns for 
our everyday lives, which in turn exert the relentless de- 
mands for expenditures from the federal purse. 

With increasing frequency succeeding Congresses have 
found it necessary to reduce their work-load by delegat- 
ing to the Executive broad powers to make rules and 
regulations fixed only within loose policy standards. 
Through these grants of power the Congress has, in ef- 
fect, multiplied itself by authorizing sub-legislatures in 
the form of rule-making administrative agencies. Con- 
venience and necessity have combined to give rise to ex- 
government corporations, subject to neither congressional nor presidential 
scrutiny, nor to audit by the General Accounting Office. Vanderbilt, War 


Powers and Their Administration—The Movement Toward Reconversion, app. 
A, 1945 Ann. Survey Am. Law 326. 

4“You do not have to be a member of the Committee on Appropriations for 
long to appreciate that any time you attempt to cut appropriations in order to 
stop the mushrooming of a Government agency, you are going to get into a 
ne position.” Rep. Davis (Wisc.), 98 Cong. Rec. 2241 (Mar. 12, 


Since 1940 the Department of Commerce appropriation has been increased 900 
per cent; the Department of Interior appropriation has been increased 183 
per cent; the Justice Department appropriation has been increased 264 per cent. 
Since 1940 the Labor Department appropriation has been increased 1,000 per 
cent, the Post Office Department appropriation has been increased 266 per cent, 
the State Department has been increased 1,380 per cent, and the Treasury 
749 per cent. 

5“More than three million PD-1A priority certificates were issued from 
January, 1941, through May 31, 1944; 5,353 orders, regulations and amendments 
were issued by the Office of Production Management and War Production 
Board. . . . When it is recalled that all of this gigantic state of legal and 
executive activity finds its basis in three sentences of a statute, some notion 
can be gained of the scope and complexity of the undertaking from the stand- 
point of legal supervision and direction.” O’Brian and Fleischmann, The War 
Production Board Administrative Policies and Procedures, 13 Gro. Wasu. L. 
Rev. 1, 28 (1944). 
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ecutive orders, and through these legislatively-drilled 
knotholes flows the very current which has mired the 
machinery of the Congress itself. Once the rule-making 
power is delegated and implemented through executive 
order, the Congress becomes almost impotent, unable 
and sometimes unwilling to control its own creature, and 
forced to continue its life by the same pressure which 
brought it into being.® 

The delegation of legislative authority to the Executive 
has gone far beyond anything associated with the emer- 
gent demands of war. The vast industrial and military 
effort of World War II greatly enlarged the word “emer- 
gency.” During the Civil War and World War I the 
emergency was confined almost exclusively to “war.”* In 
World War II the emergency long preceded war, and has 
continued far beyond it. Executive orders are the cumu- 
lative result of congressional burdens induced by emer- 
gency, coupled with a half-century of complexities and 
tremendous national growth—suddenly exposed to world- 


wide demands for help and leadership in both peace and 
war. 


® No more sweeping delegation of legislative power has ever been made to an 
American President than that which was represented in the enactment of the 
Lease-Lend Act of March 11, 1941, 55 Srar. 31, as amended, 22 U.S.C. §§ 411- 
419 (1946), nearly nine months before our actual entry into a “shooting war.” 

The Armed Services Procurement Act of 1947, 62 Strat. 21 (1948), in 
12 0) (1) through (17), 41 U.S.C. § 151, (c) ‘) through (17) (Supp. 
1952), gives seventeen instances in which an “agency head” may negotiate con- 
tracts instead of resorting to advertising. The last sixteen instances can be re- 
sorted to in normal times as well as during a period of national emergency. This 
Act contained, for the first time, this tremendously broad power in peace time, 
so that it could be exercised upon a simple declaration of a national emergency. 
Therefore, agency heads may find it “to be necessary in the public interest” 
to negotiate contracts at any time under the presidential proclamation of na- 
tional emergency, Proc. No. 2914, 64 Strat. A 454 (1950). The Comptroller 
General has ruled that they may do so in ee A ow small business concerns 
may share in the awards. 30 Comp. Gen. 441 (1951). 

7 Cf. Hamilton, Collector of Internal Revenue for the Collection District of 
Kentucky v. Kentucky Distilleries & Warehouse Company, 251 U 146 
(1919). The War Time Prohibition Act was approved ten days after the 
armistice with Germany was signed, Act of Nov. 21, 1918, 40 Srar. 1046. 
The court held that a wide latitude of discretion must be accorded to Congress 
in the exercise of the war powers, and that it was within the war power when 
passed (notwithstanding the cessation of hostilities under the armistice), as a 
means of war efficiency and for the support and care of the Army and Navy 
during demobilization. See Corwin, THE Present Orrice & Powers 286-288 
(3d ed. rev. 1948). 
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Congress has traditionally depended upon a number of 
safeguards in its surveillance of the rules and regulations 
promulgated by the administrative agencies under execu- 
tive orders.° It has required the submission of periodic 
and special reports giving an account of their activities. 
It has passed formal resolutions of inquiry requesting the 
information. Committees have summoned administra- 
tive officers to testify at hearings. It has carried on inves- 
tigations of the activities of an agency. It has provided 
an automatic expiration date for the authority granted, 
or reserved the right to terminate granted authority by 
concurrent resolution.° 

The Congress has on occasion requested agencies such 
as the Federal Trade Commission, the Tariff Commission 
and the Interstate Commerce Commission to make in- 
quiries. Under the Budget and Accounting Act, 1921,*° 
Congress authorized the Bureau of the Budget to make 
detailed investigations of the organization and activities 
of the departments and agencies with a view of securing 
greater economy and efficiency in the conduct of public 
service. In the Government Corporation Control Act” 
Congress assigned to the General Accounting Office the 
task of auditing the financial transactions of government 
corporations. Thus, the General Accounting Office and 
the Budget Bureau are available to assist Congress in the 


8 Galloway, Congressional Investigations: Proposed Reforms, 18 U. of Cut. 
L. Rev. 478 (1951). Dr. Galloway is an outstanding authority on Congressional 
organization. See his ConcrEss AT THE Crossroaps (1946). 

® Section 5 of the Reorganization Act of 1939, 53 Srar. 562, stipulated that 
no plan or reorganization was to go into effect until after sixty days, during 
which it might be killed at any time by the two houses passing a “concurrent 
resolution” disapproving it. This procedure was repeatedly used during World 
War II, when in the Lease-Lend Act, 55 Strat. 32 (1941), as amended, 22 
U.S.C. § 412 (c) (1946), the First War Powers Act, 1941, 55 Srar. 841, 50 
U.S.C. App. § 621 (1946), the Emergency Price Control Act of 1942, 56 Srar. 
24, as amended, 50 U.S.C. App. §901 (b) (1946), and other war measures pro- 
visions were incorporated that rendered the powers which these measures dele- 
gated subject to repeal at any time “by concurrent resolution” which, since it is 
not laid before the President, is not subject to his power of veto. Concurrent 
resolutions have been employed for a great variety of purposes, and are a 
practice that the Supreme Court has upheld from the earliest times. Hollings- 
worth v. Virginia, 3 Dall. 378 (U. S. 1798). 
10 42 Srar. 22, 31 U.S.C. §18 (1946). 
1159 Strat. 599 (1945), 31 U.S.C. §850 (1946). 
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investigation of the financial affairs and the administra- 
tive management of executive agencies.” 

Observers feel that if the machinery of Congress is 
foundering at all, it is in the area of surveillance, or the 
exercise of its legislative “oversight” function.“ Faced 
with an ever mounting demand for controversial and ex- 
haustive legislative action, the Congress finds itself un- 
able to thoroughly observe and analyze the complex 
functioning of those administrative agencies which it 
has already created.* The fluidity of administrative law 
does not lend itself to the clearly recognized legal guides 
as provided for the courts under the judicial code. With- 
out fixed administrative signposts, each new piece of 
legislation brings recurring complaints from private cit- 
izens and corporate interests with regard to federal ad- 
ministrative law and procedure. Abuse of previous 
grants of power calls for Congressional intervention, or 
for piece-meal investigation of individual and sectional 
complaints. Use of rule-making power by administra- 


12“The General Accounting Office has been a voice crying in the wilderness 
since as far back as 1942.” Interview with Lindsay C. Warren, Comptroller 
General, U. S. News & World Report, Feb. 15, 1952, p. 58. 

13 A new and significant approach to the or was made by the Congress 
in the Supplemental Appropriation Act, 1953. The Act provides $250,000 for 
a permanent staff to make a study and examination of executive agencies, and 
to report regularly to the House Committee on Appropriations. Pub. L. No. 

7, 82d Cong., 2d Sess. (July 15, 1952). Another bill to evaluate the fiscal 
requirements of the executive agencies (in effect to establish a Bureau of the 
Budget for Congress) was acted upon. S. 913 passed Senate April 8, 1952 
and referred to the House Committee on Rules on May 1, 1952. H. Res. 695 
providing for the consideration of H.R. 7888, a bill similar to S. 913, failed of 
passage in the House on July 2, 1952. 82d Cong., 2d Sess. (1952). 

14“The days when Webster, Clay, and Calhoun personally could familiarize 
themselves with all the major matters with respect to which they were called 
upon to legislate are gone forever. No Senator or Representative, no matter 
how able or diligent, can himself hope to master all the facts neces to legis- 
late wisely.” Senator Harry S. Truman, 90 Conc. Rec. 6747 ( 1944). 

15 During the early days of World War II the existing agencies absolutely 
refused to cooperate with small business. 98 Cong. Rec. 2242 (Mar. 12, 
1952). Congress was then compelled legislatively to place the Government in 
business to compete for prime contracts with private enterprise | creating 
the Smaller War Plants Corporation. 56 Srat. 353, 50 U.S.C. App. § 1104 
(1946). In the 13 months from November 1942 to December 1943 small busi- 
ness had received only 12.8 per cent of the dollar volume of contracts awarded. 
When the Smaller War Plants Corporation began to function the figure rose 
to 20 per cent in 1944, and by the last half of 1945 small business was receiv- 
me pod per cent of the dollar volume of contracts. 98 Cong. Rec. 2238 (Mar. 

‘After the Smaller War Plants Corporation was formed there was abuse 
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tive agencies to form national policy has become an in- 
creasing source of irritation, adding to the frustration of 
Congress because of its inability to restrain the adminis- 
trative agencies within the statutory language. 

Necessity compels Congress to define the general prin- 
ciples of policy in its legislation, and this procedure is 
sanctioned within broad limits by the Supreme Court of 
the United States.** Congress still attempts to fix the 
limits of administrative power, but it has long since rec- 
ognized in its own and the national self interest, the need 
for delegating rule-making powers as a means of reduc- 
ing the legislative work-load. Rapidly changing situa- 
tions have demonstrated that government regulations 
must be exercised through fluid administrative agencies 
possessing experience, expertness and continuity. 

The granting of this statutory rule-making power 
within broad policy standards presupposes divided re- 
sponsibility between the administrative agency and the 
Congress, the administrative agency having complete 
authority within the framework of policy standards and 
procedure fixed by the statute, subject only to judicial 
review, the Congress retaining the responsibility to reg- 
ulate the administrative agency through its power to 
amend the statute. Congress can only carry out this re- 
sponsibility by a close and continuing observance of the 
administrative agency through the use of its oversight 
function. This function becomes its primary responsi- 


within the agency. The Corporation took a contract for rubber lifecrafts and 
then sub-contracted it for $105 a lifecraft. All the other contractors had been 
making them for $70 or less. The man who handled the contract for the 
Smaller War Plants Corporation resigned and went with the subcontractor at 
$90,000 a year. 98 Cong. Rec. 2321 (Mar. 13, 1952). 


16 By the Act of June 19, 1934, 28 U.S.C. § 2072 (Supp. 1952), the Supreme 
Court was given the authority to regulate civil proceedings in the district courts 
of the United States, one of the most general delegations of power ever made 
by Congress. 

Only in cases involving the exercise of military power as Commander in Chief 
has the Supreme Court found that any recent President exceeded his authority. 
Duncan y. Kahanamoku, 327 U. S. 304 (1946), holding invalid martial law 
in Hawaii when acting as Commander in Chief; and Youngstown Sheet & 
Tube Co. v. Sawyer, 343 U. S. 579 (1952), holding invalid seizure of steel 
mills when acting as Chief Executive and Commander in Chief. 

3 
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bility when the rule-making power is used to set far- 
reaching national policy. 

Congress endeavored to strengthen its oversight func- 
tion in Section 136 of the Legislative Reorganization Act 
of 1946." It directed the standing committees to exercise 
“continuous watchfulness” of the execution of the laws 
by agencies under their jurisdiction. This provision has 
been only partially successful. The constituted commit- 
tees, too heavily burdened with their current legislative 
duties, have found it impossible to exercise a continuous 
oversight function. During the second session of the 81st 
Congress, only ten standing committees and five special 
committees were able to carry on oversight activities of 
agencies within their committee jurisdiction. 

The attention of the public has been sharply focused 
on the possibilities of the Congressional oversight func- 
tion in the creation of the so-called “watchdog commit- 
tees.” They have proved of particular significance where 
the legislative delegation of power is charged with public 
emotion and apprehension. In this field the Joint Com- 
mittee on Defense Production has been highly successful. 
It may well serve as the pilot model through which Con- 
gress can cope with the delegated concentration of power 
and recapture control over the strings of the public 
purse.”* 

The Defense Production Act of 1950*° was approved 
three months after the outbreak of hostilities in Korea. 
Its aim was to step up the production of military and 
essential civilian goods. Congress recognized the prob- 
lem as a delicate one, and not susceptible of rigid admin- 
istrative and procedural language. The administrative 
agencies through the Executive were to be given broad 
power to stabilize prices and wages, control credit, pro- 


1760 Strat. 832. 

18 See The Monster Called “Budget,” Life, Feb. 4, 1952, p. 30. 

1964 Strat. 798, as amended, 50 U.S.C. App. §§ 2061 et seg. (Supp. 1952), 
wore amended, Pub. L. No. 429, 82d Cong., 2d Sess. §§ 101-121 (June 30, 
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vide for the settlement of labor disputes, and set up a sys- 
tem of priorities and allocations. 

With federal expenditures then running at the rate of 
200 million dollars for each day of the year, Congress 
recognized from its experiences under the War Powers 
Acts of World War II that a vigilant oversight would 
be necessary if the administrative agencies were to be 
contained within the broad legislative pattern. Congress 
provided under Section 712 of the Act for a ten man joint 
committee to perform a single watchdog function.” The 
committee was directed to make a continuous study of 
the programs authorized by the Defense Production Act 
of 1950, and to review the progress achieved in the execu- 
tion and administration of such programs. It was direct- 
ed to provide a staff and authorized an appropriation of 
$50,000 for expenses of the committee. The committee 
appointed a professional staff of four, with a corps of 
clerical assistants, all working in close liaison with the 
professional staffs of the Senate and House Committees 
on Banking and Currency. 

The monumental task confronting the Congress in its 
oversight of the Defense Production Act of 1950 can best 
be gleaned from an over-all view of the delegation of 
functions under the broad grants of legislative authority. 
In turn, the task to be performed by the administrative 
agencies, and the apparent serious dislocations in our 
economy, can be recognized from the fact that 3,800,000 
business units in the United States producing 10 million 
items, were to be affected by the administrative rules and 
regulations. 

Eight executive orders were issued by the President 
between September 9, 1950 and April 21, 1951 imple- 


2064 Strat. 820 (1950), 50 U.S.C. App. §2162 (Sup £0, 195 1952), as amended, 


Pub. L. No. 429, 82d Cong., 2d Sess. §119 (June 30, 19 Joint Committees 
were used by the First Congress to prepare conference rules, choose chaplains 
and arrange for the inauguration of President Washington. In 1821 a joint 
committee was used by Henry Clay to accomplish the Missouri Compromise. 
During the Civil War and Reconstruction, joint committees were formed to 
investigate the conduct of the war, emancipation and reconstruction, retrench- 
ment, and the condition of the Indian tribes. 
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menting the Defense Production Act. Under these or- 
ders, thirty-eight separate Federal agencies were given 
functions to expedite the national defense production and 
prevent inflation. One of these agencies alone, the Office 
of Price Stabilization, during the first ten months of 1951 
issued 150 regulations, 110 supplementary regulations, 
300 amendments to regulations, 12 revisions, 9 collations, 
18 over-riding regulations, and 93 interpretations; dur- 
ing the same period this agency made twenty-two re-dele- 
gations of authority.” 

In an effort to keep abreast of the departmental func- 
tions under the Act, the committee held seventeen sessions 
of hearings up to October 1951, and in addition it re- 
quested periodic reports from the agencies and regular 
departments charged with defense mobilization func- 
tions. These reports and copies of regulations and press 
releases were continuously surveyed by the committee 
staff. The result has been that many orders which might 
have produced inequities and undue hardships were ob- 
viated before publication, or were rescinded or corrected 
before any serious damage could be done to the national 
economy. The committee held frequent across-the-table 
conferences with officials in charge of controls to keep the 
Congress and the public informed of developments, to 
assure compliance with the congressional intent, and to 
avoid pitfalls in rules and regulations. 

One of the salutary features of the functioning of the 
Joint Committee has been the staff contribution to the 
work of the committee. Acting for the committee and 
under the supervision of the chairman, the staff has had 
frequent conferences with officials in charge of writing 
and enforcing regulations and disposing of individual 
cases. In a great many of these instances, regulations 
were amended as a consequence of the staff discussions. 
Another feature of this single watchdog committee, prop- 


21 First Annual Report of the Activities of the Joint Committee on Defense 
Production, Sen. Rep. No. 1040, 82d Cong., Ist Sess. 48 (1951). 
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erly staffed and performing under particular statutory 
authority, has been to give to the administrative agencies 
a constant and receptive forum where problems and 
agency requirements could be heard and discussed within 
the committee or with staff experts. 

While it is too early to judge the wider usefulness of 
this recent device, the operation of the Joint Committee 
since September 1950 offers one solution to the plaguing 
problem of keeping the Congress informed as to the op- 
erations of an expansive and highly controversial admin- 
istrative function.” It has built a single watchdog func- 
tion upon a staff assigned to one duty, that of scrutinizing 
the use of appropriations while exercising a constant and 
penetrating examination of the rules and regulations is- 
sued in pursuance of the broad legislatively granted pow- 
ers. The result has been to keep the Congress currently 
informed, and has provided the machinery for prompt 
hearing for the agencies upon matters which disturb the 
public. It has provided a ready and expert staff who are 
familiar with the administrative functions and able 
promptly to aid the Congress regarding the multitudinous 
inquiries from constituency affected by the rules and reg- 
ulations. 

The use of administrative regulations under broad del- 
egation of legislative authority to the Executive clears 
the way for prompt and decisive action.” War has 
shaped the mold for peace, and with each emergency the 
pattern of previous emergencies becomes apparent. As 
this trend continues, governmental rules and regulations 


22 In the Immigration and Nationality Act of 1952 the Congress provided for 
a joint “watchdog” committee to supervise the operations of the Act. Pub. L. 
No. 414, 82d Cong., 2d Sess. §401 (June 27, 1952). 

28 Termination of War Controls, Sen. Doc. No. 42, 80th Cong., Ist Sess. 
(1947) ; Termination of War Controls, Sen. Doc. No. 5, 80th Cong., Ist Sess. 
(1947), listing 542 separate statutes under which the President could act 
upon declaration of a war, emergency, or the termination of hostilities. 

“In foreign affairs the growth of Presidential power has been comparable to 
that of the war power. It has come to be recognized that in this field there is 
inherent authority. Executive agreements have deprived the Senate of much 
of its power in treaty-making, and are concededly binding on succeeding admin- 
istrations.” Armstrong, The President and His Office: A Discussion of Two 
Recent Books, 35 A.B.A.J. 97, 99, 1949. 
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become more and more the basic law, dictated and en- 
forced by the increasing demands of emergency. 

The American people have a Constitutional stake in 
their government, which can only be expressed through 
the acts of its voice—the Congress. Until reason has been 
restored to the source of authority in the Kremlin, there 
is little that the Congress can do but continue to design 
broad legislative patterns. Congress is charged with the 
duty of safeguarding the interests of the nation. It can 
properly discharge this duty only by exercising a vigilant 
oversight of those delegated powers which are shaping 
the pattern of our national life. 
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EDITORIAL NOTES 


THE ADMINISTRATIVE LAW OF FEDERAL HEARING 
EXAMINER PERSONNEL * 


An issue of crucial importance in attaining the objectives of the 
federal Administrative Procedure Act? is moving to the Supreme 
Court for final resolution. This is the litigation of the Federal Trial 
Examiners Conference v. Ramspeck.* In this case, a professional 
organization of federal hearing examiners has attacked, and success- 
fully impeached, the United States Civil Service Commission’s regu- 
lation issued pursuant to Section 11 of the Act for the personnel 
administration of hearing examiners.* It is a case of first impression 
cutting across all the personnel processes legally applicable to hearing 
examiners, including the phases of employment, compensation, work 
assignment, and separation. It has a significance over and above 


* This article will be published in two parts. Part II, appearing in a subsequent 
issue, will discuss the classification of examiner positions, the assignment of 
case work to examiners, and the removal and separation of examiners. 

160 Srat. 237, 5 U.S.C. § 1001 (1946). 


2104 F. Supp. 734 (D.D.C. 1952). The opinion invalidating Civil Service 
Commission regulations on the classification, assignment, and reduction in force 
of examiners was adopted by the United States Court of Appeals for the 
District of Columbia as an expression of its own views, and the decision was 
affirmed per curiam, Judge Bazelon writing a dissent. 21 U.S.L. WeeK 2046 
(D. C. Cir. July 16, 1952). Petition for certiorari was filed by the Government 
in the United States Supreme Court, August 15, 1952 

’ The regulations were first issued in 1947 pursuant to the requirement of 
§ 12 of the Act that the selection of examiners under § 11 be put into effect on 
June 11, 1947. 5 Cove Fep. Recs. §§341 et. seq. (1949). In 1949, a 
clamorous debate concerning the legality and propriety of the Commission‘s pro- 
cedures in examining incumbent examiners for conversion from conditional 
status to permanent status under the Act came to a climax. See Fuchs, The 
Hearing Examiner Fiasco Under the Administrative Procedure Act, 63 Harv. 
L. Rev. 737 (1950), and Thomas, The Selection of Federal Hearing Examiners: 
Pressure Groups and the Administrative Process, 59 Yate LJ. 431 (1950). 
In 1951 the Attorney General rendered an opinion on the Commission’s 
responsibility under § 11, to settle an internal Commission controversy; an 
exchange of correspondence between Senator McCarran and the Commission 
ensued, and the Commission issued revised regulations. The history of this 
phase is embodied in Hearing Examiner Regulations Promulgated Under 
Section 11 of the Administrative Procedure Act, Sen. Doc. No. 82, 82d Cong., 
Ist Sess. (1951). These are the regulations that were set upon by the Trial 
Examiners Conference. See brief account of the circumstances leading up to 
this action in Cohen, The Trial Examiners Dilemma or Spooks Invade the 
Administrative Process, 19 J. Bar Ass’n D. C. 149 (1952). The opinion of 
the District Court invalidating the Commission regulations was cited by 
Senator Hendrickson as “an extremely able opinion” and was reprinted for the 
benefit of Senators “who are interested in administrative procedure, and 
particularly in the status of trial examiners” in 98 Cong. Rec. 1955 (March 6, 
1952). It was called a decision “likely to stand out as a milepost in the history 
of the trial examiner system” in an editorial entitled Administrative Judges 
carried by the Washington Post, June 8, 1952, § 2, p. 4, col. 1. 
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this, however. Its major point of importance is concerned with the 
character and status of the officers who are to preside at hearings 
in connection with federal administrative adjudications and actions. 
It is well recognized that a prime approach of the Administrative 
Procedure Act, in line with its stated purpose “to improve the admin- 
istration of justice by prescribing fair administrative procedures,” 
was to regulate the status of hearing examiners in the direction of 
greater impartiality and neutrality in the administrative process. 
The Supreme Court in evaluating the requirements of the Act has 
made pointed reference to: 


. . the indications in the legislative history that enhancement 
of the status and function of the trial examiner was one of the 
important purposes of the movement for administrative reform.* 

The litigation therefore raises issues not only as to the administrative 
law of the personnel processes involved, but also as to the impact of 
these processes upon the character of the officers conducting adminis- 
trative hearings which adjudicate and determine private interests. 


I 


LreGAL RIGHTS OF EXAMINERS TO AN INDEPENDENT 
PERSONNEL STATUS 


For necessary background to a discussion of the legal merits of 
this matter, an analysis is required of the character of the rights 
bestowed upon the examiners by the Act, as affecting their standing 
and entitlement to assert legal injury in a court of law. 

The Act, in Section 11, gives examiners certain rights in the per- 
sonnel processes to be applied to them. It provides that: 


Subject to the civil-service and other laws to the extent not 
inconsistent with this Act, there shall be appointed by and for 
each agency . . . qualified and competent examiners . . . who 
shall be assigned to cases in rotation so far as practicable and shall 
perform no duties inconsistent with their duties and responsibil- 
ities as examiners. Examiners shall be removable by the agency 
in which they are employed only for good cause established and 
determined by the Civil Service Commission . . . after oppor- 
‘tunity for hearing and upon the record thereof. Examiners shall 
receive compensation prescribed by the Commission independent- 
ly of agency recommendations or ratings and in accordance with 
the Classification Act of 1923, as amended. . 


Nowhere in this section governing the personnel status of examiners 
is mention made of any right to independence as a separate sub- 
stantive right. Section 5 (c) of the Act does provide that no officer 


* Universal Camera Corp. v. NLRB, 340 U.S. 474, 494 (1951). 
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presiding at a hearing under the Act shall “. . . be responsible to 
or subject to the supervision or direction of any officer, employee, or 
agent engaged in the performance of investigative or prosecuting 
functions for any agency.” But this would seem to be a right as- 
sertible by parties litigant before the agency examiner. It is they 
who have private interests involved in some particular proceeding, 
which may be affected by the presumed lack of impartiality that 
would result. No right of an examiner in terms of person, property 
or status is affected by any impartiality in a proceeding. Even aside 
from the lack of any standing in an examiner to assert such a right, 
is the fact that it is a distinctly qualified right which is involved here, 
a right of separation of functions. It speaks only of segregation from 
investigating and prosecuting officials of the agency, those with “an 
axe to grind” so to speak. It imports no independence from the 
management and policy-setting officials or responsibilities of the 
agency. Again, this subsection provides that no presiding examiners 
“shall consult any person or party on any fact in issue unless upon 
notice and opportunity for all parties to participate.” But this aspect 
of insulation of the examiners from the agency, as well as the separa- 
tion from investigation and prosecution officials, is made applicable 
only to a portion of the hearings subject to the requirements of the 
Act, those which adjudicate past conduct and actions. For the entire 
Subsection 5 (c) terminates with the exception that: “This subsec- 
tion shall not apply in determining applications for initial licenses or 
to proceedings involving the validity or application of rates, facilities, 
or practices of public utilities or carriers; nor shall it be applicable 
in any manner to the agency or any member or members of the body 
comprising the agency.” 

True it is that behind the special prescriptions in the Act relating 
to the personnel status of the hearing examiners there is a clear legis- 
lative intent to increase the internal independence of examiners within 
their agencies. The Supreme Court has said in a case protecting the 
right of private parties to hearings by examiners of the character 
provided by the Act: 


. they must be examiners whose independence and tenure 
are so guarded by the Act as to give the assurances of neutrality 
which Congress thought would guarantee the impartiality of the 
administrative process.® 


5 Wong Yang Sung v. McGrath, 339 U.S. 33, 52 (1950). Again the Court 
has said: “. . § 11 of the Administrative Procedure Act contains detailed 
provisions designed to maintain high standards of independence and competence 
in examiners.” Universal Camera Corp. v. NLRB, 340 U.S. 474, 495 (1951). 
The Attorney General of the United States stated: “One of ‘the principal 
purposes of the Administrative Procedure Act was to render examining officers 
in administrative agencies separate, and genuinely independent of pressure, 
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But this independence, the legislative history makes abundantly clear, 
was to be attained by providing special personnel processes for the 
examiners, and by giving them a special personnel status within the 
normal civil service system of personnel administration. It was 
not to be accomplished by taking the examiners out from under the 
agencies to which they were responsible. But it did allow for insulat- 
ing the examiners from agency control and influence to a calculated 
degree, by shifting the locus of personnel control towards the Civil 
Service Commission and away from the agencies. The Senate Judi- 
ciary Committee summarized this compromise arrangement for a 


qualified approach to independence, in reporting on Section 11 of 
the bill: 


The purpose of this section is to render examiners indepen- 
dent and secure in their tenure and compensation. The section 
thus takes a different ground than the present situation in which 
examiners are mere employees of an agency, and other proposals 
for a completely separate “examiners’ pool” from which agencies 
might draw for hearing officers. Recognizing that the entire 
tradition of the Civil Service Commission is directed toward se- 
curity of tenure, it seems wise to put that tradition to use in the 
present case. However, additional powers are conferred upon 
the Commission.® 


Therefore, although it may be said that the “Act gives the office 
of Examiner a status similar to that possessed by the man on the 
Bench,” * yet the examiners under the Act are to be at most admin- 
istrative judges working within the framework of executive action 
and responsibility of the federal agencies. In the words of Senator 
McCarran: 


The basic and obvious purpose of this grant of independence was 
to create a corps of hearing examiners who would be as free, 
within the limitations attending their function in the adminis- 


from the prosecuting officers or others in their agencies who might, directly 
or indirectly, influence their determinations. . . .” Opinion of the Attorney 
oe Construing Section 11 of the Administrative Procedure Act, Feb. 23, 
1951 


6 Legislative History of the Administrative Procedure Act, Sen. Doc. No. 
248, 79th Cong., 2d Sess. 215 (1946). The Senate Judiciary Committee, the 
House Judiciary Committee, and Senator McCarran in sponsoring the bill 
before the Senate all called the examiners provided for in the bill “a special 
class of semi-independent subordinate hearing officers.” Jd. at 192, 244, 303. 
Other words of Congressional spokesmen: “. . . the hearing examiners shall 
be generally independent of control by the agency to which they are assigned 
and subject instead to the Civil Service Commission insofar as their appoint- 
ments and promotions are concerned.” and “. . . the examiners are made 
independent in tenure and compensation by utilizing and strengthening the ex- 
isting machinery of the Civil Service Commission.” Hearing Examiner Regula- 
tions, supra note 3, at 1, 4. 

7 Rossman, The Spirit of Laws: The Doctrine of Separation of Powers, 33 
A.B.A.J. 93, 96 (1949). 






THE GEORGE WASHINGTON LAW REVIEW 


trative realm, as are members of the judiciary in reaching fair 
and impartial decisions.* 


It may be noted, in this connection, that the original bills which 
emerged as the Administrative Procedure Act, in providing for the 
special personnel status of examiners said that they “shall perform 
no other duties.”® In Section 11 of the Act, this restriction was 
modified to “shall perform no duties inconsistent with their duties and 
responsibilities as examiners,” thereby leaving room for them to work 
in other capacities within the administrative structure of their 
agency.*° 

In this fashion the Act clearly paid its respects to the essential 
character of the work of examiners as part of the process of executive 
action and effort, and necessarily subject to administrative responsi- 
bility. Judge Bazelon pointed up the significance of this in his 
dissenting opinion when the Court of Appeals upheld the lower court 
in the trial examiners’ litigation : 


In enacting § 11, Congress sought to strike a balance between 
the need for administrative efficiency and expertise and the 
need for freeing hearing examiners from dictation or intimida- 
tion by the agencies. . . . Much of the attack upon these regu- 
lations is leveled at the possibility they offer for frustrating the 
purpose of the Administrative Procedure Act to free hearing 
examiners from agency domination and coercion. That the pos- 
sibility exists cannot be denied. . . . I think we must assume 

. . that Congress was amply aware of this possibility but that, 
in the light of the other considerations . . . it was unwilling 
to write the statute in such manner as to guarantee elimination 
of this possibility. Congress had a right to rely upon the admin- 
istrators to keep faith with the spirit of the statute. 


8 Hearing Examiner Regulations, supra note 3, at 1. To similar effect the 
words of Senator McCarran to Civil Service Commissioner Ramspeck: “It was 
intended that they be very nearly the equivalent of judges even though operat- 
ing within the Federal system of administrative justice.” Jd. at 9. 

® Legislative History, supra note 6, at 158. 

10 Senator McCarran put it: “These officers were to perform no duties in- 
consistent with their quasi-judicial responsibilities as examiners. . . .” Hearing 
Examiner Regulations, supra note 3, at 8. 

11 Ramspeck y. Federal Trial Examiners Conference, 21 U.S.L. Weex 2046 
(D. C. Cir. July 16, 1952). It is clear that Congress rejected the approach sug- 
gested by the minority in the Final Report of the Attorney General’s Committee 
on Administrative Procedure. This minority said: “Hearings and deciding 
officers cannot be wholly independent so long as their appointments, assignments, 
personnel records, and reputations are subject to control by an authority which is 
also engaged in investigating and prosecuting. Of course, this dependence may be 
diminished by various devices. . . . We think it clear, however, that such 
dependents (sic) cannot be eliminated by measures short of complete segrega- 
tion into independent agencies.” Rep. Att’y Gen. Comm. Ap, Proc. 209 (1941). 
A proposal, in connection with the Administrative Procedure Act, to appoint 
examiners into a separate “Office of Administrative Justice” was rejected 
“chiefly on the ground that it will remove the examiners from real responsibility 
to the agency charged with the administration of law.” Legislative History, 
supra note 6, at 42. 
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There are, therefore, no rights in the federal hearing examiners 
to an independent status per se, which would give them standing to 
assert legal injury. The rights which the examiners have are in 
the personnel processes affected by Section 11 and the prescriptions 
therein for a particular personnel handling. The expressed legisla- 
tive intent to enhance examiner independence in their agencies is of 
course significant. It must be considered in the legal analysis of the 
degree to which examiners must be accorded personnel treatment 
different from that accorded the normal body of agency employees, 
and yet stay within the framework of the personnel system superin- 
tended by the Civil Service Commission. 


II 
RIPENESS OF PERSONNEL REGULATIONS FOR LEGAL ATTACK 


In a case such as the present one, where there is a wholesale im- 
peachment of personnel regulations, an issue necessarily involved is 
that of the ripeness of the administrative actions for legal attack. 
Particularly is this so in the administrative law of federal personnel, 
where a central personnel agency has the responsibility for issuing 
regulations and instructions to be applied to individual employees by 
the federal agencies or by the Civil Service Commission itself. But 
this peculiarity of separation between point of policy setting and point 
of executive action does not operate to subject personnel regulations 
to attack at the point of issuance, or prior to the point of application by 
some agency to some individual in a personnel administration action. 
The administrative law requirement that an administrative action 
must be ripe for submission to judicial review still remains applicable. 


The basic principle of ripeness for judicial review has to do with 
whether the injury threatened by the administrative action involved 
is imminent or merely hypothetical. The injury will be imminent 
when it will occur as a direct result of executive action already taken, 
except for the possibility of the action being invalidated upon judicial 
review. In this event, a person whose rights are affected by the 
particular executive action is entitled to have a judicial determination 
of its legality before its harmful effect ensues. The injury will be 
merely hypothetical if, regardless of whether the executive action is 
sustained or invalidated upon judicial review, injury will not yet 
ensue until some further executive action is taken. In this event, it 
cannot yet be known whether there will be any injury as a result 
of the executive action, because, when the further executive action 
is taken, the result may be favorable to the individual involved and 
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he will suffer no harm to any legally assertible right.* For a court 
to take judicial cognizance before the end result of the administrative 
action affecting a particular individual’s rights is known would be 
for the court to entertain a purely hypothetical and non-justiciable 
controversy. 

The application of this principle in some closely related cases, in 
which there was administrative action involving the issuance of regu- 
lations, will serve to illustrate its proper scope. In Ashwander v. 
Tennessee Valley Authority,* the Supreme Court stated : 


The pronouncements, policies and program of the Tennessee 
Valley Authority and its directors, their motives and desires, did 
not give rise to a justiciable controversy save as they had fruition 
in action of a definite and concrete character constituting an 
actual or threatened interference with the rights of the persons 
complaining. The judicial power does not extend to the deter- 
mination of abstract questions. . . . Claims based merely upon 
“assumed potential invasions” of rights are not enough to war- 
rant judicial intervention. 


In the case of Eccles v. Peoples Bank of Lakewood,* a bank ad- 
mitted to membership in the Federal Reserve System sued for a 
declaratory judgment and injunction to invalidate a condition placed 
upon its membership by the Board of Governors of the Federal Re- 
serve System; and the Court said: 


Thus the Bank seeks a declaration of its rights if it should lose 
its independence, or if the Board of Governors should reverse 
its policy and seek to invoke the condition even though the Bank 
remains independent and if then the Directors of the Federal 
Deposit Insurance Corporation should not change their policy 
not to grant deposit insurance to the Bank as a non-member of 
the Federal Reserve System. The concurrence of these contin- 
gent events, necessary for injury to be realized, is too speculative 
to warrant anticipatory judicial determinations. Courts should 
avoid passing on questions of public law even short of constitu- 
tionality that are not immediately ps. Many of the same 
reasons are present which impel them to abstain from adjudi- 
cating constitutional claims against a statute before it effectively 
and presently impinges on such claims. 


Finally, in the recent decision of United Public Workers v. 
Mitchell, there was an attack upon regulations issued by the Civil 


12 The Supreme Court stated the principle in terms of “. . . the long settled 
rule of judicial administration that no one is entitled to judicial relief for a 
supposed or threatened injury until the prescribed administrative remedy has 
_, exhausted.” Myers v. Bethlehem Shipbuilding Corp., 303 U.S. 41, 50-51 
(1938). 

48 297 U.S. 288, 324 (1936). 

14 333 U.S. 426, 432 (1948). 

16 330 U.S. 75 (1947). 
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Service Commission to carry out the Hatch Act prohibiting specified 
political activities of federal employees. The Supreme Court held 
that even though the employees attacking the regulations desired to 
engage in political activities, and even though to do so would jeopar- 
dize their positions, the suit was not ripe for judicial review because : 
“No threat of interference by the Commission with rights of these 
appellants appears beyond that implied by the existence of the law 
and the regulations.”** In contrast, it further held that since one 
of the employees involved “admits that he violated the rule against 
political activity and that removal from office is therefore mandatory 
under the act, there is no question as to the exhaustion of adminis- 
trative remedies.” 17 

Nor does a request for a declaratory judgment change the point of 
ripeness for judicial review under administrative regulations. In 
the Eccles v. Peoples Bank of Lakewood case, the Court said: 
7 . the Bank’s grievance here is too remote and insubstantial, 
too speculative in nature, to justify an injunction against the Board 
of Governors, and therefore equally inappropriate for a declaration 
of rights.”** And in the United Public Workers v. Mitchell case, 
where Civil Service Commission personnel regulations were directly 
attacked, the suit was framed in terms of both an injunction and a 
declaratory judgment, and rejected on both accounts for lack of 
ripeness.?® 

The opinion in the Federal Trial Examiners Conference v. Ram- 
speck case attempts to limit the application of the Ashwander, Eccles, 
and United Public Workers cases in connection with the situation 
of the hearing examiner regulations: 


In the Ashwander case, it was held that a justiciable controversy 
could not be founded on announcements of programs, plans, 
and policies. This is conceded. In the case at bar an affirma- 
tive step has been taken beyond that stage. Announcements of 
programs and policies have matured into official regulations 
which . . . are presently in effect. In the Eccles case, defend- 


16 Td. at 91. 

17 Id. at 93. 

18 333 U.S. 426, 434 (1948). 

19 A textbook commentator has noted that: “The United Public Workers 
case is a good illustration of the proposition that the problem of ripeness for 
a review is unaffected by the differences between injunction proceedings and 
declaratory actions. . . . The theory is that threat of irreparable injury is 
required for intervention of a court of equity, and that threat of irreparable 
injury is not required for a declaratory judgment. That theory may be wholly 
valid outside the field of review of administrative action. But in considering 
problems of ripeness for review, the courts are concerned almost entirely with 
appropriateness of judicial action at the particular time. When lack of threat 
of irreparable injury bars an injunction against administrative action, lack 


of justiciable controversy bars a declaratory judgment.” Davis, ADMINISTRATIVE 
Law 644 n.153 (1951). 
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ant in open court expressly disclaimed any present intention to 
take the action complained of. . . . Defendant Civil Service 
Commission has not disavowed any present intent so to classify 
hearing examiners nor to direct that cases be so assigned to them. 
. - « In United Public Workers v. Mitchell . . . the action 
which plaintiffs sought to prevent defendants from taking was 
conditioned upon plaintiffs’ first taking action which they had 
not taken at the time suit was brought. . . . Where regulations 
have been adopted and are about to be put into effect, one whose 
rights may be adversely affected may proceed to protect himself 
before suffering actual damage.?° 


But the significance of these cases does not lie in the particular 
facet in which the administrative action was not ripe for submission 
to judicial review. The common point underlying all of these cases 
is that, until administrative action is completed and applied to a par- 
ticular individual, it is not ripe for judicial review. These cases illus- 
trate the particular applicability of this principle to action springing 
out of the issuance of administrative regulations. 

One significant recent Supreme Court decision which was not men- 
tioned in the court’s opinion, but which may have induced the court 
to look at the ripeness issue with a new sense of liberality, is the case 
of Columbia Broadcasting System, Inc. v. United States.** In that 
case the Federal Communications Commission had issued policy 
announcements that it would refuse to renew the licenses of stations 
which had network contracts of a certain sort. No action had yet 
been taken to apply this to any station, and the effective date of some 
parts of the policy declaration had been suspended. The Court held 
that the declarations of policy were reviewable at the suit of a net- 
work. This case was strenuously urged upon the court in the trial 
examiners’ action, as expressing a new judicial policy adopted by the 
Supreme Court to freely allow judicial review of administrative activi- 
ties, even mere statements of policies. Such, however, is not the 
actual import of this decision. It is entirely consistent with the pre- 
viously stated principles of ripeness for judicial review. True, the 
policies were but incomplete administrative action as far as the sta- 
tions to whom they were addressed were concerned. But by the 
mere announcement of these policies there were already present or 
immediately in prospect collateral injuries flowing from the executive 
action already taken, as far as the networks were concerned. There 
was completed administrative action already affecting the economic 
rights of the networks, in that stations were cancelling contracts with 
the particular network involved. The injury, as to the networks, 


0 104 F. Supp. 734, 738 (D.D.C. 1952). 
#1 316 U.S. 407 (1942). 
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was already present or would manifest itself without the need for any 
further administrative action. “If the regulations are valid they alter 
the status of appellant’s contracts . . .” * said the Court. The clue 
to the understanding of the Columbia Broadcasting System decision 
lies in the fact that the action was allowed not on the part of the 
stations to which the announced policies would be later applied, but on 
the part of the networks to which the policy issuances were not even 
addressed, but which were suffering immediate injury to property 
rights in contracts as a collateral effect of the administrative action 
taken. 

The proposition remains applicable, therefore, to personnel regula- 
tions issued by the Commission that the requirement of ripeness, of 
imminent and not mere remote injury to a legal right, must be met. 
In one major aspect, at least, the attack of the Trial Examiners Con- 
ference was on the mere existence of the Commission’s regulations as 
affecting the independence of the examiners, in the sense of their 
capacity to feel and act independently. But in this aspect, the regula- 
tions are not yet completed administrative action affecting examiners’ 
rights. As has been developed, the examiners have no right upon 
which legal standing can be rested in terms of an independent status 
per se. Their legally assertible rights are in the personnel processes 
applied to them. Hence it remains to be inquired, with respect to 
each of the processes of personnel administration, whether adminis- 
trative action was taken under the Civil Service Commission’s regula- 
tions for examiners sufficient to render the regulations and the actions 
thereunder ripe for judicial review. 


III 
EMPLOYMENT: APPOINTMENT POWER 


The concept of “employment” is used here in the sense of all the 
methods in which a person is placed in a federal position, that is, all 
the ways by which a position is filled. These ways of employment 
may be most usefully classified in terms of the source of the person 
employed, as follows: original appointment, or employment of a 
person from outside the federal service; promotion, or employment 
of a person from a position within a federal agency to a higher level 
position within the same agency; reassignment, or employment of a 
person from a position within a federal agency to another position 
of the same level within the same agency; demotion, or moving a 
person from a position within a federal agency to another position 
of a lower level in the same agency; transfer, or employment of a 


22 Id. at 418. 
4 
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person from another federal agency into a position of a higher, lower, 
or equivalent level; conversion, or employing a person into a position 
under the competitive (or classified) civil service from a federal 
position outside the competitive civil service; and finally reinstate- 
ment, or employment of a person based on his having formerly occu- 
pied a federal position. The term in-service employment may be 
used to refer collectively to the processes of promotion and transfer, 
as well as reassignment, demotion and reinstatement, because of their 
common characteristic of movement from one civil service position to 
another. 

Section 11 of the Administrative Procedure Act provides that: 
“Subject to the civil-service and other laws to the extent not incon- 
sistent with this Act, there shall be appointed by and for each agency 
as many qualified and competent examiners as may be necessary. . . .” 
Since there is no other mention in the Act of any provision for em- 
ploying persons into hearing examiner positions, the term “appointed” 
above would seem to cover substantially all the different ways of 
employing a person to fill hearing examiner positions. It would 
include original appointment, as well as transfer from a hearing ex- 
aminer or non-hearing examiner position, since there is an appoint- 
ment into a new agency in a constitutional sense.?* It would include 
promotion and reassignment, as well as demotion, into a hearing 
examiner position from a non-hearing examiner position because this 
is an appointment as an examiner under the Act. Whether it includes 
promotion, as well as reassignment and demotion from a hearing ex- 
aminer position, inasmuch as the person involved already has an 
appointment as a hearing examiner in the agency by virtue of his old 
position, is a question that might well be left for the subsequent dis- 
cussion of the promotion and in-service employment process. It 
would seem to include reinstatement, whether the individual in- 
volved previously occupied a hearing examiner position or not, be- 
cause this is an appointment into a hearing examiner position. And 
it would seem to include the conversion employment of a person into 
a hearing examiner position under the Act from a hearing examiner 
position without this status, because this is in the nature of a conver- 


“ 


28 Because of the constitutional provision that: . Congress may by 
Law vest the Appointment of such inferior Officers, as they think proper, in 
the . . . Heads of Departments.” U.S. Constr. Art. II, §2, a distinction has 
come to be made between employment into an agency from any source what- 
ever, which is within the terms of the above grant of appointing power, and 
employment by means of movement from one position to another position 
within the same federal agency, which is not within the terms of the con- 
stitutional power of appointment. This is the basis for the limitation of the 
terms promotion, reassignment and demotion, in the system of federal personnel 
administration, to movements within an agency rather than across agency lines. 
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sion from a position not subject to the civil-service laws to a position 
which is subject to the civil-service laws. 

In implementing the provision of Section 11 on appointments of 
examiners, the Civil Service Commission provided in its hearing 
examiner regulations that generally “. . . the regulations for appoint- 
ment to the competitive system . . . shall apply to appointments to 
hearing examiner positions.” ** In line with the spirit of the Act, 
however, it modified the general civil service procedure to provide: 


That in view of the responsibility placed upon the Commission 
by section 11 of the Administrative Procedure Act of passing 
upon the qualifications and competency of persons appointed as 
hearing examiners, no appointment whatsoever, except one made 
by selection from a certificate of eligibles furnished by the Com- 
mission, shall be made without the prior approval of the Com- 
mission.** 


This was to give the Commission closer control over such things as 
temporary appointments not subjected to the competitive examining 
process. 

The application of the normal civil service processes to appointment 
of hearing examiners allows the agencies an important role in selecting 
persons for employment into hearing examiner positions. Indeed, if 
a rule of constitutional law laid down in an ancient Attorney General 
opinion be followed the Act could not eliminate entirely the discretion 
of the agencies in selecting employees, and the Civil Service Com- 
mission would have to leave some margin of choice to the agencies.”® 
True, the 1951 Attorney General’s opinion on Section 11 of the Act 
cast a doubt on this, saying: 


. it is clear that there is no constitutional requirement that 
the Congress “vest the appointment of inferior officers in that 
. particular executive department to which the duties of 
such officers appertain Ex parte Siebold, 100 U.S. 371, 397.” 7" 


Nevertheless, it is clear “Section 11 recognizes that agencies have a 
proper part to play in the selection of examiners in order to secure 


245 Cope Fep. Recs. § 34.4 (1949); changed to a general provision that 
“Except as otherwise provided . . . the rules and regulations applicable to 
positions in the competitive service shall apply to hearing examiner positions.” 
5 Cope Fep. Recs. § 34.1 (Cum. Supp. 1951) 

255 Cope Fep. Recs. § 34.4 (1949); slightly modified in 5 Cope Fen. Recs. 
§ 34.3 (Cum. Supp. 1951). 

613 Ops. Att’y Gen. 516 (1871). This has descended as the “rule of three” 
in certification of eligibles from civil service registers to agency appointing 
officials, 5 Cope Fep. Recs. § 2.109 (1949), applied to hearing examiners by 2d. 
§ 34.4. It is now mandatory for filling all civilian positions in the Federal 
Government for which veterans have applied. Veterans Preference Act, 58 
Stat. 389 (1944), 5 U.S.C. §§ 857, 858 (1946). 


27 Opinion of the Attorney General, supra note 5, at 6. 
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personnel of the requisite qualifications.” ** The history of the 
phrase in Section 11 “there shall be appointed by and for each 
agency” bears testimony to this. Originally it read that examiners 
were to be appointed “for each agency” and the concept of appoint- 
ment “by each agency” was then included to recognize the role of 
the agencies in selection.*® 

Indeed, there is phraseology in the legislative history of Section 11 
which has occasioned the question whether the agencies should not 
exercise the selection function to the exclusion of the Civil Service 
Commission. Thus the House and Senate Judiciary Committees said 
in identical language : 


That examiners be “qualified and competent” requires the 
Civil Service Commission to fix appropriate qualifications and 
the agencies to seek fit persons. In view of the tenure and com- 
pensation requirements of the section, designed to make examin- 
ers largely independent, self-interest and due concern for the 
proper performance of public functions will inevitably move 
agencies to secure the highest type of examiners.*° 


Language such as this led to an assertion, in the controversy that 
took place in 1949 on the Commission’s power to examine and quali- 


fy incumbent examiners for permanent appointment under the Act, 
that the wording of Section 11: 


. . . by no means vests the Civil Service Commission with the 
appointive power or the power to make individual determina- 
tions sought to be made in the present proceeding. At most 
this contemplates merely the outlining of standards by this Com- 
mission.** 


But the wording of Section 11 that appointments are to be made by 
and for the agencies, in the light of the prescription that they be 
made in accordance with civil service laws to the extent not incon- 


8 [ egislative History, supra note 6, at 371. 

29 Id. at 42. 

30 Td. at 215, 280. 

31 Brief on Behalf of Twelve Incumbent Hearing Examiners of the Inter- 
state Commerce Commission Proposed to be Discharged, 16 1.C.C. Practition- 
ERS’ JourNAL 725 (1949). Again: “The statute states in express terms 
that the appointment of examiners shall be ‘by and for the agency,’ not by the 
Civil Service Commission. The Civil Service Commission has usurped this 
important statutory appointing power. . . . No group of men, however 
eminent in its own field, is competent to pass upon the qualifications of such 
examiners until they, themselves, have become experts in the field. The logical 
body to select and direct Interstate Commerce Commission examiners is the 
Commerce Commission. . . . Sound policy, as well as just administration, 
requires that the selection . . . of hearing examiners continue to be done by 
those qualified by technical knowledge, and above all, by those who are 
responsible . . . for . . . administration of the Interstate Commerce Act.” 
Petition of Association of Interstate Commerce Commission Practitioners to 
the Eighty-First Congress, 16 1.C.C. PractiTIONERS’ JouRNAL 709, 711 (1949). 
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sistent with the Act, seems conclusive. It would appear that the 
Civil Service Commission may qualify persons and submit a limited 
number of eligibles to be considered by the agencies for appointment, 
just as it does in the case of ordinary civil servants.** Nor is there 
any constitutional bar that would make it invalid “to restrict appoint- 
ments to a class of persons whose qualifications or fitness shall have 
been determined by an examination instituted independent of the ap- 
pointing power.” ** 

A more serious attack was leveled at that aspect of the Civil Service 
Commission’s regulations which provides for conditional appoint- 
ments of employees pending final decision on their eligibility for ab- 
solute appointment, to be authorized by the Commission in emergency 
situations when the needs of the service require. This attack was 
first launched in the 1949 controversy on the qualification for per- 
manent appointment of incumbent examiners. These examiners had 
been given conditional appointments by the Commission at the time 
Section 11 of the Act became operative** to give the Commission more 
time to examine their fitness for permanent appointment as examiners 
under the Act.** One line of argument was that, since they were 
serving as examiners subsequent to the time Section 11 became ef- 
fective, and since the Act provides for only one type of examiner to 
conduct hearings, namely those qualified and competent under Sec- 
tion 11, these examiners were in fact by the conditional appointment 
made hearing examiners entitled to the full status given them by the 
Act; that these examiners had been appointed by their agencies as 
hearing examiners of the kind called for under Section 11; and any 
attempt by the Commission to defeat these appointments by a condi- 
tion subsequent was an unauthorized and unlawful interference with 


%2“Appointments are to be made by the respective employing agencies of 
personnel determined by the Civil Service Commission to be qualified and 
competent examiners.” Legislative History, supra note 6, at 231. 


33 13 Ops. Atr’y Gen. 516, 524 (1871). “It has been argued that a right 
in Congress to limit in the least the field of selection, implies a right to carry 
on the contracting process to the designation of a particular individual. But 
I do not think this a fair conclusion. Congress could require that officers shall 
be . .. of a certain standing in the profession and still leave room to the 
appointing power for the exercise of its own judgement and will; and I am 
not prepared to affirm that to go further, and require that the selection shall be 
made from persons found by an examining board to be qualified . . . would 
impose an unconstitutional limitation on the appointing power. It would still 
have a reasonable scope for its judgment and will.” Ibid. 


% Section 12 of the Act provides that “. . . the requirement of the selection 


of examiners pursuant to section 11 shall not become effective until one year 
after . . . approval. . 


o 12 Fep. Rec. 3507 ( 1947) ; CSC Departmental Circular No. 592, June 3, 
1947. 
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the appointive power of the agencies.** The answer, however, is 
that the conditional appointment device is merely an exercise of the 
Commission’s normal power to allow temporary appointments of 
persons by the federal agencies which carry no permanent status 
and may be terminated by the Commission.** Thus, in the exercise 
of its normal powers, the Commission often uses the device of a 
conditional appointment subject to investigation. Agencies are al- 
lowed to make an appointment on the condition that the appointment 
is subject to an investigation of the individual’s qualifications, and 
that removal may be ordered by the Commission if such investigation 
discloses that the individual is disqualified for federal employment.** 
The courts have upheld the power of the Commission to thus allow 
appointments subject to defeasance upon a condition subsequent, par- 
ticularly where the appointment is limited, as one not carrying per- 
manent status.*° 

The other line of argument was that the conditionally appointed 
examiners were entitled to the removal procedure in Section 11, re- 
quiring good cause to be established and determined by the Civil Serv- 
ice Commission after opportunity for hearing and upon the record 
thereof.*° In this aspect, it was an attack directed at the power of 
conversion ; that is, at the power of the Civil Service Commission to 
fail to qualify conditional appointees for conversion to permanent 
status as Section 11 examiners and to cause their discharge. But 
the short answer is that the conditional appointment is not. yet a full 
and unqualified appointment upon which the removal provision might 
act. Moreover, there is no indication at all that the removal pro- 
vision in Section 11 applies to the Civil Service Commission. It was 
designed rather as a prohibition against removals by agencies. True, 
there is room for the argument, which has been made, that the 
language of Section 11 seems to say: “Examiners shall be removable 
by the agency in which they are employed. . . .”* To interpret 
from this limited reading of the provision that it denies any removal 
power on the part of the Commission is to read it without the illumi- 


36 Brief, supra note 31, at 719, 724, 725. “On June 11, 1947, the various 
Federal administrative agencies, which required hearing examiners, conditionally 
appointed hearing examiners, with the approval of the United States Civil Serv- 
ice Commission, although the Act was silent on the power of conditional ap- 
pointment.” Woodall, The Appointment and Compensation of Federal Hearing 
Examiners, 10 Fev. B.J. 391 (1949). 

375 Cope Fep. Recs. § 2.114 (1949). 

385 Cope Fep. Recs. § 2.112 (Cum. Supp. 1951). 

39 Friedman v. Schwellenbach, 159 F. 2d 22 (D. C. Cir. 1946), cert. denied, 
330 U.S. 838 (1947). 

4° Brief, supra note 31, at 718, 719, 725, 726, 727, 728, 730, 731; Petition, 
supra note 31, at 709, 710. 

*! Brief, supra note 31, at 726. 
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nation of its basic purpose. Its purpose was to deny to the agencies 
any power to remove examiners except under a procedure of good 
cause determined by the Civil Service Commission. It would not 
seem to touch at all other processes of separation or discharge which 
are part of the normal procedures of civil service administration and 
have nothing to do with the aim of the Act to prevent agency sub- 
version of examiner independence. Thus, the Commission regula- 
tions on examiners specifically provide for dismissals at the request 
of the Commission, without compliance with the removal procedure 
of Section 11, for purposes of disciplining employees who have vio- 
lated civil service acts, rules or regulations.*? On the other hand, 
where a termination would be at the direction of an agency, so that 
it could possibly subvert examiner independence, the Commission 
has modified normal civil service processes. Thus it provided : 


That pursuant to section 11 of the Administrative Procedure 
Act which provides for the removal of hearing examiners only 
for good cause determined by the Commission after opportunity 
for a hearing and upon the basis of the record thereof, no pro- 
bationary period shall be required in appointments to hearing 
examiner positions.** 


In the trial examiners’ case against the Commission, the attack on 
conditional appointments was renewed on the ground that it enabled 
agencies to hold a club over the heads of new examiners by keeping 
them in a conditional status. Therefore no examiner could feel him- 
self independent while holding a conditional appointment. The court, 
however, sustained the Commission’s regulation, saying: 


The court is not impressed by this argument, since it appears 
that such conditional status is intended chiefly to meet emergency 
situations where the services of extra hearing examiners are im- 
mediately needed, and that an examiner’s transfer from condi- 
tional to unconditional status is determined upon independent 
inquiry by the Civil Service Commission. The court also notes 
that the Final Report of the Attorney General’s Committee on 
Administrative Procedure, which contains abundant evidence of 
that body’s awareness of the dangers of agency influence, recom- 
mended conditional appointments of hearing examiners in cer- 
tain situations.** 


It is interesting to note that the court is prepared to see, in one 


aspect at least, the validity of a regulation cast within the framework 
of the normal civil service system, a regulation which provides a 


425 Cope Fep. Recs. § 34.14(c) (Cum. Supp. 1951). 

43 5 Cope Fep. Recs. § 34.4 (1949), abbreviated in revision, 5 Cope Frp. Recs. 
§ 34.3(b) (Cum. Supp. 1951). 

44 Federal Trial Examiners Conference vy. Ramspeck, 104 F. Supp. 734, 741 
(D.D.C. 1952). 
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reasonable protection of examiner independence but not an absolute 
guarantee of untouchability by the agencies. For example, it would 
seem that under the conditional appointment technique, an agency 
may arbitrarily refuse to allow a conditional examiner to be converted 
to a permanent appointment. While the Civil Service Commission 
could perhaps prevent an agency from terminating a conditional ap- 
pointee,*® it could not order an agency to convert a conditional ap- 
pointee to permanent status. To do so would involve ordering an 
agency to appoint a particular individual. But as previously de- 
scribed, the theory of appointing power which the Commission has 
always operated under, and which is now specified by statute, is that 
the Commission must leave a margin of choice to agencies in mak- 
ing appointments.*® 

No cross-appeal was taken on that part of the decision which up- 
held conditional appointments. It remains a serious question, how- 
ever, whether it was even ripe for judicial review in the first place. 
There was no pleading that any particular person was in a conditional 
appointment status and that his independence might be affected by 
being in this personnel status. No injury was alleged in terms of 
any attempted discharges of conditional appointees. It could not at 
this moment be determined whether any one, or who in particular, 
might ever be disqualified for conversion to absolute appointment after 
receipt of conditional appointment. There appears, therefore, to be a 
clear absence of completed administrative action, touching some 
particular individual’s rights, of a character which might be submitted 
for judicial review. The attack was on the regulation itself, and 
without any demonstrated actual injury of a direct or collateral nature. 


IV 
EMPLOYMENT: PROMOTION AND IN-SERVICE MovEMENT 


Section 11 of the Act fails to speak specifically on the personnel 
process of promotion. It speaks of appointment, compensation, du- 
ties and assignments, and removal, but not of promotion in the cur- 
rent sense of the employment of a person into a higher grade posi- 
tion from a lower grade position within the same agency. In the 
original regulations for examiners, the Commission provided a com- 
petitive promotion system.*? Under this the Commission would main- 
tain promotion registers for the examiners in each agency and for 


45 CSC Departmental Circular No. 592, Supp. 1, June 18, 1947, requiring that 
no personnel action be taken in regard to hearing examiners without permission 
of the Commission. 

46 See note 26 supra. 

475 Cope Fen. Recs. § 34.5(a) (1949). 
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each grade of position. When an agency desired to fill a vacancy in 
an examiner position by promotion, the Commission would certify 
three names from the appropriate agency register, from which the 
agency was to select one for promotion. This competitive promotion 
system made substantially different provisions for promotion of hearing 
examiners than for other agency employees, in the interest of dimin- 
ishing agency freedom of determination. For ordinary civil servants, 
promotion was on a non-competitive basis. The Commission set up 
qualification standards, but delegated authority to agencies to promote 
any employee who met the standards. This was subject to the re- 
quirement that prior approval for the promotion of an employee had 
to be obtained from the Commission when it was desired to make an 
exception to the qualification standards.** In 1949, the approach to 
promotion of examiners was changed to provide that promotions may 
be made in accordance with the Commission regulations for ordinary 
civil servants. There was the modification, however, that prior ap- 
proval of the Commission was required in every case.*® This led to a 
difference of opinion within the Commission, between its Examining 
and Placement Division and its Chief Law Officer, as to whether, 
under Section 11, promotions of examiners may be made by the em- 
ploying agencies subject to prior approval by the Commission based 
on non competitive examinations, or whether the Commission is 


charged with the responsibility of selecting hearing examiners for 
promotion. 

Upon submission of the question to the Attorney General, he 
opined that : 


. . the Commission’s authority is not limited to . . . a mere 
veto power over agency recommendations for promotions, but 
extends as well to the affirmative determination of which exam- 
iners shall be promoted to vacancies at higher grades. This is 
not to say, of course, that the employing agency is forbidden to 
make suggestions or recommendations to the Commission con- 
cerning the promotion of its examiners, or that the Commission 
is prohibited from considering such recommendations, so long 
as the Commission assumes the full responsibility for the selec- 
tion of those to be promoted and so long as it arrives at its 
decisions through the independent exercise of its own judgment.*° 


The Attorney General grounded this view upon the prescription in 
Section 11 that the Commission prescribe compensation of examiners 
independently of agency recommendations or ratings. The reason- 
ing was that this includes the responsibility to determine which hear- 


#8 Id. § 8.103. 
49 CSC Departmental Circular No. 592, Supp. 4, Dec. 15, 1949. 
5° Opinion of the Attorney General, supra note 5, at 5. 
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ing examiner within the agency shall be promoted and receive an in- 
crease in salary. It may be argued that, as between the “appointment” 
clause and the “compensation” clause in Section 11, it is the former 
which conceptually includes the promotion function as an employment 
process; that Congress was not using the term “appointment” in the 
constitutional sense of an entrance on duty in a federal agency—ex- 
cluding the concept of a movement from one position to another 
within an agency. But even if promotion is subject to the division of 
appointing power inherent in the “appointed by and for each agency” 
phrase of Section 11, the appointment function may be carried on 
in accordance with the normal civil-service practice only “to the ex- 
tent not inconsistent with this Act.” Hence the exercise of the pro- 
motion function would in any event be subject to the terms of the 
compensation clause. It is clear from the legislative history that by 
the express terms of this clause it was intended that the Commission 
promote the examiners. Thus the report of the House Judiciary Com- 
mittee relates concerning Section 11: 


In the matter of examiners’ compensation the section adds 
greatly to the Commission’s powers and function. . . . The Com- 
mission would exercise its powers by classifying examiners’ 
positions and, upon customary examination through its agents, 
shift examiners to superior classifications or higher grades as 
their experience and duties may require. Agencies may make, 


and the Commission may consider, recommendations; and the 
Commission might consult the agency, as it now does in setting 
up positions or reclassifying positions, but it would act upon 
its own responsibility and with the objects of the bill in mind.** 


On the floor of the House of Representatives, a member of the Sub- 
committee of the Committee on the Judiciary which had handled the 
bill expressed even more plainly the relationship between the com- 
pensation provision and the promotion function: 


The salaries of the examiners are fixed by the Civil Service Com- 


mission and promotions and increases in salaries are also fixed 
by that Commission.*? 


The Attorney General’s opinion goes even further than the com- 
petitive promotion system which the Commission had originally pre- 
scribed for examiners. It leaves no room for choice by agencies even 
in terms of selection from a certificate of three eligibles submitted by 


51 Tegislative History, supra note 6, at 280-281. 

52 Id. at 374. The Attorney General interpreted the fixed purpose behind this, 
in terms of rendering examiners independent of pressure from their agencies, as 
follows: “. . . the hope of promotion may motivate men as strongly as the 
fear of the loss of their jobs. If salaries and promotions are subject to agency 
control, there is always danger that a subtle influence will be exerted upon 
the examiners to decide in accordance with agency wishes.” Opinion of the 
Attorney General, supra note 5, at 4. 
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the Commission. To conform, the Commission modified its regula- 
tion on promotion of hearing examiners. It provided that when an 
agency decides that a hearing examiner position should be filled by 
the promotion of one of its hearing examiners, the Commission will 
select the examiner who is to be promoted.** By thus eliminating 
any agency participation at all in the promotion process, it would 
seem that the Commission had squeezed out the last possibility of 
agencies affecting examiner independence. Nevertheless, the Federal 
Trial Examiners Conference took issue in their case with this pro- 
motion regulation. Their complaint was directed at the aspect of the 
regulation which allows the agency to decide initially whether to 
fill a vacancy by promotion or by one of the other employment proc- 
esses. The argument was that to allow the agencies to decide whether 
or not a vacant position should be filled by promotion, before the 
process of promotion by Commission selection comes into play, would 
allow the agencies to withhold promotional opportunities from hear- 
ing examiners and thus compromise their independence. 

In assessing the validity of the contention, it must first be noted that 
Section 11 does not in specific terms limit the role of the agencies in 
the promotional avenue of employment. In the Attorney General’s 
opinion, it was merely by derivation from the clause on compensation 
that it was held the agencies are not to play any role in promoting 
examiners. As was pointed out, it was only because the compensa- 
tion provision modifies the appointment provision of Section 11 that 
the role of the agencies in promotion was circumscribed. This reason- 
ing could hardly be extended to hold that the compensation clause 
denies to the agencies the power to function in all the other processes 
for appointment of examiners, until the Commission has determined 
that the agency can apply some appointment method other than pro- 
motion. Furthermore, allowing agency choice as to the method of 
filling a vacant position does not enable the agencies to diminish 
examiner independence. It merely allows the agency to determine 
generally whether promotional opportunity shall be opened up for all 
the examiners eligible for promotion to the vacant position. It does 
not allow the agency to determine individually whether an examiner 
shall be promoted, or to favor or disfavor one examiner or the other 
in getting promoted. It is quite a far-fetched proposition to maintain 
that by this power of general determination an agency can abridge 
the independence or influence the actions of its examiners, or that the 
agencies would in some fashion contrive to use the power of general 
determination to affect the fortune of an individual examiner. 

Moreover, the Commission has seriously limited the powers of the 
agencies in using employment processes other than promotion, in the 


535 Cope Fep. Recs. § 34.4 (Cum. Supp. 1951). 
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interest of tightening up its control of the promotion function. Thus 
it has provided that once an agency elects to have a position filled by 
promotion the hearing examiner selected by the Commission must be 
promoted,®* and the agency cannot thereafter reject the promotion 
proposed by the Commission in order to avail itself of some other 
method of filling the vacancy. 

Analysis of the Commission’s regulations on the various ways of 
filling positions by in-service employment other than promotion of an 
examiner also shows that the Commission has greatly circumscribed 
the normal agency role in these processes, to the end that the agency 
cannot abuse its power of choosing alternative methods of employment 
at the expense of promoting its hearing examiners.** Thus, when- 
ever an agency desires to fill a hearing examiner position by: 

(1) promotion or reassignment of an employee in the agency 
from a non-hearing examiner position ; 
(2) transfer of an employee from a non-hearing examiner po- 
sition in another agency; or 
(3) reinstatement of a former employee who had served in a 
non-hearing examiner position, 
the Commission will rate the qualification of the person proposed by 
the agency in relation to the open competitive examination held by the 
Commission for original appointments of hearing examiners, and 
will approve the promotion only if the person gets such a rating that 
he would be within reach for certification from the open competitive 
register. In effect, then, whenever the agency wishes to fill a hearing 
examiner position by employment of a federal employee from outside 
the hearing examiner corps at large, the Commission forces the 
agency to fill the position by open competitive employment. This 
calls for selection by regular Commission certification of eligibles in- 
stead of allowing the agency to name a person for employment sub- 
ject only to the Commission approving his qualifications on a mini- 
mum non-competitive examination basis. Whenever an agency de- 
sires to fill a hearing examiner position by: 
(1) reassignment of an employee in the agency from another 
hearing examiner position ; 
(2) transfer of an employee from a hearing examiner position 
in another agency at the same grade level; or 
(3) reinstatement of a former employee who had served in a 


hearing examiner position of the same (or higher) grade 
level, 


it may employ the individual proposed, with the prior approval of 
the Commission on a non-competitive basis in accordance with normal 
ied | 


bed The following analysis is based on 5 Cope Fep. Recs. §§ 34.4, 34.5, 34.6, 34.7 
(Cum. Supp. 1951). 
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civil service procedures. In effect, a person who has already proved 
himself in a hearing examiner position is considered entitled to move 
into any other hearing examiner position without competing therefor. 
Whenever an agency desires to fill a hearing examiner position by : 


(1) transfer of an employee from a hearing examiner position 
in another agency at a lower grade level; or 


(2) reinstatement of a former employee who had served in a 
hearing examiner position of a lower grade level, 


the person proposed for employment must compete with the hearing 
examiners in the agency eligible for promotion to the position, and 
the Commission selects the individual hearing examiner who is best 
qualified and he must be promoted. Here, then, when a promotion is 
proposed within the hearing examiner corps at large, the Commission 
forces the agency into the method of promotion selection by the 
Commission. There is only one difference between this and the case 
where an agency elects to fill a position by promotion from among 
its own examiners. This difference is that the area of competition 
is broadened to include one more person than the hearing examiners 
in the agency eligible for promotion, namely the person proposed by 
the agency. 

This system for regulation of in-service movement stands in marked 
contrast to the system for in-service movement of ordinary civil serv- 
ants, in which the Commission has delegated authority to the agencies 
to employ individuals subject only to possible Commission review on 
an individual non-competitive basis. Clearly, the Commission here 
has already given the hearing examiner positions markedly different 
treatment from that accorded ordinary positions, to the end that, when 
an agency elects to fill a position by in-service movement rather than 
by promotion, it will serve to fulfill the essential objectives of Com- 
mission-determined promotion rather than allow evasion of them. 
The Commission appears to have gone well out of its way to con- 
trive a clever system for preventing agencies from abridging the inde- 
pendence of their examiners by resort to methods of in-service em- 
ployment as an alternative to promotion from the ranks of the agency 
examiners. 

In the Trial Examiners Conference case, no pleadings were made in 
terms of any individuals who were deprived of consideration for 
promotion because an agency decided to fill examiner positions by 
methods of employment other than promotion. Until specific actions 
were taken by the agencies along the allegedly illegal lines, it could 
not be known whether a situation adversely affecting the rights of 
particular examiners would come up. Midway in the action, the Trial 
Examiners Conference did bring in the cases of some promotions 
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made at the National Labor Relations Board, petitioning that these 
promotions be enjoined. But these were promotions determined and 
directed by the Civil Service Commission at the election of the agency 
to have the positions filled by promotion. They were not situations of 
employment by the agency through methods evading the promotional 
process. Moreover, the complainants had been promoted along with 
all others in their grade eligible for promotion. The attack on these 
promotions was that because of the method by which cases had been 
assigned to examiners, some of the promotees had been rendered less 
qualified than others for further promotions later on. There was a 
complete absence of any present injury as a result of the promotions, 
even if arguendo it be admitted that there was present injury in terms 
of the way cases were being assigned. Hence there was complete 
absence of adverse administrative action under the promotion regula- 
tion. Nevertheless, the decision in the Trial Examiners Conference 
case struck down the Commission’s promotion regulation. This action 
was not taken on the basis of a consideration of the legality of the 
promotion regulations, but simply as a derived result from the court’s 
conclusion that: “ the Commission is without authority to 
classify hearing examiners within any given agency into grades. . . 
and lacking such authority, it is without authority to promulgate reg- 
ulations governing promotions within an agency from one such grade 
to another.” ** But the doubt still remains on the score of ripeness. 
It would seem that the point of ripeness for judicial evaluation of the 
promotion regulation would occur if and when an injury to some 
particular persons by administrative action under the promotion regu- 
lation was demonstrably presented. Particularly is this true in this 
case because of the possibility that the Commission’s power and dis- 
cretion over compensation might allow it to provide for a promotion 
system based on personal capabilities and progress of examiners.* 
The argument against and in support of the promotion regulation was 
renewed on appeal, because if the classification regulation of the Com- 
mission is upheld, the validity of the promotion regulation would be- 
come an issue on its own merits, at least under the theory of ripeness 
by which this case was entertained. Whether the classification reg- 
ulation precludes promotions based on varying grade levels within an 
agency, must be left for the succeeding discussion of classification of 
examiner position and assignment of cases to examiners. 
Simon TUCKER. 


56 Federal Trial Examiners Conference v. Ramspeck, 104 F. Supp. 734, 739 
(D.D.C. 1952). 

57 See suggestion along this line in the First Report of the Consultants to the 
United States Civil Service Commission, Hearing Examiner Personnel under 
the Administrative Procedure Act, Jan. 31, 1949. This report is reprinted in 
95 Cone. Rec. A1505-A1508 (1949). 
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PACKAGE PATENT LICENSES AND PUBLIC POLICY 


I 
INTRODUCTION 


Although the practice of licensing large numbers of patents in 
packages has become widespread and a necessity in some industries, 
problems peculiar to such package licensing have had little atfention 
in the courts. One problem arises with increasing frequency in form- 
ulating package licensing programs. It is: in licensing a package 
of patents, what conditions may be imposed to strengthen the patent 
position of the licensor, yet not constitute a misuse of patents in 
violation of the public policies of the patent or antitrust laws? 

The problem is vital, as enforcement may be denied upon proof 
of a misuse. The problem is complex, because the public policies of 
the patent and antitrust laws rest on a basis of economic and socio- 
logical factors which have never been fully explored and analyzed. 
The Supreme Court in the recent Hazeltine case’ has sanctioned pack- 
age licensing but has left the licensing conditions which most directly 
affect patent dominance in a doubtful area of these conflicting public 
policies. 

The struggle for patent dominance, particularly where the leverage 
of many patents provides concentrated power, is of concern not only 
to the affected industry but to the community generally. For patent 
packages are not only a great reservoir of technology but a great 
source of danger to the continuance of free competition. 

Patent dominance through package licensing is usually promoted 
by imposing one or more of three conditions. These are the follow- 
ing : 

1. Refusal to deal in any of the patents unless a license of the 
entire package is accepted. 

2. Estoppel of the licensee to assert invalidity of any of the 
patents ; and 

3. Requirement that the licensee grant back rights to the 


licensor upon any improvements developed and patented by the 
licensee. 











While the Hazeltine case well serves as a starting point for any dis- 
cussion of package licensing, each of these conditions will merit sepa- 
rate consideration, as each turns upon a separate line of judicial 
decisions. 

Briefly, the patent holder, in pursuing a policy of package licensing, 
may refuse to deal in fewer than the pre-selected group of patents 





1 Automatic Radio Mfg. Co. v. Hazeltine Research, Inc., 339 U.S. 827, re- 
hearing denied, 340 U.S. 846 (1950). 
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which compose the package. The offer is all or nothing at all. The 
prospective licensee may have to pay for the use of one or a few 
needed patents at a royalty rate artificially enhanced by the package 
dealing. A somewhat similar copyright practice was condemned in 
the Paramount * case. 

Second, an implied or express estoppel may be imposed upon the 
licensee’s presenting a challenge not only to the validity of the needed 
patent but of all the patents in the package. While the Katzinger and 
MacGregor cases * allow an attack on patent validity to complete a 
defense of illegality of the license agreement, as a practical matter 
package licensing may forestall a defense of illegality and also a de- 
fense of failure of consideration, 

Third, to protect against “blocking”, the licensor may include a 
grant back covenant providing for a license or assignment to the 
licensor of any improvement patented by the licensee in the products 
covered by the package license. This provision, as argued in the 
Transparent-Wrap case,* may free the art and distribute fruits of 
the invention, or it may inhibit invention by the licensee and augment 
the patent dominance of the licensor. 

Neither the patent laws nor the antitrust laws extend specific sanc- 
tions to these practices of refusal to deal, licensee estoppel, and grant 
back. The strong mandates of these laws have, nonetheless, been 


formulated as public policies® and have been applied, though con- 
fusingly, to such practices as are here considered. It is to an under- 
standing of these public policies when extended to the stated package 
licensing practices that we here direct our concern. 


II 
ASSUMED STANDARDS 


The standard for judgment is the contribution of these practices, 
individually and severally, to a realistic,* workable patent system and 
a competitive economy.” We take as the goal of the patent system 


2 United States v. Paramount Pictures, 334 U.S. 131 (1948). 

3 Katzinger Co. v. Chicago Metallic Mfg. Co., 329 U.S. 394 (1947); Mac- 
Gregor v. Westinghouse Elec. & Mfg. Co., 329 U. S. 402 (1947). 

4 Transparent-Wrap Machine Corp. v. Stokes & Smith Co., 329 U. S. 637 
(1947), on remand, 161 F. 2d 565 (2d Cir. 1947). 

5 See Newburgh Moire Co. v. Superior Moire Co., 105 F. Supp. 372 (D.N.J. 
1952) ; OppENHEIM, CASES ON FepERAL ANTI-TruUsT Laws 482 (1948) ; Wood 
& Johnson, Patents and the Antitrust Laws, 1950 U. Itt. L. Forum 544. 

6 Appalachian Coals, Inc. v. United States, 288 U.S. 344, 360 (1933) (‘‘Real- 
ities must dominate the judgment.”). 

7 GrirFin, AN Economic ApproacH To ANTITRUST ProsLtems (1951); Op- 
penheim, A New Approach to Evaluation of the American Patent System, 33 
J. Par. Orr. Soc’y 555 (1951); Clark, Toward A Concept of Workable Com- 
petition, 30 Am. Econ. Rev. 241 (1940). 
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the rapid improvement of products and processes to supply the prac- 
tical needs of the nation with a reasonable return to the inventor and 
entrepreneur. The goal of the antitrust laws we take to be en- 
hancement of competitive efficiency and equalization of bargaining 
power horizontally and vertically.° An assumption is made that the 
licensing of patents, singly and multiply, is consonant with both these 
goals and should be encouraged.*® Whether the three practices under 
package licensing are likewise commendable by these criteria does 
not warrant so ready an answer. It is apparent that inquiry into 
both economic background and judicial interpretation is required in 
seeking the answer. 

For purposes of this inquiry, package licensing will be understood 
to include more than one patent and as many as all the present and 
future patents of the licensor. It will comprise the privilege to use 
any and all of the patents for a specified consideration. 


III 
Tue HAZELTINE CASE 


The landmark in package licensing is the Hazeltine case. The 
Supreme Court here approved not only a convenient royalty provision 
but also the time-honored rule of licensee estoppel. It gave attention 
to allegations of refusal to deal in less than a package, but had no 
grant back provision before it. 

The standard Hazeltine license gave the licensee the privilege to 
use any of 570 patents, 200 patent applications, and future patents 
acquired by Hazeltine for a term of ten years. In exchange the li- 
censee agreed to pay Hazeltine a 1.05 per cent royalty on gross sales of 
enumerated equipment to which its use of the patents was confined, 
and a yearly minimum royalty. By express estoppel, the licensee 
acknowledged the validity of Hazeltine’s present and future patents 
for the term of the agreement. 

Even though the percentage royalty was to be paid whether or 
not the patents were used, the Court found “in this royalty agreement 
no inherent extension of the monopoly of the patent” despite the pre- 
vailing trend of the “Tie-in” cases** and the arguments for their 


8 E.iis, PATENT ASSIGNMENT AND LiceNnsES § 413 (2d ed. 1943). 

® GALBRAITH, AMERICAN CAPITALISM (1952); Adelman, Effective Competi- 
tion and the Antitrust Laws, 61 Harv. L. Rev. 1289 (1948). 

10 Henderson & Henderson, Patent License and the Antitrust Laws, 24 
Nepr. L. Rev. 225 (1945). 

11 E.g., International Salt Co. v. United States, 332 U.S. 392 (1947); Mer- 
coid Corp. v. Minneapolis-Honeywell Co., 320 U.S. 680 (1944); Mercoid 
agg v. Mid-Continent Investment Co., 320 U.S. 661 (1944) ;_ B. B. Chemical 

Ellis, 314 U.S. 495 (1942); Morton Salt Co. v. Suppiger Co., 314 
ue S. “98 (1942) ; Ethyl Gasoline Corp. v. United States, 309 U.S. 436 ( 1940) ; : 
5 
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application in a brief for the United States, as amicus curiae.* The 
Court said, 


We hold that in licensing the use of patents to one engaged in 
a related enterprise, it is not per se a misuse of patents to measure 
the consideration by a percentage of the licensee’s sales.** 


The allegation of refusal to deal was raised in the licensee’s informal 
affidavits supporting a counter motion for summary judgment. Hazel- 
tine was charged with refusing to grant a license under any one or 
more of its patents to anyone who refused to take a license under all. 
While the Court applied the Paramount case as condemning schemes 


conditioning the granting of a license under one patent upon 
the acceptance of another and different license’ 


it considered the affidavit insufficient to support the defense. 

The licensee further contended that, notwithstanding its express 
estoppel, it might challenge the validity of the licensed patents to 
establish invalidity of the license or failure of consideration. As the 
Court found neither the licensing agreement nor the practices under 
it to be a misuse or contrary to public policy, the Katzinger and Mac- 
Gregor cases were held inapplicable and the licensee estopped to chal- 
lenge validity. 

The dissent of Mr. Justice Douglas and Mr. Justice Black urged 
that the “inevitable” result of the royalty provision was that the pat- 
entee received royalties on unpatented products, noting somewhat 
contradictorily the actual result that the licensee used at most ten 
patents. Because of this “attachment” of a patent to an unpatented 
article, the dissent further urged that the licensee be allowed to chal- 
lenge the validity of the patents. Of most significance to the prac- 
tice here in concern, the dissent observed the effect of upholding the 


Leitch Mfg. Co. v. Barber Co., 302 U. S. 458 (1938); International Business 
Machines Corp. v. United States, 298 U.S. 131 (1936); Carbice Corp. v. 
American Patents Development Corp., 283 U.S. 27 (1931); United Shoe 
Machinery Corp. v. United States, 258 U.S. 451 (1922); Motion Picture Pa- 
tents Co. v. Universal Film Mfg. Co., 243 U.S. 502 (1917); National Lock- 
washer Co. v. Garrett Co., 137 F. 2d 255 (3d Cir. 1943); Radio Corp. of 
America vy. Lord, 28 F.2d 257 (3d Cir. 1928). 


12 The brief urged the Court to hold the royalty provision illegal per se 
as a toll on unpatented goods because it bore no relation to the use of the 
patents and, as a fixed percentage overhead, discouraged production under any 
other patent license. The brief recommended abolishment of licensee estoppel, 
noting that the low royalty rate reduced any compulsion to contest validity, 
as did uncertainty as to how many patents need be challenged. 


13 Automatic Radio Mfg. Co. v. Hazeltine Research, Inc., 339 U.S. 827, 834 
(1950) ; 18 Geo. Wasu. L. Rev. 574, 17 Brooxtyn L. Rev. 155. 


14 Jd. at 831. 
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estoppel rule when the licensor refuses to deal in less than the whole 
package of patents. 


One who wants the use of one patent may have to take hun- 
dreds. The whole package may contain many patents that have 
been foisted on the public. No other person than the licensee 
will be interested enough to challenge them. He alone will be apt 
to see and understand the basis of their illegality. 


* * * 
Ridding the public of stale or specious patents is one way of 
serving the end of the progress of science.*® 

Some answer to this contention is found in the circuit court’s dis- 
cussion of the practical difficulties which abandonment of the estoppel 
rule would wreak in the case of a package license.*® Its inquiry of 
how many of Hazeltine’s patents need be proved invalid to relieve the 
licensee of royalty obligations was left unanswered. 

In understanding the significance of the Court’s decision, note 
should be taken that Hazeltine did not manufacture under its own 
patents. Further, its standard nonexclusive package licensing pro- 
gram was never shown to have any ill effect upon the competitive 
economy or the rate of innovations in the radio industry. This deci- 
sion, then, may provide a model of a workable licensing program, at 
least if the practice of refusing to deal in less than the package is 
avoided. The effects of a refusal to deal, an estoppel clause, and a 
grant back provision deserve individualized consideration, as each has 
separate recognition in the case law. 


IV 
REFUSAL TO DEAL, 


A refusal to deal in less than a standard package patent license has 
apparently been condemned in the above quoted dicta of the Hazeltine 
case. Reliance was there placed upon the holding of the Paramount 
case in regard to copyright “block-booking.” Again in the copyright 
field the package licensing practices of the American Society of Com- 
posers, Authors and Publishers (hereinafter designated ASCAP) 
have been condemned.** An initial look at the development and ap- 
plicability of a refusal to deal doctrine in the patent laws seems a 


15 Td. at 840. 


16 Automatic Radio Mfg. Co. v. Hazeltine Research, Inc., 176 F.2d 799 (1st 
Cir. 1949), 34 Minn. L. Rev. 479. 


17 United States v. Am. Soc’y of Composers, Authors and Publishers, CCH 
1950-1951 Trape Cases § 62,595 (S.D.N.Y. 1950); Alden-Rochelle, Inc., v. 


ND) oc’y of Composers, Authors and Publishers, 80 F. Supp. 888 (S.D.N.Y. 
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prerequisite to consideration of these perhaps analogous copyright 
practices. By this course the aptness of the analogy and the corre- 
spondence of problems as to patents and copyrights may better be 
measured. 

An early case in which a licensee raised the defense of unclean 
hands based on a refusal to license one patent without a blanket 
license covering 16 other patents is Sbicca-Del Mac v. Milius Shoe 
Co.* The contract by which the holding company licensor obtained 
the 17 patents provided that it was to grant to all responsible manu- 
facturers licenses “of the contract patents or any of them.” (Italics 
supplied by the court.) The license accepted by the defendant licen- 
see recited that the licensee desired to utilize the inventions covered 
by all of the patents. As this unopposed evidence clearly contra- 
dicted the contention, the defense of unclean hands was found to be 
unsupported. 

In Judge Rifkind’s decision in the National Lead case*® the gen- 
eral rule of the Paper Bag case*® that a patent owner may license 
whom he will or refuse to license was noted. But here a conspiracy 
to allocate territories and create an international cartel in the licensed 
field of titanium compounds colored the license conditions. Accord- 
ingly, it was held that where there is a refusal to license, simply or 
on specified conditions which would extend the patent monopoly, and 


it is the product of an agreement between owners of competing pat- 
ents, the law is violated just as in the trade boycott cases.”* 

In a second case*”* involving the Hazeltine package licensing pro- 
gram, the New York Supreme Court held: 


If, as claimed by defendant, the licensor refused to grant the 
license here involved unless it included all patents of the licensor, 
the resulting agreement violates the public policy of the United 
States in relation to patents. The covenant to pay royalties in 
such case is bound inextricably with the violation of public policy 
and thereby becomes unenforcible. . . . I, therefore, hold the 
first defense sufficient. 


18 145 F.2d 389, 399 (8th Cir. 1944). 
19 United States v. National Lead Co., 63 F. Supp. 513, 524 (S.D.N.Y. 
1945), aff'd, 332 U.S. 319 (1947). 


— Paper Bag Co. v. Eastern Paper Bag Co., 210 U.S. 405 
). 


21 United States v. A. Schrader’s Sons, Inc., 252 U.S. 85 (1920); United 
States v. Colgate & Co., 250 U.S. 300 (1919); United States v. Waltham 
Watch Co., 47 F. Supp. 524, 531 (S.D.N.Y. 1942); cf. United States y. Ve- 
hicular Parking, Ltd., 74 F. Supp. 4 (D. Del. 1947). 


22 Hazeltine Research, Inc. v. DeWald Radio Corp., 194 Misc. 81, 84 N.Y.S. 
a. (Sup. Ct. 1948), rev’d., 276 App. Div. 1001, 95 N.Y.S.2d 772 (1st Dep’t 
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In reaching this conclusion, the doctrine of the Mercoid, Motion Pic- 
ture Patents, Katzinger, and Ethyl Gasoline cases ** was relied on as 
announcing the applicable public policy. 

This decision loses force, however, by reason of the subsequent 
appellate reversal on grounds that this defense was insufficient, citing 
the identity of the defense with that held insufficient in the Hazeltine 
case. Notably, however, the reversal was on failure of proof, not 
error of law. 

The question of refusal to deal was presented in Baker-Cammack 
Hosiery Mills v. Davis Co.,** a suit for infringement against an un- 
licensed hosiery mill operator. The defense was raised that the 
patent holder had refused to license less than all of its 15 patents on 
elastic top hosiery. Evidence showed that the patent holder had modi- 
fied its offer to license following the Paramount case. It had elim- 
inated the requirement that a licensee must accept a license under all 
of the patents and instead offered patents in suitable groups of two. 
It further made a modified general offer to negotiate uniform licenses 
for any type of elastic top hosiery under the appropriate one or more 
of its patents. The court observed that the defendants likened the 
patent holder’s offer, even as modified, to the compulsory block-book- 
ing condemned in the Paramount case. Ruling only on the modified 
offer to license, it found: 


Such a general offer was held sufficient in Sbicca-Del Mac v. 
Milius Shoe Co., 8 Cir., 145 F. 2d 389, to disprove the charge 
that a prospective licensee must accept a blanket license covering 
a number of patents and could not obtain a license under a 
single patent.?° 

The court declined to indicate what its ruling would have been had 
the patent holder persisted in requiring that its licenses extend to all 
15 related patents. 

In none of these cases has a court decided upon sufficient evidence 
that a refusal to deal in other than a package patent license is a mis- 
use that will support a per se defense to an infringement or royalty 
suit. The dicta are sufficiently strong, on the other hand, to be per- 
suasive that the practice of dealing exclusively in package licenses 
should be avoided unless strongly justified by reason and circum- 
stance.”® As these dicta stem largely from an analogy drawn to copy- 


23 Mercoid Corp. v. Mid-Continent Investment Co., 320 U.S. 661 (1944) ; 
Motion Picture Patents Co. v. Universal Film Mfg. Co., 243 U.S. 502 (1917); 
Katzinger Co. v. Chicago Metallic Mfg. Co., 329 U.S. 394 (1947) ; Ethyl 
Gasoline Corp. v. United States, 309 U.S. 436 (1940). 

24181 — 569 (4th Cir. 1950), cert. denied, 340 U.S. 824 (1950). 

25 Td. at a 

26 Wood & Johnson, Patents and the Antitrust Laws, 1950 U. Itt. L. Forum 
544, 560. 
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right licensing practices condemned in the Paramount case, the source 
and propriety of the analogy deserve attention. 


Vv 
CopyricHt LICENSING 


In the Hazeltine case the Paramount decision is interpreted as 
applying the rule that one cannot lawfully condition the granting of 
a license on one patent upon the acceptance of another and different 
license. The analogy upon which this dictum is founded warrants 
close scrutiny, 

The practice in the Paramount case was to license copyrighted 
films only in blocks or packages to theaters prior to their production. 
Bids for exhibition rights on single films were thus forestalled. In 
this manner the market value of undesired films was artificially en- 
hanced by their being tied to the desired films, in violation of the rule 
of the “Tie-in” cases. The practical detriment to competition arising 
from “block-booking” appears to be the boosted price paid for exhi- 
bition rights. 

In a private suit under the antitrust laws against ASCAP ”’, the 
package licensing of performance rights in roughly a million musical 
compositions on a yearly basis was scrutinized. The court noted that 
the theaters which required licenses would be faced with an impos- 
sible burden if, instead of taking package licenses covering all the 
ASCAP musical pieces synchronized with films exhibited in a year, 
they were required to take “per piece” licenses. ASCAP would have 
to grant each theater about 64 such licenses each week and, for such 
services, would have to charge many times its standard yearly pack- 
age rate. Broadly, a solution to this problem was found in requiring 
ASCAP to deal with the film producers.2* Where a problem of such 
proportions faces a patent licensor, no such ready solution is appar- 
ent.?® 


VI 
CopyRIGHT AND PATENT LICENSING RESOLVED 


In these copyright licensing situations, the practical objection to 
the blanket or package dealing practices is that the overwhelming 
bargaining power of the licensor permits a setting of the royalty rate 


27 Alden-Rochelle, Inc. v. Am. Soc’y of Composers, Authors and Publishers, 
80 F. Supp. 888 (S.D.N.Y. 1948). 

28 Jd. at 893; GaLprairH, AMERICAN CapirauisM (1952) (The remedy 
provides countervailing power to equalize licensor-licensee bargaining positions). 

2° Radio Corporation of America is understood to package license some 9900 
patents under its A-1 home receiver license. See record on New York Grand 
Jury Subpoena Duces Tecum, Form No. 68, (S.D.N.Y. May 12, 1952) before 
Judge Knox for such large package licensing practices. 
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higher for the package than could be commanded on a per copyright 
basis. The undesired rights of use may be passed off at an artificially 
enhanced value. For this evil to exist, however, requires the dom- 
inance of the licensor with respect to its licensee. ASCAP, for ex- 
ample, attempted to raise its license fees in 1947 as much as from 
200 per cent to 1500 per cent in dealing with over 17,000 motion pic- 
ture theaters. And ASCAP was established to be a monopoly in the 
relevant industry of licensing copyrighted music for use in motion pic- 
tures. 

A different situation usually exists in the case of package patent 
licensing. As in the Hazeltine case, the licensor often counts among 
its licensees a patent holder of at least equal dominance and bargain- 
ing power. Thus Hazeltine licensed the General Electric Company, 
the Westinghouse Electric Corporation, and the Radio Corporation 
of America. It may reasonably be inferred that its standard pack- 
age licensing rate of 1.05 per cent was established in negotiation with 
these licensees, rather than with licensees of lesser stature. The fair 
market value of the desired patents in the package license is not con- 
ceivably enhanced in such a situation by dealing only in the package, 
but, absent conspiracy, will find its low mark. 

Even where patent dominance of the licensor is evident, the com- 
plexity of patents in comparison with copyrights adds good reason 
for allowing the licensor to refuse to deal in other than standard 
package licenses. The determination of which patents cover the pres- 
ent and prospective needs of the licensee is expensive and uncertain. 
Failure to include a patent may result in costly litigation. In the 
greater likelihood of invalidity in patents than in copyright lies the 
possibility that the prospective licensee can bargain his right to chal- 
lenge the validity of needed patents against the dominant licensor’s 
royalty settlement. These differences are persuasive at least that 
licensing conditioned on acceptance of a package of patents should 
not constitute a defense to infringement and royalty suits, as inher- 
ently illegal under the antitrust laws.*° A more difficult question 
is presented where such licensing is viewed as contrary to the public 
policy of the patent laws.** 

A counter argument in the case of both copyrights and patents 
raises the charge of royalty discrimination against the licensee who 
requires but a fraction of the package. Where a patent package roy- 

30 See Keifer-Stewart Co. v. Joseph E. Seagram & Sons, Inc., 340 U.S. 
211, 214 (1951); Bruce’s Juices v. American Can Co., 330 U.S. 743, 755 
(1947); Alfred Bell & Co. v. Catalda Fine Arts, Inc., 191 F.2d 99, 106 (2d 
Cir. 1951); Turner Glass Corp. v. Hartford-Empire Co., 173 F.2d 49 (7th 
Cir. 1949) ; Lockhart, Violation of the Anti-trust Laws as a Defense in Civil 


Actions, 31 Minn L. Rev. 507 (1947). 
31 See Kobe, Inc. v. Dempsey Pump Co., 94 U.S.P.Q. 43 (10th Cir. 1952). 
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alty rate might be reasonable for a “full line” manufacturer, it be- 
comes unduly high for the licensee needing one or a few of the pat- 
ents. In partial answer, a licensor would do well to adopt a standard 
package licensing program for those engaged in a given line of com- 
merce, as did the licensor in the Hazeltine case for manufacturers of 
home radio equipment. A percentage royalty rate may be expected 
to equalize the burden of those in the given line or at least provide 
equal opportunities, while an individualized licensing program would 
accommodate those in diverse lines of commerce. Such accommoda- 
tion of various type licensees appears to provide sound basis for a 
licensing program within the workability standard. 

The doctrine of the “Tie-in” cases would seem not to apply to the 
package licensing practice provided the patents included in the pack- 
age are reasonably suited to the needs of those engaged in the speci- 
fied line of commerce. Conditioning the grant of a license upon this 
type of homogeneous package can be likened to the necessary grant- 
ing of a license under all patents covering a given product or process, 
as in the Transparent-Wrap case. A package license may thus be a 
reasonable device to warrant the licensee’s right to manufacture and 
sell under all the licensor’s patents. 

Inclusion of patents in the package irrelevant to the use for which 
it is licensed properly destroys such justifications, and subjects the 
licensing practice to the condemnation of the Paramount and “Tie-in” 
cases. The licensing of suck irrelevant patents cannot be considered 
ancillary to the main lawful purpose of licensing a use in the field of 
the relevant patents.*? 

Nor should a refusal to deal be permissible in the guise of royalty 
discrimination, unless justified by true cost differences. As in the 
ASCAP practice, the negotiation of individualized licenses may en- 
tail such high service costs for technical and legal services as to war- 
rant a higher royalty for fewer patents. An effectual refusal to deal 
in less than a package in that instance should be viewed as justified. 

The test of whether the refusal to deal may or may not be lawful 
under the reasonable reward doctrine ** should depend upon the 
question: is the refusal to deal justified either by true cost difference, 
or by the appropriateness of the entire patent package to the licensee’s 
line of commerce? ** If the answer is in the affirmative, the royalties 
exacted of the licensee will be proportioned to the value of the li- 


32 United States v. National Lead Co., 63 F. Supp. 513, 524 (S.D.N.Y. 1945). 
— Radio Co. v. Hazeltine Research, Inc., 339 U.S. 827, 833 
( , 

34 See United States v. Columbia Steel Co., 334 U.S. 495 (1948); United 


States v. Paramount Pictures, Inc., 334 U.S. 131 (1948) (line of commerce 
judicially defined). 
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cense.*® If the refusal is unjustified, a defense of illegality to a li- 
cense contract suit or of unclean hands to an infringement suit should 
be sustained. The prospective licensee will not, however, be able to 
compel the grant of a license under less than the patent package,** 


unless such a granting has been ordered against the licensor in a 
successful antitrust suit.37 


VII 


LICENSEE EsToPpPEL 


After finding no showing that the license agreement or the prac- 
tices under it were contrary to public policy, the Court in the Hazel- 
tine case upheld the general rule of licensee estoppel as applied to 
license suits brought by a patent package licensor. The package licens- 
ing practice was not in itself sufficient to open the licensed patents to 
a challenge of validity. Justice Douglas’ dissent, in the portion quoted 
above, warns of the danger of licensee estoppel when coupled with a 
refusal to deal in less than a patent package. Whether removal of 
the estoppel doctrine upon proof of a refusal will promote a workable 
patent system is discussed below. 

That a license is accepted raises the inference that at least some of 
the needed patents are valid, and that an infringement suit could not 
sucessfully be defended. If the royalty rate for the package is reason- 
able as to the valid needed patents, the licensee will receive the use 
of the unneeded and any invalid patents without added burden to 
itself or the public. There will be neither service nor disservice to 
the public interest in relieving the toll of invalid patents. The licensor 
offering the reasonable royalty rate will, on the other hand, be encour- 
aged to license in the knowledge that a suit to recover royalties due 
will not be protracted by a validity contest. If our test of a justified 
refusal to deal affirms the licensor’s practice, the risk that invalid 
licensed patents will increase the toll is clearly outweighed by the 
utility of encouraging extensive licensing under the estoppel doctrine. 

An unjustified refusal to deal in the prospective licensee’s selec- 
tion of patents or any number less than the package may serve to 
foist upon a licensee an onerous royalty rate attached to products, 
some of which may be covered only by invalid patents of the licensor. 
Thus, where a licensee manufactures products in a line of commerce 
to which a patent or more, but not the entire patent package, is 
appropriate, and certain of the products are covered only by invalid 


35 See United States v. Imperial Chemical Industries, 100 F. Supp. 504, 548 
(S.D.N.Y. 1951). 


36 F.A.D. Andrea, Inc. v. Radio Corp. of America, 14 F. Supp. 226 (D. Del. 
1946), aff'd, 88 F.2d 474 (3d Cir. 1937); 46 Yare L. J. 1402 (1937). 
37 United States v. Vehicular Parking, Ltd., 74 F. Supp. 4 (D. Del. 1947). 
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patents of the package, the licensee should be able to show a failure 
of consideration as to those products after accepting a package li- 
cense, lest the licensor exact fruits from its unjustified refusal to 
deal. Such a modification of the estoppel doctrine would have the 
salutory effect of discouraging unjustified refusals and attachment of 
royalties to products subject only to invalid patents by operation of 
the refusal. 

Thus, where the refusal to deal is justified, the estoppel doctrine 
works no practical injury to licensee or public, and serves to encour- 
age licensing. Where the refusal to deal is unjustified, the licensee 
should not be estopped to challenge validity of any of the licensor’s 
patents to show further the unreasonable character of the refusal to 
deal and to serve the public interest in invalidation while bettering 
the licensee’s position for renegotiation of a license. 

If an unjustified refusal to deal is contrary to public policy, as 
here submitted, the Katzinger and MacGregor cases provide a basis 
in law for reaching this exception to the general rule of licensee 
estoppel. On their face these cases may be limited to a voidance of 
estoppel where invalidity of the patents makes illegal a price fixing 
agreement. Their declaration of public policy, however, has been 
extended wherever the licensing practice is lawful only if the patents 
are valid.** If patents which a licensee was required to take by rea- 
son of an unjustified refusal are indeed invalid, the unjustified refusal 
is certainly without the lawful bounds of the patent monopoly. The 
package licensing in this instance operates just as would a covenant 
admitting validity of patents not even licensed,*® and should similarly 
void a raising of estoppel. 

The question must be left open as to how many patents of a package 
need be invalidated to prove a license limitation invalid. Judge 
Magruder in the Hazeltine case*® suggested as four alternatives of 
proof: (1) that each and every one of the licensed patents was in- 
valid, (2) that any one of the patents was invalid,*? (3) that a sub- 
stantial number of the patents were invalid, and (4) that the more 
important patents which the parties agreed were the substance of 
the agreement were invalid.*? This unresolved question merely ac- 
centuates the practical difficulty of allowing a validity contest in a 
royalty suit on a package license, and suggests that exception be made 


38 See United States v. United Sates Suen Co., 333 U.S. 364, 387 (1948). 
39 Pope v. Gormully, 144 U.S. 224 (1892); Philadelphia Creamery Supply 
Co. v. Davis & Ranking Bldg. & ths Co., 77 Fed. 879, 881 (C.C.N.D. Ill. 


1896). 

40176 F.2d 799 (ist Cir. 1949). 

41 See Aerated Products Co. v. Aeration Processes, Inc., 95 F. Supp. 23 
(S.D. Calif. 1951) (one insufficient). 

42 See note 22 supra. 
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to the estoppel rule in package licensing cases only where clearly in 
the public interest.* 

If the patent system is to remain an effective inducement to prod- 
uct and process innovation, inducements to license should be destroyed 
only by a most dominant contrary public interest. As noted by Judge 
Frank, the estoppel doctrine provides one of the principal motives for 
a license grant.** Elimination of estoppel can be recommended only 
for unjustified refusals to deal, then, and should find no basis when 
the refusal is justified. 


VIII 
GRANT BAcK 


The underlying problem encountered in the package licensing 
practice is that the patent portfolio may give the licensor such 
leverage as to extend and continue a dominant position in an industry 
beyond what an individualized licensing program would yield. Thus, 
a refusal to deal coupled with licensee estoppel protects the entire 
package from validity attacks, especially if the package is licensed 
extensively throughout an industry. Even more does a grant back 
provision in a package license operate to preserve or produce patent 
dominance of the license holder. By this device the licensor usually 
receives a license or assignment of any patent acquired by the licensee 
which is an improvement on the products or processes licensed. With 
package licensing, the patents so frequently are the key to survival 
in the line of commerce to which they pertain that a grant back of 
improvement patents can be demanded of licensees as the price of their 
survival. The package then becomes augmented by a self-perpetuat- 
ing process to the great advantage of the licensor. 

These problems raised by grant back covenants were considered 
in the Transparent-Wrap case,*° which involved a package of patents 
covering the “Transwrap” machine licensed exclusively to a single 
manufacturer. The covenant was held by the Court, in a five to 
four decision, not void as per se illegal where the exclusive licensee 
sought to resist assignment of an improvement patent to the licensor. 
The opinion of Justice Douglas relied on the absence of any limita- 
tion in the patent assignment statute*® as to the character of the con- 


43 See Bucky v. Sebo, 199 Misc. 55, 102 N.Y.S. 2d 522 (N.Y. Sup. Ct. 1951) 

(limiting exceptions to estoppel rule to price fixing cases). 

1943)" Nachman Spring-Filled Corp. v. Kay Mfg. Co., 139 F.2d 781 (2d Cir. 
45 Transparent-Wrap Machine Corp. v. Stokes & — Co., 329 U.S. 

(1947), on remand, 161 F.2d 565 (2d Cir. 1947), 47 Cov. L Rev. 321 Goa), 

21 So. Cauir. L. Rev. 285 (1948), 59 Harv. L. Rev. 996 (1946) (on reversed 

appellate opinion) 

46 Rev. Star. § 4898 (1875), 35 U.S.C. §47 (Supp. 1952). 
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sideration covenanted and the absence of any creation of monopoly 
over articles of commerce beyond that lawfully created in the li- 
censed and improvement patents. The “Tie-in” cases were found in- 
applicable, as they require control of articles under the general law. 
The Court left open on remand the question of presence of an anti- 
trust violation toward which the grant back condition was contribu- 
tory. 

In applying this case to the usual nonexclusive package licensing 
practice, note must be taken that only one type of packaging machine 
and licensee were here affected by the condition. The exclusive 
license gave the licensee the use of its own improvement patent with- 
out additional royalty except as the patent might perpetuate the term 
of the license. Such perpetuation might result from acquisition of an 
improvement patent in any manner by the licensor. 

A grant back covenant in nonexclusive licenses has the very de- 
sirable effect of freeing the art and dispersing the use of improvement 
patents, generally, to all the licensees.47 This advantageous result, 
just as with the practical results of the Transparent-Wrap practice, 
is strongly persuasive that grant backs are predominantly in the pub- 
lic interest. In the terms of Justice Douglas, so long as the fruits 
of invention of an entire industry are not funneled into the hands 
of the licensor and an antitrust violation is absent, conditioning 


a license upon the assignment of improvement patents is not per se 
illegal. But a longer look must be taken at the negative effects of 
the condition in nonexclusive licenses. 


First, the incentive to improve the product is diminished where the 
nonexclusive licensee can obtain no differential advantage through 
improvement patents over its fellow licensees. Regardless of im- 
provement patents, however, the innovating licensee will secure tem- 
porary advantages in prior know-how and tooling, which in many in- 
dustries has great commercial importance. The incentive to improve 
is not, then, entirely destroyed by a grant back covenant. 

Second, assignment back to the licensor of improvement patents 
perpetuates the life of the patent package. This is countered by the 
usual package license provision of a definite term of years. Fre- 
quently, too, a nonexclusive license with right to sub-license improve- 
ments is taken rather than an assignment, and such license back ter- 
minates with the principal license. Nonetheless, license renewals or 
extensions may be based on improvement patents and the licensor’s 
reward augmented. Yet the mere increase of reward, if based on 
valid patent rights, cannot be viewed as contrary to public policy but 


47 See United States v. Line Material Co., 333 U.S. 287 (1948). 
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instead a result of the uncertain value of patent rights and may be 
the licensor’s reasonable reward. 

Third, the grant back provision may contribute to an antitrust 
violation, especially in package licenses. Characteristically the viola- 
tion is of Section 2 of the Sherman Antitrust Act** inasmuch as 
acquisition of rights in improvement patents directly contributes to 
monopoly power but only indirectly makes possible a restraint of 
trade. Clearly the patent holdings of the violator must appreciably 
contribute to the monopoly power if elimination of a grant back pro- 
vision is properly to be decreed. Regardless of dominance of an 
industry by a licensor, it is important that the best technology be 
generally available, and the influence of a grant back here must be 
weighed against its effect upon monopolization. The likelihood that 
the licensor’s own research organization will maintain a dominant pa- 
tent position weighs against the grant back condition. However, it 
must be observed that a grant back condition has uncertain poten- 
tialities such that it is rendered of no importance in the proof of a 
violation. Only in the remedial considerations of an antitrust viola- 
tion has a grant back received attention.*® 


IX 


CoNCLUSIONS 


The licensing of patents in packages offers a commendable economy 
and is per se lawful, but the attendant risk of patent dominance recom- 
mends a circumscription of at least two of the three package licensing 
practices to conform with our assumed standards. 

The practice of refusing to deal in less than the patent package 
may be justified by true cost differences resulting in a lower royalty 
for the package than for individually negotiated licenses of a fraction 
of the package. It may also be justified by the appropriateness of the 
entire package to the licensee’s line of commerce, such that the terms 
exacted of the licensee will be proportioned to the value of the license. 
But an unjustified refusal should provide a defense to both a suit 
for royalties and for infringement, although the patent holder may not 
be legally compelled to deal in less than the package. 


48 26 Stat. 209, 210 (1890), 15 U.S.C. §§ 1-7 (1946). 

49 Compare Hartford-Empire Co. v. United States, 323 U.S. 386, 417, on 
rehearing, 324 U.S. 570, 574 (1945); United States v. Imperial Chemical 
Industries, 105 F. Supp. 215 (S.D.N.Y. 1952); United States v. Aluminum 
Co. of America, 91 F. Supp. 333, 410 (S.D.N.Y. 1950), 51 Con. L. Rev. 238 
(1951) ; United States v. General Electric Co., 80 F. Supp. 989, 1005 (S.D.N.Y. 
1948) ; United States v. General Electric Co., 82 F. Supp. 753 (D.N.J. 1949) ;. 
with United States v. American Bosch Corp., CCH Trane Rec. Serv. { 52,888 
(S.D.N.Y. 1942); United States v. General Electric Co, CCH Trape Rec. 
Serv. 52,777 (D.N.J. 1952). 
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The general rule of licensee estoppel is appropriate to package 
licensing, especially for practical reasons. Where, however, the 
licensor unjustifiedly refuses to deal in less than the package, the 
licensee should not be estopped to attack validity of patents in the 
package. 

Like a refusal to deal and estoppel, a grant back covenant tends 
toward monopolization through accumulation of patents and the 
leverage thus afforded in commodity markets. Judicial considera- 
tion of a grant back should be limited, however, to remedial anti- 
trust litigation, as the practice cannot be considered per se unlawful. 
The utility of a grant back in freeing the patented art, even when 
incorporated in a package license, generally outweighs the risk 
of injury to the incentive of the licensee to invent, unless the grant 
back is an integral part of a program of monopolization as determined 
in antitrust litigation. 

These patent practices, generally to be approved, are gaining in- 
creasing importance since each affects the extent to which a large 
collection of patents may have a self-perpetuating tendency favoring 
patent dominance of the licensor. In an era when the pace of signifi- 
cant innovations is increasing and adaptability is the watchword, 
there is a special danger in self-perpetuation of patent control. Cir- 
cumscription of practices under package licensing may well be de- 
sirable in the manner proposed. 

WILLIAM R. SHERMAN. 


DOUBLE PATENTING OF CHEMICAL INVENTIONS 


That two patents cannot issue to the same inventor for a single 
invention was firmly established more than fifty years ago in the case 
of Miller v. Eagle Mfg. Co.. Nevertheless, the subject of double 
patenting has been since that time and is at present a prolific source 
of litigation, and the cases are often in conflict as to what constitutes 
double patenting. Particularly in the chemical arts the doctrine has 
often been applied in recent years. The primary purpose of this 
article is to investigate trends in the law indicated by recent cases. 

Most important inventions are the result of continued research 
rather than a single inspiration. Since the patent laws encourage the 
inventor to file at the earliest date possible,? the inventor generally 

1151 U. S. 186 (1894). Actually it appears that double patenting was pro- 


Siw See for example The Corn Planter Patent, 23 Wall. 181 (U. 

2 Rev. Strat. § 4886 (1875), 35 U. S.C. § 31 (1946), deprives an inventor of 
a right to a patent if his invention is in public use or on sale in the United 
States more than one year prior to filing a patent application. Early filing is 
strongly encouraged in highly competitive fields by interference rules, which 
place a difficult and often insurmountable burden of proof on junior parties in 
chemical cases. Note, 19 Geo. Wasu. L. Rev. 201 (1950). 
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files an application on the basic invention while research is in an early 
stage and later files applications for improvements as they are made. 

Double patenting does not pose any serious threat to securing ade- 
quate patent protection in the mechanical arts. Although the same 
rules in regard to double patenting apply in both chemical and me- 
chanical arts, the doctrine of double patenting presents a greater 
problem to the chemical patent owner because of restrictive doctrines 
peculiar to the chemical arts which limit the scope of claims obtain- 
able. The inventor in the mechanical arts may secure broad claims 
for his invention, with no limitations except that they must be defi- 
nite and must define invention over the prior art. The fact that the 
claim embraces things not known when the patent issues does not 
invalidate it.* A mechanical inventor need not worry about getting 
a separate patent for each specific embodiment of or minor improve- 
ment on his basic invention, since his basic patent covers these. The 
doctrines of undue breadth and inoperative species limit the chemical 
inventor’s patent protection to the disclosure of the application. 
Under the former doctrine an inventor cannot receive or sustain 
claims embracing a chemical genus if he has disclosed only one or a 
few species in that genus.‘ The doctrine of inoperative species holds 
invalid any claim for a chemical process or composition of matter 
which includes a species inoperative for the purpose of the inven- 
tion.® Broad claims in the chemical arts can be obtained only if a 
number of specific examples are disclosed. This of course requires a 
good deal of research and much time. As before noted, it is advisable 
for the inventor to file at an early date. The claims obtainable in 
the application filed early in a research project will probably be nar- 
rower than the real invention. The inventor is then faced with a 
dilemma: Should he take out a patent on the first application when 
it is allowed, and, on the ground of double patenting, run the risk of 
rejection of the improvements and additional species claimed in the 
later applications, or should he abandon the allowed case in favor of 
a continuation-in-part in which broader claims can be obtained ? 

Most of the appeals to the Court of Customs and Patent Appeals 
and the Patent Office Board of Appeals from rejections on double 
patenting in the last few years have been in chemical cases. No 
significant new doctrines have emerged in the recent cases, although 
probably a few rules from earlier years favoring the patentee have 
been laid to rest. 


3 Sanitary Refrigerator Co. v. Winters, 280 U. S. 30 (1929). 
A. Hunt Co. v. Mallinckrodt Chemical Works, 177 F. 2d 583 (2d 


5 Graver Tank & Mfg. Co. v. Linde Air Products Co., 336 U. S. 271 (1949). 
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I 
Two PATENTS TO SAME INVENTOR 


In view of the fact that the existence of double patenting is a ques- 
tion which must be determined in each case on its own particular 
facts,® it is not surprising that there is lack of uniformity in the doc- 
trines announced in the various cases. A few general rules can be 
given, but cases can be found which are inconsistent with any gen- 
eral rule. These rules can be briefly summarized as follows: Two 
patents for the same invention cannot be granted, either to the same 
or to different parties.’ The subject matter claimed in the later patent 
must be distinct from that claimed in the earlier patent. If the claims 
of the two patents overlap and the later patent differs from the earlier 
in scope only, it is void, except that an earlier filed but later issued 
genus patent is not necessarily invalidated by issuance of an interven- 
ing species patent.* Mutual exclusiveness of claimed subject matter 
is not sufficient to sustain two patents where the claims of the second 
do not represent an invention over the claims of the first. The claims 
of a patent may be combined with prior art to negative invention in a 
different application by the same inventor.’® A further exception has 
been recognized in at least one case where a generic invention was 
claimed in one patent and a specific embodiment of that invention in 
another. The overwhelming weight of authority is, however, that 
two patents are not permitted under such circumstances.** 


II 
PATENTS WITH OVERLAPPING CLAIMS 


Miller v. Eagle Mfg. Co.** clearly announced that two patents 
differing only in scope could not be sustained, stating, 


. no patent can issue for an invention actually covered by 
a former patent, especially to the same patentee, although the 


316 (1 "  eplamarmeat 39 C.C.P.A. (Patents) 809, 194 F.2d 108, 92 U.S.P.Q. 

7 Two patents are sometimes so issued when, after one patent issues, its 
claims are presented in the application of another, and such applicant prevails 
in an interference. This in effect pron the claims of the first patent. 

8 Miller v. Eagle Mfg. Co., supra note 
we tsae 28 C.C.P.A. (Patents) 1329, 121 F.2d 527, 50 U.S.P.Q. 
1988) re Asseff, 36 C.C.P.A. (Patents) 867, 173 F.2d 253, 81 U.S.P.Q. 112 
x Badische Anilin & Soda Fabrik v. Klipstein Co., 125 Fed. 543 (C.C.S.D. 

-Y. 1903). 

12 Miller v. Eagle Mfg. Co., supra note 1; Union Typewriter Co. v. Smith 
Typewriter Co., 181 Fed. 966 (3d Cir. 1910); Morse Chain Co. v. Link Belt 
Mach. Co., 164 Fed. 331 (7th Cir. 1908); In re Asseff, supra note 10; In re 
Doll, 36 C.C.P.A. (Patents) 1140, 175 F.2d 583, 82 U.S.P.Q. 188 (1949). 

13 Supra note 1. 





EDITORIAL NOTES 79 


terms of the claims may differ; that the second patent, although 
containing a broader claim, more generical in its character than 
the specific claims contained in the first patent, is also void; but 
that where the second patent covers matter described in the prior 
patent, essentially distinct and separable from the invention cov- 
ered thereby and claims made thereunder, its validity may be sus- 
tained. 

In the last class of cases it must distinctly appear that the 
invention covered by the later patent was a separable invention, 
distinctly different and independent from that covered by the first 
patent ; in other words, it must be something substantially differ- 
ent from that comprehended in the first patent. It must consist 
in something more than a mere distinction of the breadth or 
scope of the claims of each patent. If the case comes within the 


first or second of the above classes, the second patent is abso- 
lutely void. 


The situation presented in that case was an extreme instance of 
double patenting, since the two patents had identical disclosures and 
claims to the same device. The claims in the second patent were 
broader than those in the first, and the second patent was held void. 
The Miller case struck down an obvious attempt to prolong a patent 
monopoly beyond the statutory period, and firmly established the doc- 
trine of double patenting. 

The doctrine of the Miller case was applied in Union Typewriter 
Co. v. L. C. Smith & Bros. Typewriter Co.* The court held invalid 
claims so broad as to encompass an earlier patent to the same in- 
ventor. The two patents issued on copending applications, but the 
broad claims held void were not presented until three months after 
a patent issued on the earlier application. Whether this fact was of 
significance to the circuit court of appeals does not appear, but it 
apparently was immaterial to the trial court,** which commented, 


The truth is that there is no particular saving grace in co- 
pendency, independent and apart from other things. Otherwise, 
the filing of an application for a mere improvement, as here, 
before the earlier patent comes out, would allow anything to be 
brought into such application, by way of new and enlarged 
claims, that experience in the practice of the invention might 
suggest, which surely is not the law. 


In accord with the Union Typewriter case is Morse Chain Co. v. 

Link Belt Machinery Co.,* in which a broad claim in suit was nar- 

rowly construed so as not to dominate the invention claimed in an 

earlier patent to the same inventor. The court held that a patentee 

having a generic idea cannot secure a specific embodiment of that 
14 Supra note 12. 


15173 Fed. 288 (C.C.W.D. Pa. 1909). 
16 Supra note 12. 


6 
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idea in one patent and the generic idea in a later patent..7 Judge 
Hand in Vapor Car Heating Co. v. Gold Car Heating and Lighting 
Co.** expressed dissent with the Union Typewriter and Morse cases, 
stating, 


If the claims be different, and the applications be copending, 
it makes no difference in which of two applications the broader 
claims appear. . . . (citations omitted). Therefore the generic 
claims may issue last, unless they were for the first time intro- 
duced into the subsequent patent after the first has issued, when 
it has been held that they are void... .*° It is not clear when 
the generic claims were introduced into the later patent in Morse 
Chain Co. v. Link Belt Machinery Co. If before the specific pat- 
ent issued, with deference I should doubt its authority in the 
Second Circuit.”° 


That generic claims in one patent will be held invalid over specific 
claims in an earlier patent to the same inventor is established by 
Miller v. Eagle and the Morse and Union Typewriter cases. The 
Patent Office will reject generic claims embracing specific claims in a 
prior patent to the same inventor, even though the disclosure in 
the prior patent is too restricted to provide any basis for a generic 
claim. This is indicated by the recent cases of In re Asseff ** and Ex 
parte Frey,”* although there are cases by the Board of Appeals to the 
contrary.”® 


Cases in recent years indicate a trend toward refusal to permit 
generic and specific claims in different patents at all, whether the gen- 
eric claims are in the earlier or the later patent. Thus, if a patentee 
has secured generic claims in one patent, he cannot thereafter secure 


17 Their statement was as follows: “This is not a case in which a patentee, 
having first made application for a patent for a generic invention, has subse- 
quently applied for patents for specific improvements. This is a case in which 
a patentee, possessed of an alleged generic idea, elected to first apply for a spe- 
cific embodiment embracing the essential feature of the generic idea, .. . and 
later specifying such essential feature in another specific embodiment, claims 
that the generic idea growing out of such essential feature, belongs to the 
later, and not to the earlier patent. To allow this, it seems to us would be to 
make the second patent overlap the first, a result that involves the patentee in 
this dilemma, either that his second patent is not generic in the respect named, 
or that it is a double patenting.” 

18 206 Fed. 188 (S.D.N.Y. 1920), aff’d, 16 F.2d 194 (2d Cir. 1926). 

19 Citing Union Typewriter Co. v. Smith, supra note 12. 

20 Miller vy. Bridgeport Brass Co., 104 U.S. 350 (1881), established the doc- 
trine that anything disclosed but not claimed in a patent is dedicated to the 
public. An exception is that any disclosure claimed in a co-pending appli- 
cation at the time the first patent issues is not dedicated. Suffolk Co. v. Hay- 
den, 3 Wall. 315 (U.S. 1865). 

The decision in the Vapor case did not square with the views expressed in 
the opinion. The broad claims of the later patent were read narrowly so as 
not to include the earlier patent. The Vapor and Morse cases are in accord. 

21 Supra note 10. 

2290 U.S.P.Q. 383 (1946). 

23 Ex parte Hatch, 72 U.S.P.Q. 40 (1946). 
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claims to a species under that genus in another patent.** These cases 
cannot be reconciled with the rationale of Badische Anilin & Soda 
Fabrik v. V. A. Klipstein Co.,* although conceivably the Badische 
case is still applicable to its own particular facts, where both the gen- 
eric and the specific patents were issued on the same day. 

Probably the most unusual recent case is In re Muskat.?* The in- 
ventor sought claims which would dominate eight of his prior pat- 
ents, seven of which had issued more than a year before the applica- 
tion in suit was filed. Appellant contended that the case on appeal 
was a continuation-in-part of an application which in turn was a con- 
tinuation-in-part of an application filed before any of the applications 
which mateured into appellant’s eight patents. One of the eight pat- 
ents had a disclosure which would have supported the appealed claims. 
In denying the claims, the court unquestionably reached the correct 
result, but the reasoning was not entirely satisfactory. The Board of 
Appeals had stated that the parent case did not claim the same inven- 
tion as the appealed case, and that the first—continuation-in-part, 
while claiming the same invention, had claimed it so broadly as to be 
rejected on prior art; therefore the appealed claims had no basis in 
any prior application. The claims were then rejected on the ground 
of dedication by publication more than one year prior to filing of the 
appealed case. No opinion was expressed as to whether the claims 
were patentably distinct from all the claims in appellant’s eight pat- 
ents. While this case did not flatly hold that claims differing in 
scope only are patentably indistinct, it indicated no likelihood that 
such claims would be allowed in separate applications. 

In summary, an inventor cannot obtain in one patent any claims 
which completely dominate the invention claimed in another patent. 
There appears to be one exception to this rule. That is if the second 
patent is an improvement ”’ over the first. This exception was pointed 
out in Miller v. Eagle and again in Thomson-Houston Elec. Co. v. 
Elmira & H. Ry. Co.** The improvement in the latter case issued 
prior to the basic patent. In holding both patents valid, the court 
pointed out that an improvement patent differs from the basic patent 
in more than mere scope, and that it is immaterial whether the basic 
or the improvement patent issues first. 


24 In re Doll, supra note 12. 

25 Supra note 11. 

26 38 C.C.P.A. (Patents) 909, 187 F.2d 626, 89 U.S.P.Q. 142 (1951). 

27 An improvement is defined in 1 Roprnson on Patents §210 (1890), as 
“an addition to or alteration in some existing means which increases its effi- 
ciency without destroying its identity.” 

28 Thomson-Houston Elec. Co. v. Elmira & H. Ry. Co., 71 Fed. 396 (2d Cir. 
io: Thomson-Houston Elec. Co. v. Ohio Brass Co., 80 Fed. 712 (6th Cir. 
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A case holding an improvement patent valid despite an earlier pat- 
ent to the same inventor, having claims broad enough to cover the 
improvement without showing it, was Traitel Marble Co. v. Hunger- 
ford Brass Co.** Mere novelty was there held sufficient to sustain 
the improvement patent; the prevailing view today is that the claims 
of the improvement must represent invention over the claims of the 
basic patent.*° 

There is no sharp dividing line between the relationship of genus 
and species on the one hand and the relationship of basic patent and 
improvement on the other. Each case must be decided on its own 
facts; if the narrower patent represents an invention distinct from 
that in the broad patent, it is an improvement; but if both patents 
represent a single invention, the narrower is a species. Courts have 
often failed to distinguish the two relationships. Yet when the hold- 
ings of the cases are compared, it appears that where two patents or 
a patent and an application are related to each other as genus and 
species, courts will deny patentability of one over the other ;** if the 
relationship is that of basic patent and improvement, two patents may 
be sustained. 


III 
PaTteENTs WitTH No OVERLAPPING CLAIMS 


Where the claims of two patents are mutually exclusive, there can 
be no extension of monopoly beyond the period prescribed by law. 
Nevertheless double patenting may be held even if the inventions 
claimed in the two cases are separate and distinct. Overlap in the 
claimed subject matter is not the sine qua non of double patenting. 
If the difference in the claims in the two cases does not go beyond 
ordinary skill in the art, only one patent may be had.*? Prior art 
may be combined with the claims of one patent to show lack of pat- 
entable distinction between the patent claims and claims in another 
application or patent to the same inventor.** 

At first glance it would appear that the doctrine of double patent- 
ing should have no application where there is no overlapping in the 
claims of the two patents, since there is no extension of monopoly of 
any patent. However, there may be an extension of monopoly of an 
inventive idea by claiming the idea in several slightly different forms 


29 22 F.2d 259 (2d Cir. 1927). 
(1945) re Ward, 32 C.C.P.A. (Patents) 1238, 150 F.2d 436, 66 U.S.P.Q. 317 
31 Generally the later filed application or patent thereon is held unpatentable 
over the patent on the earlier application. However, if the later application 
should issue as a patent while the earlier is still pending, the earlier may be 
rejected on double patenting, as in Ex parte Heritage, 89 U.S.P.Q. 445 (1950). 
32 Supra note 9. 
83 Supra note 10. 
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in several patents. Such an extension of monopoly is properly pre- 
vented by the requirement that the claims of two patents must differ 
by something more than the recital of variations which would be made 
by one of ordinary skill in the art. 


IV 
PATENTS TO DIFFERENT INVENTORS HavinG A COMMON ASSIGNEE 


Double patenting is a doctrine applicable only where patentably 
indistinct claims are presented in two or more applications by the 
same inventor. However, if two inventors have a common assignee, 
the claims each secures must be patentably distinct from the claims 
secured by the other. The leading decision of the Court of Customs 
and Patent Appeals on this point, In re Willoughby,** refused claims 
on the ground that they were not patentably distinct from claims in a 
patent to another inventor on a later-filed application. The court 
found that Willoughby’s claims overlapped those of the patent, and 
held that a common assignee of applications of two inventors assert- 
ing patentably indistinct claims must elect a single application on 
which to secure a patent. This election is irrevocably made when a 
patent issues on one application. The doctrine of election is the rule 
against double patenting applied by analogy. 

The disclosure of a patent may be used for all it reveals against the 
claims in a later-filed co-pending application to a different inventor 
unless the patent is antedated under Rule 131.°° Common assign- 
ment of the patent and the application does not prevent the applica- 
tion of this rule.** If the applicant antedates the patent, the patent 
is still a reference for what it claims under the Willoughby case.** 

Courts trying infringement suits also require patents to different 
inventors owned by a common assignee to be patentably distinct. 
The recent case of Kendall Co. v. Tetley Tea Co.** struck down a pat- 
ent issued to joint inventors as lacking invention over a patent issued 
the same day to one of the joint inventors. Expressing the opinion 
that there was a difference between the two patents, the court held 
that the difference was not sufficient to constitute invention. 

The common assignee of several inventors never stands to gain— 
only to lose—because the inventions assigned to it are the products 
of several inventors and not just one. The several inventors are 
treated as independent if a patent issued to one contains disclosure 

3424 C.C.P.A. (Patents) 1033, 88 F.2d 482, 33 U.S.P.Q. 46 (1937). 


35 Alexander Milburn Co. v. Davis-Bournonville Co., 270 U.S. 390 (1926). 


(195 = re Strain, 38 C.C.P.A. (Patents) 933, 187 F.2d 737, 89 U.S.P.Q. 156 


37 Supra note 34. 
38 189 F.2d 558 (1st Cir. 1951). 
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anticipating the claims in a later-filed application of another ;** but 
they are treated as a single inventor if the application of one antedates 
the patent to the other and contains claims not patentably distinct 
from those of the patent.*° The most satisfactory answer to the 
assignee’s problem of obtaining adequate patent protection would be 
to join related inventions of different inventors in the same applica- 
tion, naming them as joint inventors. This cannot be done as the 
law now stands since all the claims in a patent to joint inventors must 
be jointly invented by all the patentees.** The Court of Customs and 
Patent Appeals and the Board of Appeals, recognizing the difficulty 
the assignee faces, have on occasion in recent years adopted a lower 
standard of patentable distinction in cases involving inventions of 
different inventors than that applicable where a single inventor is 
seeking two patents. One such instance was In re Maxwell.“* Max- 
well’s application sought claims to a paper incorporating a melamine- 
formaldehyde resin. A solution of the resin was patented in a pat- 
ent to another inventor on an application filed the same day as Max- 
well’s application, and the assignee of Maxwell’s application also 
owned the patent. Prior art disclosed a paper incorporating an in- 
ferior resin. The court, reversing the Board of Appeals, held Max- 
well’s claims patentably distinct from the claims of the patent, not- 
ing that the patent disclosed general utility of the resin and further 
commenting that two applications were necessary because two inven- 
tors were involved. Probably the appealed claims would have been 
rejected on double patenting had a single inventor been involved, 
since double patenting may arise if a combination is patented in one 
patent and an element which is the essential feature in the combination 
is claimed in a separate patent.** 

A return to the strict requirement of patentable distinction was 
evident in In re Borcherdt **, which denied patentability of claims 
over the claims of patents by different inventors with a common 
assignment. Curiously the court did not use the disclosures of the 
other patents as prior art, although it could have done so.“* The 
court stated that the appealed claims could have been presented in 
one of the patents. This statement is regarded as legally incorrect, 


39 Supra note 36. 
4° Supra note 34. 


41De Laval Separator Co. v. Vermont Farm Mach. Co., 126 Fed. 536 
CL. Dh We 1903). 


42 38 C.C.P.A. (Patents) 1011, 188 F.2d 479, 89 U.S.P.Q. 387 (1951). 
48 Palmer Pneumatic Tire Co. v. Lozier, 90 Fed. 732 (6th Cir. 1898). 
4494 U.S.P.Q. 175 (1952). 

*5 The doctrine of In re Strain, supra note 36, applies. 
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since the three joint inventors of the application were not the joint 
inventors of any of the patents relied on. 

Two recent cases of the Board of Appeals are in conflict as to 
whether the common assignee will be held to the same standard of 
patentable distinction where two inventors are involved as where one 
inventor seeks two patents. In Ex parte Sparks*® generic claims 
were allowed despite the issuance of specific claims to the same in- 
vention in a patent to a different inventor, and the Board commented 
that the rule requiring the generic claims to be in the first application 
to issue does not apply where the inventors are not the same. In 
Ex parte Barrick," the appealed claims were rejected on the ground 
of double patenting over a patent on a later-filed application to an- 
other inventor, even though there was no overlap in the area covered 
by the two sets of claims. 

Circuit and district courts show no disposition to adopt a low 
standard of patentable distinction where two inventors have a com- 
mon assignee if the Kendall ** case is any indication. 


Vv 


CoNCLUSION 


Extension of monopoly beyond the period prescribed by law is 
the vice of double patenting. On the other hand, the patent owner is 


entitled to protection of everything he and his assignors invent, and 
technical rules should not defeat this right. The law as it now stands 
adequately protects the public through insistence on only one patent 
for one invention. A careful inventor will not be deprived of patent 
protection to which he is entitled by his own prior patents. If an 
inventor has been allowed an application with only narrow claims 
and has a later-filed application with broader claims to the same in- 
vention, he may avoid the risk of double patenting by transfer of the 
allowed claims to the later case and abandonment of the allowed case. 
The common owner of applications of several inventors sometimes 
finds himself deprived of part of the patent protection he deserves. 
This could be remedied either by recognizing novelty rather than in- 
vention as the criterion of patentable distinction where two inventors 
having a common assignee are involved, or by permitting related and 
overlapping inventions of different inventors to be joined in a single 
application. For the protection of both patent owner and public, the 
latter appears to be the sounder course. 
Louis F. Kreek, Jr. 


4692 U.S.P.Q. 233 (1951). 
47 88 U.S.P.Q. 327 (1949). 
48 Supra note 38. 
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INTERNATIONAL CIVIL AVIATION ORGANIZATION: 
INTERNATIONAL STANDARDS IN THE TECHNICAL 
ANNEXES—THEIR EFFECT WITHIN THE 
UNITED STATES AND VALIDITY UN- 

DER THE CONSTITUTION 


I 
BACKGROUND 


Maritime commerce has had two thousand years to develop its 
body of maritime law, and rail commerce has had a hundred years 
to develop its rules of law, but air commerce is a relative infant and 
its rules of law are being made today. The first international air 
transport was between London and Paris in 1919, the same year 
as the first trans-oceanic crossings by air. Except for a brief period 
in 1921, it was not until 1927 that the first regular international 
operations began out of the United States. Therefore, international 
air law has not been able to develop slowly, hammered out from case 
to case, but has had to go forward at forced draft. This is especially 
true of the post-World War II period because military operations 
promoted international air transportation from a minor to a major 
component of the world’s transportation system. 

The Federation Aeronautique Internationale (FAI) was established 
as early as 1905 by resolution of the Olympic Congress at Brussels 
to coordinate national associations governing aeronautical sports. The 
first International Convention for Air Navigation was signed at the 
Paris Peace Conference on October 13, 1919.1 This Convention has 
been generally regarded as the principal international convention gov- 
erning air navigation, but it granted the right of innocent passage to 
private flights only, leaving permits for international airline opera- 
tions to be negotiated separately, usually bilaterally. Under this 
Convention the International Commission for Air Navigation 
(CINA)? was established to administer certain provisions of the 
convention and to take jurisdiction over the technical annexes. The 
Convention dealt mainly with the technical details of international 
flight. The Convention did settle a long-standing legal dispute as to 
the freedom of the air by declaring that each nation was completely 
and exclusively sovereign in the air space above its territories. This 
provision has been adopted by each succeeeding convention.* Al- 


1 International Convention Relating to the Regulation of Aerial Navigation, 
Dated October 13, 1919, Department of State publication 2143. 

2 Commission Internationale de Navigation Aerienne. 

® Habana Convention of 1928, 47 Strat. 1901 (1931); Interim Agreement, 
infra note 6, Art. VIII, § 1; ICAO Convention, infra note 9, Ch. I, Art. 1. 
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though up to the second world war thirty-four countries were parties 
to this Convention, the United States was not a member. The 
United States and ten other western hemisphere countries joined the 
Habana Convention of 1928,‘ which was similar to the Paris Con- 
vention in that it enunciated the doctrine of sovereignty over air- 
space, the right of innocent passage for private flights, and equal 
treatment in the use of airports. It had, however, no annexes relat- 
ing to technical subjects nor did it establish an administrative organi- 
zation similar to CINA. 

The wartime operations that telescoped many years of normal 
development into a few years were carried on with little regard to 
financial or political considerations. Wartime cooperation hurdled 
normal barriers, but left numerous problems, political and technical, 
to which solutions had to be found. The problems of commercial 
rights, arrangements to fly into and through foreign territories, and 
the need to minimize the legal and economic conflicts that might come 
with peacetime flying across national boundaries were apparent. The 
United States conducted exploratory conversations in 1944 and then 
invited fifty-five allied and neutral states to a conference in Chicago 
on November 1, 1944. Fifty-two nations attended, and the outcome 
was the Convention on International Civil Aviation and the establish- 
ment of the International Civil Aviation Organization (ICAO). 
















II 


CONVENTION AND ORGANIZATION 










The governments meeting in Chicago in November, 1944, realized 
that cooperation between nations was necessary for the safe and order- 
ly development of international civil aviation and that such aviation 
could be an instrument of friendship and understanding between 
nations or, through abuse, a threat to general security.’ To this end 
















* See note 3 supra. 
5 Preamble to ICAO Convention, infra note 9: 


“Wuereas the future development of international civil aviation can 
greatly help to create and preserve friendship and understanding among the 
nations and peoples of the world, yet its abuse can become a threat to 
general security; and 

“WuHereAs it is desirable to avoid friction and to promote that cooperation 
between nations and peoples upon which the peace of the world depends; 

“THEREFORE, the undersigned governments having agreed on certain 
principles and arrangements in order that international civil aviation may 
be developed in a safe and orderly manner and that international air trans- 
port services may be established on the basis of equality of opportunity and 
operated soundly and economically ; 

Have accordingly concluded this Convention to that end.” 
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they brought forth the Convention on International Civil Aviation,* an 
Interim Agreement,’ which set up a Provisional International Civil 
Aviation Organization (PICAO) to carry out the necessary organiza- 
tional and procedural details. 

PICAO, with a three-year limitation on its existence, was set up 
to cover the anticipated period required to secure ratification of the 
Convention. It established a seat for the organization in Montreal, 
Canada, where the Interim Council first met on August 15, 1945, 
and the Assembly in May, 1946. During its twenty months of exist- 
ence much of the work involved the drafting of recommendations for 
standards, practices and procedures designed to insure the safety, 
regularity and efficiency of international air transport. The perma- 
nent body replaced this interim organization on April 4, 1947, thirty 
days after the requisite twenty-six nations had ratified the Convention. 
The United States Senate gave its advice and consent to the Conven- 
tion by resolution on July 25, 1946° and the instrument was pro- 
claimed by the President on March 17, 1947.° A draft agreement 
had been formulated between the PICAO Council and the Committee 
on the Economic and Social Council of the United Nations and had 
been approved by the United Nations Assembly on December 14, 
1946. Therefore, one of the first items before the First Assembly 
of the permanent organization which met on May 6, 1947 was affilia- 
tion with the United Nations. Such a step had been authorized’ and 
in May, 1947 ICAO became a specialized agency of the United Na- 
tions. By executive order™ of June 2, 1947, ICAO was brought 
within the International Organizations Immunities Act.’* 

The ICAO has two governing bodies, the Assembly** and the 
Council.* The Assembly meets annually and is convened by the 
Council. All contracting States have an equal right to be repre- 
sented in the Assembly and each is entitled to one vote. The Assem- 
bly elects the officers and the twenty-one member States to be rep- 
resented on the Council, which is the permanent body responsible to 


8 International Civil Aviation Conference, Final Act and Related Documents, 
1945, pp. 59-86. Department of State publication 2282, Conference Series 64; 
61 Star. 1180 (1947). 


7 Id. at 44-58. 

8 Senate resolution giving advice and consent to ratification of Executive A, 
79th Cong., Ist Sess., 80th Cong., Ist Sess. (1946), 92 Conc. Rec. 9972 (1946). 

61 Strat. 1180 (1947). 


1° Interim Agreement, supra note 6, Art. III, § 5(7); ICAO Convention, 
supra note 9, Arts. 64, 65. 


11 Exec. Order No. 9863, 12 Fep. Rec. 3559, 22 U.S.C. § 288 (Supp. 1952). 
1259 Strat. 669 (1945), 22 U.S.C. §§ 288 et. seq. (Supp. 1952). 

13 TCAO Convention, supra note 9, Arts. 48, 49. 

14 Td. Arts. 50-55. 
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the Assembly. The Council has mandatory and permissive func- 
tions, and one of its mandatory functions is to: 


(1) Adopt, in accordance with the provisions of Chapter VI 
of this Convention, international standards and recommended 
practices; for convenience, designate them as Annexes to this 
Convention ; and notify all contracting States of action taken; 

(m) Consider recommendations . . . for amendment of the 


Annexes and take action in accordance with the provisions of 
Chapter XX ;7* 


III 
Tue TECHNICAL ANNEXES 


It was early recognized that the largest possible degree of interna- 
tional standardization of practices in many matters was important 
to achieve the goal of safe, regular and efficient air navigation. Even 
during the limited time at the disposal of the Conference in 1944, 
various sub-committees on technical standards and procedures drew 
up a number of annexes which were designed to serve as a founda- 
tion for the work of ICAO in standardization.1* The Interim Coun- 
cil was directed to develop*’ and draft standards and practices. Their 
subject matter is laid out in Article 37: 


Each contracting State undertakes to collaborate in securing 


the highest practicable degree of uniformity in regulations, 
standards, procedures, and organization in relation to aircraft, 
personnel, airways and auxiliary services in all matters in which 
such uniformity will facilitate and improve air navigation. 

To this end the International Civil Aviation Organization shall 
adopt and amend from time to time, as may be necessary, inter- 
national standards and recommended practices and procedures 
dealing with: 


(a) yt Bar systems and air navigation aids, in- 
cluding ground marking ; 

(b) Graracterictics of airports and landing areas ; 

(c) Rules of the air and air traffic control practices ; 

(d) Licensing of operating and mechanical personnel ; 

(e) Airworthiness of aircraft ; 

(f) Registration and identification of aircraft ; 

(g) Collection and exchange of meteorological information ; 

(h) Log books; 

(i) haitouacticns maps and charts; 

(j) Customs and immigration procedures ; 

(k) Aircraft in distress and investigation of accidents ; 


15 Td. Art. 54(1), (m). 


16 Final Act, supra note 6, Resolution and Recommendation No. II, p. 35 and 
Annexes A-L, pp. 97-284 


17 Interim Agreement, supra note 6, Art. III, § 6, {| 6. 
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and such other matters concerned with the safety, regularity, 
and efficiency of air navigation as may from time to time appear 
appropriate.** 


Adoption by the Council and application to the States of any 
international standard or recommended practice is covered by Chap- 
ter XX: 


(a) The adoption by the Council of the Annexes described 
in Article 54, subparagraph (1), shall require the vote of two- 
thirds of the Council at a meeting called for that purpose and 
shall then be submitted by the Council to each contracting State. 
Any such Annex or any amendment of an Annex shall become 
effective within three months after its submission to the contract- 
ing States or at the end of such longer period of time as the 
Council may prescribe, unless in the meantime a majority of the 
contracting States register their disapproval with the Council. 

(b) The Council shall immediately notify all contracting States 
of the coming into force of any Annex or amendment thereto.*® 
(Italics supplied. ) 


The application at these standards to States, individuals and prop- 
erty is contained in Articles 38, 39 and 40: 


Any State which finds it impracticable to comply in all re- 
spects with any such international standard . . . or to bring 
its own regulations or practices into full accord . . . or which 
deems it necessary to ee regulations . . . differing in any par- 
ticular respect . . . shall give immediate notification to the In- 
ternational Civil Aviation Organization of the differences. . . . 
In any such case, the Council shall make immediate notification 
to all other states of the difference which exists. . . .° (Italics 
supplied. ) 

(a) Any aircraft or part thereof with respect to which there 
exists an international standard of airworthiness or performance, 
and which failed in any respect to satisfy that standard at the 
time of its certification, pw yn endorsed on or attached to 
its airworthiness certificate a complete enumeration of the details 
in respect of which it so failed. 

(b) Any person holding a license who does not satisfy in full 
the conditions laid down in the international standard relating to 
the class of license or certificate which he holds shall have en- 
dorsed on or attached to his license a complete enumeration of 
the particulars in which he did not satisfy such conditions.** 

No aircraft or personnel having certificates or licenses so en- 
— shall participate in international navigation, except with 


a of the State or States whose territory is en- 
oes 


18 TCAO Convention, supra note 9, Art. 37. 
19 Jd. Art. 90. 
20 Id. Art. 38. 
21 Jd. Art. 39. 
22 Id. Art. 40. 
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Although an “over-lap” period has been provided between the 
application of an international standard and invalidation of existing 
certificates and licenses,?* the problem remains apparent. Under the 
Convention of the International Civil Aviation Organization we have 
a system for the adoption and application of international standards 
to individuals and private property. Yet these regulations are adopted 
by the Council of an international organization, of which the United 
States is but one member in twenty-one, and made effective without 
further reference to the Congress or the advice and consent of the 
Senate. 

The purpose of this article is to examine the effect of these inter- 
national standards within the United States and their validity under 
our Constitution. 


IV 
ALTERNATIVE SOLUTIONS 


The success of international civil aviation cooperation depends upon 
agreements being reached by the agents of sovereign states and upon 
those agreements being ratified and given effect. ICAO is a diplo- 
matic negotiating body. The agreements reached by the ICAO 
Council are submitted to the contracting states, and, to become effec- 
tive in each State, must go through some procedure of ratification and 
implementation. Within the United States there are essentially three 
processes whereby cooperative foreign policies are formulated: (1) 
the treaty power, (2) the “independent” executive agreement and 
(3) the “legislative” procedure of prior or subsequent sanction by 
Congress. Although these methods have been criticized, considered 
inadequate, and proposals for revision have been made,”* they remain 
the only methods under which the technical annexes can be formulated 
today. 

There is no generally accepted definition of the term “treaty” as 
used in our Constitution, except that it is an international compact 
which has been submitted by the President for the advice and con- 
sent of two-thirds of the Senate present. Such will be the applica- 
tion of the term herein. “Executive agreement” will be used to in- 
clude all international agreements not submitted for the advice and 
consent of the Senate under the two-thirds rule. Within that classifi- 
cation, “independent” will be used to designate an executive agree- 
ment that does not rest on either prior or subsequent authoriza- 
tion by Congress and “approved” will be used to designate an execu- 

23 Td. Arts. 41, 42. 

24 John Sloan Dickey, Our Treaty Procedure Versus Our Foreign Policies, 


25 ForeicGn AFFarrs 357 (1947) ; Corwin AND PELTASON, UNDERSTANDING THE 
ConstituTIon 50 (1949). 
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tive agreement that does rest upon prior or subsequent authorization 
by Congress. Within these classifications must be found the imple- 
menting authority to make a technical annex, adopted by the ICAO 
Council and submitted to and made binding within the United States 
as a contracting State under the articles of the Convention, legally 
effective as to individuals and private rights. 


Under the Treaty Power 


The Constitution of the United States specifies that the President 
“. . . shall have Power, by and with the Advice and Consent of the 
Senate, to make Treaties provided two thirds of the Senators present 
concur” ;?* and further provides that “. . . all Treaties made, or 
which shall be made, under the Authority of the United States, shall 
be the supreme Law of the Land; and the Judges in every State 
shall be bound thereby, any Thing in the Constitution or Laws of 
any State to the Contrary notwithstanding.” ** 

The Convention on International Civil Aviation is a treaty of the 
United States.27_ The provisions for technical annexes and the proc- 
ess for their formulation are a part of the treaty. One possibility, 
then, is that these provisions became part of the supreme law of the 
land. This result depends upon whether or not the technical annex 
provisions of the treaty are “self-executing.” A “self-executing” pro- 
vision is one that requires no further legislation to make it operative,”* 
but the intent and purpose of which is clear from the plain meaning 
of the terms.*® Such a provision has the force and effect of a legis- 
lative act of Congress,°° and becomes a part of the law of the indi- 
vidual states.** But although no treaty has ever been declared void 
under the Constitution and although there is no express limitation in 
the federal Constitution on the treaty power, it is not unlimited. Dicta 

25U. S. Const. Art. II, § 2, Cl. 2. 

6 Td. Art. VI, § 2. 

27 See note 9 supra. 

28 Valentine v. United States ex rel. Neidecker, 299 U.S. 5 (1936); Asakura 
v. Seattle, 265 U.S. 332 (1924); Amaya v. Stanolind Oil & Gas Co., 158 F.2d 


554 (Sth Cir. 1946), cert. denied, 331 U.S. 808 (1947), rehearing denied, 331 
U.S. 867 (1947). 

29 Meier v. Schmidt, 150 Neb. 383, 34 N.W.2d 400 (1948), rehearing denied, 
150 Neb. 647, 35 N.W.2d 500 (1949); Little v. Watson, 32 Me. 214 (1850). 

30 United States v. Pink, 315 U.S. 203 (1942); Valentine v. United States 
ex rel. Neidecker, 299 U. S. 5 (1936); Missouri v. Holland, 252 U.S. 416 
(1920) ; Foster v. Neilson, 2 Pet. 253 (U.S. 1829). 

31 Amaya v. Stanolind Oil & Gas Co., 158 F.2d 554 (Sth Cir. 1946), cert. 
denied, 331 U.S. 808 (1947), rehearing denied, 331 U.S. 867 (1947); Meier v. 
Schmidt, 150 Neb. 383, 34 N.W. 2d 400 (1948). But see Sipes v. McGhee, 316 
Mich. 614, 25 N.W.2d 638, 644 (1947), reversed on other grounds sub nom. 
Shelley v. Kraemer, 334 U.S. 1 (1948); Kemp v. Rubin, 188 Misc. 310, 69 
N.Y.S.2d 680 (Sup. Ct. 1947), affirmed, 273 App. Div. 789, 75 N.Y.S.2d 768 
(2d Dep’t 1947) reversed on other grounds, 298 N.Y. 590, 81 N.E.2d 325 (1948). 
Cf. Sei Fujii v. California, 242 P.2d 617 (1952). 
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to that effect have suggested that the treaty-making power does not 
extend so far as to authorize what the Constitution forbids.** If the 
treaty is lawfully entered into and the subject matter is a proper one 
for consideration, the provisions of the treaty could be effective with- 
out further legislative action.** 

Approval of the technical annexes on the ground of a “self-execut- 
ing” treaty would be tenuous. It is to be doubted that the Senate 
ever intended to leave standards and regulations governing individuals 
and private rights to the uncontrolled discretion of the Council of an 
international organization, no matter how cooperative or conforming 
that organization might be. 

‘In its own legislation the Congress, when delegating regulatory 
powers to agencies, has been required by the judicial department to 
present some determinable, intelligible standard for guidance in the 
application of the delegated power.** And the agencies in their estab- 
lishment of regulations and standards have generally been required 
to allow some type of hearing to those who will be affected by the 
imposition.*® With this background it would be difficult to argue 
a valid delegation, by the treaty power, to an international organi- 
zation, of the right to impose regulations and standards affecting 
individuals; and without hearing those affected except as they might 
be heard through representations or recommendations to the repre- 
sentative of the diplomatic political branch of the Government in- 
volved in the adoption of the regulation or standard. This is espe- 
cially important since an act of the political branch of the Government 
dealing with foreign policy, made by treaty properly approved, is held 
final and conclusive upon the judicial department of the Federal 


82 Geofroy v. Riggs, 133 U.S. 258, 267 (1890) ; Asakura v. Seattle, supra note 


28 at 341; Missouri v. Holland, supra note 30; The Cherokee Tobacco, 11 Wall. 
616 (U.S. 1870). 


33 Curran v. City of New York, 191 Misc. 229, 77 N.Y.S.2d 206 (Sup. Ct. 
1947) (Articles 104 and 105 of United Nations Charter, 59 Stat. 1033 (1945), 
effective without further action to confer legal status and immunity from taxa- 
tion.) ; Hannevig v. United States, 84 F.Supp. 743 (Ct. Cl. 1949). (Treaty to 
settle claim by diplomatic means automatically removes claim from jurisdiction 
of Court of Claims.) 


% A.L.A. Schechter Poultry Corp. v. United States, 295 U.S. 495 (1935) ; 
Panama Refining Co. v. Ryan, 293 U.S. 388 (1935). Cf. Carter v. Carter Coal 
Co., 298 U.S. 238 (1936) (in regard to “obnoxious” delegation; conferring on a 
majority of a private group the power to regulate the affairs of an unwilling 
minority). 

85 Administrative Procedure Act, § 4, 60 Stat. 238 (1946), 5 U.S.C. § 1003 
(1946) (“foreign affairs’ exception noted.) A hearing of sorts is provided 
through the industry panel contribution to the recommended position developed 
by the ACC on proposed annexes. But this recommendation is not to the final 
rule-making body (Council) but to a representative thereon, and the recom- 
mendation is subject to over-riding vote or diplomatic revision on the political 
ground of expediency. 
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Government or states to avoid embarrassment to the United States 


or its executive branch in the conduct of its relations with other na- 
tions of the world.** 


Independent Executive Agreement 


An example of an independent executive agreement, an interna- 
tional compact which is neither referred to the Senate under the two- 
thirds rule nor approved by prior or subsequent legislation of Con- 
gress, is the modus vivendi. The Interim Agreement signed at the 
Chicago Conference setting up PICAO was such an agreement.*’ 
“As the name indicates, a modus vivendi is in its nature a tem- 
porary or working arrangement made in order to bridge over some 
difficulty pending a permanent settlement.” ** This type of agreement 
presents a difficulty as to whether it is obligatory and binding on indi- 
viduals, but it is generally temporary, and necessary, and hence valid- 
ity is derived from consent. It has not been determined to what 
extent the independent executive agreement can be valid under the 
Constitution. 

The field of foreign affairs is considered the particular province of 
the executive department. Independent executive agreements made 
concurrently with the recognition of a foreign government have been 
upheld, although so doing involved acknowledging a decree of “na- 
tionalization” of private property, a concept contrary to our public 
policy.*° However, a recent decision refused to recognize a national- 
ization decree where there was a deliberate, determinable policy of 
non-recognition by the executive department.*® Independent exec- 
utive agreements based on the President’s power as Commander-in- 


Chief are an example, in another province of the executive, which 
have strong basis for being upheld.* 


86 United States v. Pink, 315 U.S. 203 (1942) ; United States v. Belmont, 301 
U.S. 324 (1937); In re Baiz, 135 U.S. 403 (1890); Curran v. City of New 
York, 191 Misc. 229, 77 N.Y.S.2d 206 (Sup. Ct. 1947); United States of 
Mexico v. Schmuck, 293 N.Y. 264, 56 N.E.2d 577 (1944), aff'd 294 N.Y. 265, 
62 N.E.2d 64 (1945). 

37 Concerning Acceptance of Aviation Agreements as Executive Agreements, 
Exchange of letters between Senator Bilbo and Acting Secretary of State Grew 
and Article by Stephen Latchford, Dept. of State, Pub. No. 2371, reprinted from 
Dept. or STATE BuLt., June 17, 1945. But see Senate floor debate preceding 
ratification of ICAO Convention indicating non-acceptance of the arguments, 
92 Conc. Rec. 9961 (1946). 

38 John Basset Moore, cited in 2 Hype, INTERNATIONAL Law 1416 (2d rev. 
ed. 1945). 

39 United States v. Pink, 315 U.S. 203 (1942); United States v. Belmont, 
301 U.S. 324 (1937) ; Ozanic v. United States, 188 F.2d 228 (2d Cir. 1951). 

* Latvian State Cargo and Passenger S.S. Line v. McGrath, 188 F.2d 1000 
(D.C. Cir. 1951), cert. denied, 342 U.S. 816 (1951). ; 

41 The “bases for destroyers” agreement by President Roosevelt in September, 
1940, is an illustration. 
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The power of regulation of interstate and foreign commerce lies 
in the Congress, but delegations thereof to the executive where for- 
eign relations are involved have been common.*? But “. . . when 
the Congress in adopting a program invests the President with means 
to protect it, he is not thereby ousted of any ex officio prerogative 
also adaptable to preserve the program. His power remains inde- 
pendently, though complementary and coordinate with the legislative 
scheme.” ** Thus any power to enter into independent executive 
agreements would be in addition to any authority derived from the 
concept of self-executing treaty provisions to make the application of 
the technical annexes valid. 


Approved Executive Agreements 


It is in what is here called an approved executive agreement, one 
that rests upon prior or subsequent legislation by Congress, that the 
strongest argument for the valid application of ICAO regulations 
and standards lies. 

The sense of “prior or subsequent legislation” as used herein may 
be seen in the definition of an “international organization” in the 
International Organizations Immunities Act: 


The term “international organization” means a public interna- 
tional organization in which the United States participates pur- 


suant to any treaty or under the authority of any Act of Congress 
authorizing such participation or making an appropriation for 
such participation. . . .** (Italics supplied.) 


A subsequent act of legislation which intentionally revises former 
procedures or adopts entirely new procedures to conform with a 
technical annex submitted by ICAO would leave little doubt as to 
constitutionality of application. The objection to this method lies 
in the opportunity for amendment and revision that would not con- 
form to the international standard and in the delay incident to obtain- 
ing such legislation, which would result in the annex becoming effec- 
tive before any legislation usually would be enacted. 

The problem of the authority of prior legislation as a ground for 
enforcing ICAO technical annexes is one of intent. In many instances 
the objective of the ICAO standard or recommended practice is 
identical with former regulation under statutory authority and 
it is a mere matter of agency revision of the pertinent regulation to 


tat 1930, 46 Strat. 590 (1930), as amended, 19 U.S.C. §§ 1001 et seg. (Supp. 
1 ‘ 

48 United States v. Guy W. Capps, Inc., 100 F.Supp. 30, 32 (E.D. Va. 1951), 
citing United States v. Curtiss-Wright Export Corp., 299 U.S. 304, 319 (1936) 
(for discussion of parallel exercise of authority). 

* Supra note 12. 


7 
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conform. But even here it cannot be said that legislation passed 
years before ICAO and other extensive international participation 
could be intended, even if the language might appear to do so, to 
encompass the degree of international cooperation achieved today. 
It is believed that what Congress meant by the international coopera- 
tion language in the prior acts was the enforcement of treaties, 
bilaterally negotiated to acquire commercial rights, and not that their 
legislation be used to validate prospective executive agreements 
generally. 

Subsequent legislative approval inferred from the making of an 
appropriation has its weaknesses. While it is true that Congress can 
demonstrate disapproval by withholding implementing appropria- 
tions, it is often a strained implication to say Congress must approve 
since it has made an appropriation. If the Civil Aeronautics Board, 
for example, revised a regulation to conform with an ICAO standard, 
it is doubtful as a practical matter whether by the passage of a rou- 
tine Department of Commerce appropriation Congress noticed and 
approved the particular regulation, or whether it would withhold the 
entire appropriation if it disapproved. 

Nonetheless, executive agreements made in accordance with ex- 
pressly delegated powers of Congress to the President are common ; 
for example, tariff agreements,** postal conventions,*® and other 
measures for implementation of domestic policies.*7 But it is to be 
noted in each of these cases the delegation is clear and express. 

It is perhaps in postal conventions, a similarly viable field where 
agreements are based on the compelling economic necessity of com- 
mercial intercourse, that a close comparison with the application of 
ICAO standards can be made. By statute** the Postmaster-General 
is authorized to negotiate conventions with the advice and consent of 
the President. In a case*® arising under the customs laws it was 
questioned whether the provisions of a postal convention®® became 
law so that an attempt to evade custom duties through non-compli- 
ance with convention requirements was ground for forfeiture. The 
court upheld the forfeiture on the ground that a knowing violation 


45 Tariff Act of 1930, supra note 42. 
4° R.S. § 398, as amended, 48 Star. 943 (1934), 5 U.S.C. § 372 (1946). 
— Act of 1948, 62 Stat. 1247 (1948), 7 U.S.C. § 1282 (Supp. 


48 Supra note 46. 

49 United States v. Four Packages of Cut Diamonds, 247 Fed. 354 (S.D. N.Y. 
1917), aff'd 255 Fed. 314 (2d Cir. 1918), modified, 256 Fed. 305 (2d Cir. 1919). 

5° Between the United States and Cuba, 33 Star. 2186 (1903), and the Uni- 
versal Postal Convention, 35 Stat. 1639 (1906), to which Cuba was a member. 
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of the provision constituted fraud, but in discussing whether the con- 
vention became part of the law it said: 


Such conventions are not treaties because not made by and with 
the advice and consent of the Senate, and they are not laws, be- 
cause not enacted by Congress. If we assume that as adminis- 
trative regulations made by authority of Congress they have the 
force of law, the package was imported contrary to law.*! (Italics 
supplied. ) 

The statute was amended ** to add that: 


. decisions of the Postmaster-General construing or inter- 
preting the provisions of any treaty or convention . . . shall, 
if approved by the President, be final and conclusive on all 
officers of the United States.** 

and subsequent decisions have held that postal conventions are part 
of the postal laws and regulations, and have the same effect as any 
other regulation issued by law.** 


V 


THE ANNEXES WITHIN THE UNITED STATES 


























Intercourse with the International Civil Aviation Organization 
clearly involves foreign relations policy and should be carried on 
through the executive department. To assist that department, the 
President on September 19, 1946, by executive order,®® established 
the Air Coordinating Committee (ACC), one function of which is to 


. consult with the representatives of the United States to 
the Provisional International Civil Aviation Organization or to 
the permanent successor thereof and recommend to the Depart- 
ment of State general policy directives and instructions for the 
guidance of the said representatives.*® 


This committee is composed, at the sub-cabinet level, of representa- 
tives of departments of State, Navy, Air Force, Treasury, Post Office, 
Commerce, and the Civil Aeronautics Board—the voting members 
primarily involved in aviation—and non-voting members from the 
National Security Resources Board and the Bureau of the Budget.*’ 





5! Four Packages of Cut Diamonds vy. United States, 256 Fed. 305, 306 
(2d Cir. 1919). 

52 Supra note 46. 

53 Supra note 46. 

54 United Fruit Co. v. United States, 81 F.Supp. 502 (Ct.Cl. 1949); Standard 
Fruit & S.S. Co. v. United States, 103 Ct.Cl. 659 (1945). 

one Order No. 9781, 3 Code Fed. Regs. 162 (Supp. 1946). 

57 Report of the ACC, 1951, H.R. Doc. No. 356, 82d Cong., 2d Sess. 2; but see 
Report of the ACC, 1949, H.R. Doc. No. 476, 8lst Cong., 2d Sess. 14, regarding 
single Defense member replacing members for Navy and Air Force. 
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The Committee is designed to be an agency coordinating committee 
and to furnish aviation policy advice to the President. There are 
sub-committees of members from the agencies involved and from the 
aviation industry*® who recommend the policy to be adopted on all 
proposed ICAO standards and recommended practices. But it is to 
be noted that the direction of recommendations and policy advice 
of the ACC is upwards and that nothing grants this committee any 
enforcement power with respect to standards adopted by the ICAO 
Council and submitted to the member states for implementation. 
Additionally, the ACC is an executive advisory body. No congression- 
al delegation of regulatory power is involved; in fact, the ACC is 
expressly denied any authority to coordinate agency activities relating 
to the exercise of quasi-judicial functions.*® 

Therefore, when the executive department agrees to an ICAO 
standard or regulation adopted by the ICAO Council it is, without 
more, an independent executive agreement that regulates and controls 
individuals and property, some of which might never directly enter 
into foreign commerce—for example, ground mechanical personnel or 
air-frame manufacturers. 

But as an advisory committee to the President on aviation policy, 


the ACC function in United States participation in ICAO is two- 
fold : 


First, by developing the United States’ position on matters 
being considered by the Organization and advising United States 
representatives there; and second, coordinating the development 
of an integrated program for the implementation by the agencies 
of this Government of agreements reached by ICAO.® (Italics 
supplied. ) 


58 Report of the ACC, 1951, supra note 57, at 3: 
Aviation Industry Advisory Panel: 


Airport Operators Council 
American Association of Airport Officials 
The American Municipal Association 
The Council of State Governments 
National Association of County Officials 
National Association of State Aviation Officials 
The Unitel States Conference of Mayors 
Aeronautical Training Society 
The Air Freight Association, Inc. 
Air Freight Forwarders Association 
Aircraft Industries Association of America, Inc. 
Aircraft Owners and Pilots Association 
American Federation of Labor 
Institute of the Aeronautical Sciences, Inc. 
National Education Association (Aviation Section) 
National Aeronautic Association of the USA 
Air Transport Association of America 
National Aviation Trades Association 
Congress of Industrial Organizations 

58 Exec. Order No. 9781, supra note 55. 

© Report of the ACC, 1948, H.R. Doc. No. 59, 81st Cong., Ist Sess. 11; see 

also Report of the ACC, 1949, supra note 57, at 12. 
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The position of the United States Government on cooperating 
with ICAO in establishing uniform standards and practices is reflect- 
ed in the following memorandum which the ACC issued : 


The ACC favors and encourages compliance in all respects 
with the Convention on International Civil Aviation and recom- 
mends that ICAO standards and recommended practices and 
other pertinent ICAO decisions be applied to United States 
national aviation practices as soon as practicable after adoption, 


except when it is impracticable to do so because of any of the 
following reasons: 


(a) Implementation would be detrimental to the national in- 
terest ; 


(b) Implementation cannot be effected without obtaining new 
or amended legislation ; 

(c) Necessary funds are not available; 

(d) Implementation would work a substantial hardship on the 
various aviation activities of the United States; 

(e) Existing national practices provide a greater degree of 
safety. 

The ACC recommends that insofar as is compatible with the 
national interest, agencies exert every effort to remove obstruc- 
tions to the application of any ICAO standard or recommended 


practice which cannot be applied immediately.* (Italics sup- 
plied. ) 


The ACC in its second report®? indicated that in reaching this 
policy it recognized 


. . . the matter of application of the ICAO standards to the 
domestic civil aviation practices of the United States merits the 
most careful attention . . . with proper regard and weight given 
our international obligations in the light of the interests of and 
possible effects on private pilots, commercial operators and air- 
craft manufacturers, among others.*®* 




















There is, in the series of ACC reports, a detectable trend from 
an earlier concept of implementing by legislation to implementing by 
agencies. In the second report “The importance of prompt action 
on the part of the United States to translate these ICAO standards 
into statute has been emphasized. . . .” ® but the final policy deci- 
sion reached shows clearly that primary implementation is intended 
to be by the agencies. This is not to disparage the ACC for this 
trend. It is essential to the success of our international air trans- 
port system that the United States continue its full cooperation with 
and participation in ICAO and, with respect to the technical annexes, 





®1 Report of the ACC, 1950, H.R. Doc. No. 55, 82d Cong., Ist Sess. 8; see also 
Report of the ACC, 1948, supra note 60, at 11. 

82 Report of the ACC, 1947, H.R. Doc. No. 524, 80th Cong., 2d Sess. 

63 Td. at 7. 

64 Td. at 13. 
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the existing structure of agencies can provide the most convenient 
implementation. 

Legislation is sought by the agencies or prepared and recommended 
by the ACC where it is felt necessary or where there has been no 
existing agency responsibility. For example, Annex 9 set forth cer- 
tain standards and recommended practices to facilitate international 
air transport. The ACC proposed new or amended legislation and 
appropriations for certain procedures to be performed by customs, 
immigration, public health, and quarantine authorities to reduce the 
barriers preventing full exploitation of international air transport ;*° 
and recommended broad legislation®* under which the United States 
Coast Guard would become the agency responsible for search and 
rescue where none had been so designated previously. Passage of 
this legislation brought the United States into congruity with the 
standards of Annex 9. 


VI 


CoNCLUSION 


The United States is an active participant and, in fact, a leader in 
the International Civil Aviation Organization. The Organization 
itself, founded because of an apparent necessity for international co- 
operation, has under the force of commercial and economic pressure 
become a viable, operating body achieving positive, beneficial results. 
It has passed through the organizational and original policy stage 
and is in an era of partial, but growing, implementing effort. 

The Organization and the Air Coordinating Committee, the Or- 
ganization’s national level policy making body and coordinating body 
for implementation in the United States, are diplomatic negotiating 
bodies, the former on the international level and the latter on the na- 
tional level. Probably because of its commercial economic field, inter- 
national cooperation in ICAO has had a high level of success among 
the fifty-seven contracting states. On the national level there has been 
some bickering between agencies and maneuvering for position, but 
generally it has been healthy, well-meaning competition based on 
disputed beliefs as to how best to accomplish the desired end. In 
implementation the United States has been a leader and has clearly 


65 Report of the ACC, 1949, supra note 57, at 10; additionally, Report of the 
ACC, 1950, supra note 61, at 11. 


6661 Stat. 786 (1947), as codified, 63 Strat. 501 (1949), 14 U.S.C. §§ 2, 88 
(Supp. 1952). 


67 See Institute of Public Affairs, Committee on Public Administration Cases, 
The Air Coordinating Committee’s Search and Rescue Program, 1949. 
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evidenced a desire to achieve friendly, peaceful international civil 
aviation. 

By virtue of its forefront position in aviation the policies of the 
United States have carried great weight in the ICAO Council when 
adopting technical annexes. Through the ACC the recommendations 
are carefully prepared, no doubt with an eye to successful legitimate 
implementation if adopted, by a coordinating committee of the very 
agencies and industry which will be required to enforce and conform 
to the standards. In this respect the United States is very fortunate 
in its position. 

Where the ICAO standards and regulations as adopted have dif- 
fered from those required within the United States, their application 
appears to have been legally sound. If they were within the existing 
agency regulatory authority delegated by statute, the agency modified 
its regulations to implement the standard. In areas where existing 
legislation was not adequate the practice has been carefully to ac- 
quire subsequent legislation to achieve conformance. It is necessary, 
then, in examining the legal application of any particular interna- 
tional standard made effective by an agency, to consider the same 
processes that determine whether any agency action is validly within 
the scope of its legislative authority, and whether the regulation there- 
under has been properly made and applied. The problem lies with the 
ICAO standard or regulation which has not been implemented or 
where differences have been reported. 

Normally an international compact or other binding agreement be- 
comes effective upon ratification, a positive indication of acceptance. 
In a sense the reporting of differences might be considered a quali- 
fied ratification, but the Convention is silent as to any express rati- 
fication being required. No notice of an adoption of a standard by a 
State is required other than a report of differences. The inference, 
then, seems to be that when the Council adopts and submits an annex 
it is effective and applicable to the States. This is supported by 
Article 90, quoted supra, which states that “Any such Annex. . . 
or amendment of an Annex shall become effective within [a period 
determined by the Council] after its submission. . . .” Apparently 
upon adoption by the ICAO Council, the United States is bound by 
an executive agreement, through the United States representative at 
ICAO, under an authority delegated by treaty. 

As mentioned previously, the extent to which an executive agree- 
ment is legally binding on individuals has not been determined by the 
courts to any definitive degree. Perhaps the most recent case noted 
presents an extreme. That case® held that the United States may 


68 United States v. Guy W. Capps, Inc., supra note 43. 





102 THE GEORGE WASHINGTON LAW REVIEW 


bring an action for damages for breach of contract where the duty 
to contract was imposed by an executive agreement. The agreement 
was with Canada to impose an embargo on table stock potatoes, but 
to allow importation of seed stock potatoes upon certification by the 
importer. Defendant imported potatoes certified as seed stock but 
sold them as table stock. The United States claimed as damages the 
cost of potatoes it was required to purchase under the agricultural 
commodity support plan. A motion to dismiss was denied. 

If, then, an executive agreement can create a legal duty, what is 
the effect upon the United States of an ICAO-adopted technical an- 
nex which becomes effective but has not yet been implemented be- 
cause our national regulation provides greater safety, or required 
legislation or an appropriation is lacking? It would seem, first, that 
differences would be reported. But, except as an assumed qualified 
ratification, reporting a difference does not appear intended to relieve 
a State from any binding effectiveness, and the standard remains as 
adopted by the Council. 

If the ICAO Council adopts a standard or regulation to which we 
have not conformed, and it is an executive agreement, it would ap- 
pear that a dual standard is created. Could a private pilot, for ex- 
ample, compel the issuance of a license where he meets ICAO 
standards but not the existing national requirements? Or could an 
injured party argue a non-compliance with safety regulations to 
prove negligence where the national standard was met but not the 
ICAO standard? 

To contend that the executive agreement could revise an agency 
regulation, so as to require issuance of a license, would be to give to 
the executive act a legislative effect. The regulatory power of the 
licensing agency is a delegated legislative power and to allow its re- 
vision by an executive agreement would be an undesirable combina- 
tion of the executive and legislative power in the executive. 

But in the second hypothetical situation, if a difference exists, non- 
compliance with a standard would be arguable as evidence of negli- 
gence. And if an executive agreement can impose a valid legal duty 
to contract, it would seem that there could be imposed a valid legal 
duty of meeting a prescribed standard of safety, set up by the 
executive agreement, parallel and in addition to the agency legislative 
standard. It would be duplication but not a conflict, and to protect 
themselves every commercial carrier, for example, would have to meet 
both standards. This too is an undesirable situation. 

There is a problem in legal status of the technical annexes to which 
the answer must be found. ICAO and the United States, participating 
therein, are operating in a new era of large scale international coop- 
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eration, and highly desirable progress has been made. Providing for 
the necessary orderly development of international civil aviation has 
been complicated by “Speed and range of air transport . . . respon- 
sible for shrinking the apparent physical dimensions of the world, 
and for expanding the sphere of human relations so suddenly and 
to such an extent that governments and individuals are finding it 
almost beyond their abilities to cope with the social, economic, and 
political problems thus brought into immediate and sharper focus.” °° 
There is no thought here to discourage or disparage the development 
of cooperative international civil aviation, but only to express a desire 
that progress be made slowly and evenly so as not to upset the estab- 
lished national systems and balances created through growth and 
experience. 


WILLIAM E. Futter. 


® Paul A. Smith, Fourth Report of the Representative of the United States 
of America on the Council of the International Civil Aviation Organization for 
the period July 1, 1950 to June 30, 1951, 1. 
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ALIENS—DEPoRTATION—EX Post Facto OPERATION OF STAT- 
utTEs.—Peter Harisiades came to this country as a child in 1916 and 
has lived here ever since. He joined the Communist Party in 1925 
and continued in membership until 1939 when the party dropped 
him from its rolls because he was not a citizen. A warrant for 
Harisiades’ arrest was issued in 1930, but was not served until 1946 
when new charges were filed and deportation proceedings pressed. 
Deportation was ordered on the ground of petitioner’s past member- 
ship in the Communist Party. Petitioner then sought release by 
habeas corpus. On appeal from dismissal of the petition by the 
District Court and the Court of Appeals for the Second Circuit, held, 
affirmed; past membership in the Communist Party is sufficient to 
sustain a deportation proceeding under the Alien Registration Act 
of 1940, 54 Srar. 673, 8 U.S.C. § 137 (1946), reenacted without 
material change in the Immigration and Nationality Act of 1952, 
Pub. L. No. 414, 82d Cong., 2d Sess. § 241 (June 27, 1952). 
Harisiades v. Shaughnessy, 342 U.S. 580 (1952). 

In order to reach this conclusion it was necessary for the Court to 
rule that the Act was not ex post facto in contravention of Art. I, § 9 
of the Constitution, although the Act makes previously legal conduct 
a valid ground for deportation. This ruling is possible only if strict 
application is made of the principle that deportation is neither a 
criminal proceeding nor punishment. Mahler v. Eby, 264 U.S. 32 
(1924). Although qualified and altered by repeated decisions in- 
dicating that deportation has a punitive quality (thereby establishing 
definitely that the alien is entitled to at least some form of due pro- 
cess), the basic premise that deportation is not a “criminal penalty” 
still stands. Therefore, the ex post facto provision cannot render 
this type of statute unconstitutional. This conclusion is supported 
by the principle that the control of Congress over deportation is 
absolute, and the alien has no vested right to remain in this country. 
Nishimura Ekiu v. United States, 142 U.S. 651 (1892). 

The Court first encountered and decided the problem of a deporta- 
tion law with ex post facto qualities in the case of Fong Yue Ting v. 
United States, 149 U. S. 698 (1893). Later, Mahler v. Eby, supra, 
explained the doctrine and gave it an expansive interpretation. That 
case was prosecuted under a 1920 act requiring deportation of aliens 
who had been convicted under the Selective Service Act, and who 
were found by the Secretary of Labor to be undesirable residents. 
The alien was unsuccessful with the argument that deportation in- 
creased the punishment for a previously committed criminal act and 
thereby rendered the 1920 statute an ex post facto law. The Court, 
after reiterating that deportation is not punishment, stated definitely 
that Art. I, § 9 of the Constitution applies only to criminal law and 
was no bar to deportation. The Court buttressed its argument by 
pointing to the power of Congress to regulate deportation, and to 
the social necessity of ridding the country of persons whose actions 
indicate that their continued presence is a threat to the safety and 

[ 104 ] 
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welfare of society. See Bugajewitz v. Adams, 228 U.S. 585 (1913). 

The current international situation requires stringent measures to 
control a group which openly advocates the overthrow of the Gov- 
ernment and is sympathetic to a foreign power which is a potent 
menace to the safety of this country. Dennis v. United States, 341 
U.S. 494 (1951). But even the Dennis case is illustrative of the fact 
that the citizen Communist receives unqualified protection from the 
Constitution, including the ex post facto clause. 

While an alien was never held to be entitled to all of the Constitu- 
tional protections given to a citizen, the Harisiades decision deviates 
further from the philosophy of Constitutional law developed to pro- 
tect aliens. Yick Wo v. Hopkins, 118 U.S. 356 (1886), and Wong 
Wing v. United States, 163 U.S. 228 (1896), extended to aliens the 
protection of the Fifth, Sixth, and Fourteenth Amendments, giving 
them equal protection of the laws as well as the right to due process 
in the protection of their life, liberty and property. 

Decisions of recent years have continually added qualifications to 
the recognition of deportation as a non-criminal proceeding. This 
trend is typified by the observation of the Court in Ng Fung Ho v. 
White, 259 U.S. 276, 284 (1922), that deportation involves “all that 
makes life worth living.” In Delgadillo v. Carmichael, 332 U.S. 388 
(1947), the Court again emphasizes the extreme seriousness of de- 
portation and in Wong Yang Sung v. McGrath, 339 U.S. 33 (1950), 
puts deportation in a category involving issues basic to human liberty 
and happiness, perhaps even to life itself. It is called a drastic measure, 
a forfeiture, and a penalty in Fong Haw Tan v. Phelan, 333 U.S. 6 
(1948). In Bridges v. Wixon, 326 U.S. 135 (1945), the Court stated 
that freedom of speech and of the press is accorded aliens residing 
in this country and that arbitrary revocation of the right to remain 
in this country indirectly excludes the alien from the benefits of the 
Constitution. Similarly, it was held in Di Pasquale v. Kamuth, 158 
F.2d 878 (2d Cir. 1947), that deportation is a form of punishment, 
and in Jordon v. De George, 341 U.S. 223 (1951), that criminal 
standards of definiteness ought to be applied to deportation statutes. 

In the instant case the alien partook of what was then, in 1939, 
permissible political activity. His deportation would now penalize 
his lack of foresight in predicting the present world holocaust—a 
failing common to men better informed and of greater capability than 
this alien. If past political activity is to be potential grounds for 
deportation, the alien participates in any political activity at his peril. 
If his rights are to be dependent on the whim of the sovereign, then 
he has no rights at all. 

The validity of the statute involved in the principle case—and the 
validity of similar provisions in the Internal Security Act of 1950, 
64 Strat. 1006, 8 U.S.C. § 137 (Supp. 1952), reenacted without 
material change in the Immigration and Nationality Act of 1952, 
Pub. L. No. 414, 82d Cong. 2d Sess. §241 (June 27, 1952)— 
thus depends solely on the “non-punitive” designation of deportation. 
But calling a proceeding non-punitive does not make it so; it is the 
substance which counts. 
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It would appear that the decision of the court here can be justified 
only by carrying the legal fiction of the “civil” nature of deportation 
to an absurd extreme. Banishment has been a favorite form of punish- 
ment in past history; for the sovereign to separate a person from 
his American family, his residence, his business, and to require him 
to return to a country with which he may have had no contact for 
many years can hardly be labelled a civil proceeding. The doctrine 
in the principal case is shown up in its severity when considered in 
conjunction with Carlson v. Landon, 342 U.S. 524 (1952), decided 
the same day as the Harisiades case, which permits detention of aliens 
without bail for an indefinite period at the discretion of the Attorney 
General if, as is frequently the case after long residence in the United 
States, the country of origin refuses to accept the deportable alien. 
It is not easy, even in this period of international tension and attendant 
“fifth column” activities, to justify the denial of the Constitutional 
safeguards guaranteed a criminal to a person who is either banished 
or imprisoned for an indefinite period by executive decree. 

As a direct outgrowth of the retroactive application of deportation 
statutes, all the Constitutional rights which apply in theory to aliens 
as well as to citizens are effectively denied the former in practice. 
It is hardly likely that an alien will feel free, in reliance on the First 
Amendment, to speak out on all issues or on any issue if a statute at 
some later date requires him to be deported for having done so. The 
decision, in solidifying the right of the political branches of the Gov- 
ernment to deprive any alien of his residence in this country for some 
word uttered or act done in the distant past, in effect denies to all 


aliens the protection of the Constitution as a whole. a, J. 


ALIENS—EXcLuUSION—UNREASONABLE DETENTION. — An alien 
seeking re-entry after a temporary absence was detained at Ellis Island 
for over 21 months as a security risk while the United States and 
15 other countries refused to admit him. He had come to the United 
States in 1923 and remained continuously until 1948, when he went 
to Europe to visit his dying mother. It was on his return that his 
lengthy detention at Ellis Island commenced. The alien claims he 
is a native of Great Britain, but not a subject of that country. He 
was twice returned to France, from which he had originally em- 
barked to the United States, but each time France refused to admit 
him, and he was brought back here. 

The United States refused him admittance under a temporary 
exclusion order of the Attorney General issued pursuant to 8 CopE 
Fep. Recs. § 175.57 (1949) (exclusion without a hearing on the basis 
of confidential information). This regulation is based on $1 
of the Act of May 22, 1918, 40 Strat. 559, as amended, 55 Start. 252 
(1941), 22 U.S.C. § 223 (1946), reenacted without material change 
in the Immigration and Nationality Act of 1952, Pub. L. No. 414, 
82d Cong., 2d Sess. §235(c) (June 27, 1952). It leaves to the 
discretion of the Attorney General determination of whether dis- 
closure of the confidential information at a hearing would be pre- 
judicial to the public interest. After four prior petitions for habeas 
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corpus and 21 months of unsuccessful Government effort to effectuate 
the alien’s deportation, held, where an alien has been detained for 
an unreasonable period and his deportation cannot be effectuated, a 
federal district court has the power to issue a writ of habeas corpus 
authorizing his release in spite of the Attorney General’s order to 
the contrary. United States ex rel. Mezei v. Shaughnessy, 101 F. 
Supp. 66 (S.D.N.Y. 1951). ’ 

In a case similar to the instant case, the Supreme Court held that 
an alien could be excluded without a hearing because the Attorney 
General deemed the disclosure of information on which he based his 
opinion dangerous to public security, and that it was beyond the 
province of any court to review such determination. United States 
ex rel. Knauff v. Shaughnessy, 338 U.S. 537 (1950). 

Congressional power over alien admissibility is so inextricably 
interwoven with regulation of foreign affairs, war powers, and the 
maintenance of a republican form of government that determination 
of such matters by political departments is generally immune from 
judicial intervention. United States v. Curtis Wright Corp., 299 
U.S. 304 (1936). 

The power of Congress to deny admission to aliens is absolute, 
and therefore there need be no limitations on delegation of dis- 
cretionary power. United States ex rel. Knauff v. Watkins, 173 F. 
2d 599 (2d Cir. 1949), aff'd, 338 U.S. 537 (1950). United States 
ex rel. Schwarzkoft v. Uhl, 137 F.2d 898 (2d Cir. 1943), sustains 
the delegation as one required as a measure of public safety. 

Were Mezei already within the United States, his position would 
be substantially improved. He would be entitled to a hearing, Wong 
Yang Sung v. McGrath, 339 U.S. 33 (1950), even though he would 
be subject to deportation if he were determined to be a security risk 
by the Attorney General. In this event, the determination would no 
longer be discretionary with the Attorney General, but would require 
evidence of disloyalty. However, in the recent case of Harisiades v. 
Shaughnessy, 342 U.S. 580 (1952), the Court discussed the rights 
of a resident alien and indicated that the alien’s position and the 
nature of the deportation proceeding qualified the alien’s Constitution- 
al privilege. The Attorney General may incarcerate even resident 
aliens determined to be security risks, and hold them without bail 
while the deportability of the alien is pending determination in pro- 
ceedings which frequently last for years. Carlson v. Landon, 342 U.S. 
524 (1952). The Court reiterated the freedom of such discretion 
from judicial intervention. 

An alien seeking admission is entitled to nothing beyond that 
which the sovereign wishes to extend. Kaplan v. Tod, 267 U.S. 228 
(1925). Mr. Justice Jackson, in the Harisiades decision, supra, 
specifically pointed out that nothing in judicial precedent or the Con- 
stitution warrants judicial review such as would require the courts 
to equate their political judgment with that of Congress. 

The court in the Mezei case concedes these factors, yet the de- 
cision releasing the alien is not without legal justification. The right 
to confine an alien temporarily while efforts were being made to 
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deport him was established by Wong Wing v. United States, 163 
U.S. 228 (1896). Temporary confinement is not based on a statutory 
power, but is read into exclusion proceedings and has long been 
viewed as a necessary incident to the power of exclusion. United 
States ex rel. Turner v. Williams, 194 U.S. 279 (1904). Where, 
however, the Government has been unable to effectuate the deporta- 
tion, the alien’s release has frequently been ordered. The court cites 
and bases the Mezei decision on four cases: United States ex rel. 
Chu Leung v. Shaughnessy, 88 F. Supp. 91 (S.D.N.Y. 1950); In 
re Krajcirovic, 87 F. Supp. 379 (D. Mass. 1949); Staniszewski v. 
Watkins, 80 F. Supp. 132 (S.D.N.Y. 1948); and United States 
ex rel. Janavaris v. Nicolls, 47 F. Supp. 201 (D. Mass. 1942), all of 
which recognize the power of the court to release an alien from 
custody after a detention for an unreasonable period. In each case 
the detention was for the purpose of giving the Government time 
to effect deportation, and the court looked to the circumstances of 
the individual case to determine what would constitute an unreason- 
able detention. None of these cases, however, involved security risks 
and all can be distinguished from the instant case. The Chu Leung 
case, for example, might even be deemed to support the Govern- 
ment’s contention for it was there stated that an excluded alien has 
no right to release on bond. The Janavaris case involved an alien 
who was the subject of an allied power during the war, and the 
court justified granting the writ of habeas corpus on the basis of 
the alien’s good reputation and the fact that his enlargement would 
present no possible danger to the United States. The Krajcirovic 
case, being a determination adverse to the alien, was cited for its 
supporting dictum. Finally, the Staniszewski decision involved facts 
extremely favorable to the alien, who had been a seaman on Ameri- 
can ships for 38 years, having so served during both world wars. 
These cases, although weak, broadly support the power of district 
courts to issue habeas corpus in cases such as the instant one. The 
underlying legal theory is that the warrant of deportation, not hav- 
ing been executed, is functus officio and the alien is being held with- 
out authority of law. Janavaris v. Nicolls, supra. Each of these 
cases gives its definition of “unreasonable period of detention” which, 
when applied to the instant case, would seem to substantiate the 
finding that the detention here was unreasonable. Petition of Brooks, 
5 F.2d 238 (D. Mass. 1925), clearly indicates that there must be 
a limit to the duration of detention in alien cases, and uses such 
strong language as “slavery was abolished by the Thirteenth Amend- 
ment.” 

It cannot be questioned that the Mezei case achieved substantial 
justice in release of the alien despite the Government’s grim warn- 
ing that the decision opens the gates to a flood of undesirable aliens. 
While Congress manifested clearly that there should be strong reliance 
on administrative discretion, there can be do doubt that the courts 
have the inherent power to challenge that discretion where there has 
been an abuse. Although an alien seeking admission is not entitled 
to the Constitutional safeguards of a citizen or a resident, it would 
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appear that Mezei is protected in certain basic rights. The question 
is one of degree rather than of abstract principle. Considering all 
the facts of his previous residence in the United States, as opposed 
to his potential danger to the United States, is he entitled to a writ 
of habeas corpus after a certain period of time? 

There are a number of possibilities between being protected by all 
of the Constitutional guarantees or by none. It is submitted that im- 
prisonment in perpetuity without conviction of a crime should not 
be decreed by the Attorney General even against a person not 
entitled to all of the Constitutional safeguards, and that the judiciary 
has the inherent power to order the release of such person after a 
reasonable detention. > 4 


CoNnsTITUTIONAL LAw—PRIVILEGES AND IMMUNITIES—PROPRIE- 
TARY INTEREST IN NaturaAL Resources.—Nonresident plaintiffs 
sought to enjoin the enforcement of a Rhode Island statute regulating 
menhaden fishing within apparent inland waters on the ground that 
it violates both Article IV and the Fourteenth Amendment of the 
Constitution. The statute provides that only legal residents of Rhode 
Island or corporations 51% of whose stock is owned by legal residents 
of Rhode Island are eligible to apply for licenses to take menhaden 
within the public waters of the state. Held, the statute is unconstitu- 
tional in that it discriminates unreasonably against nonresidents in 
violation of the privileges and immunities clauses of the Constitution, 
and a permanent injunction was granted restraining the state from 
we the statute. Edwards v. Leaver, 102 F.Supp. 698 (D.R.I. 
1952). 

As a general rule a state-imposed burden upon citizens of other 
states, not imposed upon its own citizens, is held to be void, except 
when in conformity to such reasonable regulations as may be estab- 
lished by the state. Blake v. McClung, 172 U.S. 239 (1898). This 
proposition applies equally to license legislation which discriminates 
against nonresidents. See Bayside Fish Flour Co. v. Gentry, 297 
U.S. 422 (1936). A recognized exception is the license which 
relates to fish and game, and such discrimination as is imposed is 
generally justified on the theory of a proprietary interest, McCready 
v. Virginia, 94 U.S. 391 (1876) ; or on the basis of the police power, 
Skiriotes v. Florida, 313 U.S. 69 (1941); or both, Geer v. Connecti- 
cut, 161 U.S. 519 (1896). 

The ownership doctrine had early roots in the law, for in old 
English common law animals ferae naturae were considered as com- 
mon property, the taking of which could be limited and regulated 
by the sovereign for the benefit of the community. 2 Blackstone’s 
Commentaries *14, *411. This doctrine of qualified proprietorship 
right in wild animals was early recognized in the United States. 
Corfield v. Coryell, 6 Fed. Cas. 546, No. 3,230 (C.C.E.D.Pa. 1823). 
The continued acceptance of this doctrine culminated in as complete 
a power to control wild animals as was possible under the circum- 
stances. Geer v. Connecticut, supra. A state could bar nonresidents 
from the use of its fisheries within the state, while granting such 
privileges to its own residents. McCready v. Virgima, supra. A 
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state could require a license fee of a nonresident hunter, while not 
wet one from its own residents. In re Eberle, 98 Fed. 295 
(C.C.N.D.IIll. 1899) ; accord, Haavik v. Alaska Packers Association, 
263 U.S. 510 (1924) (a territory). Since a state may exclude non- 
resident hunters and fishermen entirely, it may ask greater burdens 
in the form of higher fees than residents are required to pay. Cum- 
mings v. People, 211 Ill. 392, 71 N.E. 1031 (1904). Legislation of 
this character has been held not to violate §2 of Art. IV, McCready 
v. Virginia, supra; In re Eberle, supra; Haavik v. Alaska Packers 
Association, surpa; nor § 1 of the Fourteenth Amendment, McCready 
v. Virginia, supra; In re Eberle, supra. 

Recent decisions of the Supreme Court have limited the ownership 
doctrine in animals ferae naturae, and have displayed a certain eager- 
ness to abandon it entirely. See Toomer v. Witsell, 334 U.S. 385 
1948). Takahashi v. Fish and Game Commission, 334 U.S. 410 

The Toomer case, supra, held that a statute requiring a much 
higher license fee of a nonresident fisherman for commercial fishing 
privileges in the maritime belt violated the privileges and immunities 
clause, Art. IV, § 2, since there was no reasonable basis for the dis- 
crimination. This same unsettling trend was continued in the Taka- 
hashi case, supra, where the court determined that a statute which 
barred the issuance of commercial fishing licenses to persons ineligible 
for citizenship was unconstitutional despite a purported proprietary 
interest of the state in the fish. 

The court in the instant case cited the Toomer decision as controll- 
ing, and extended the doctrine by declaring unimportant the fact that 
the area sought to be controlled by the Rhode Island statute could 
be regarded as inland water. That the fish concerned were migratory 
was further held to be a controlling factor. The soundness of such 
extension and interpretation is doubtful. 

The Toomer case, supra, on its facts is limited to fishing privileges 
within the maritime belt and does not pertain to inland waters of the 
states. It held that the regulation of natural resources within the 
waters of the marginal sea was subject to the privileges and immuni- 
ties clause, and it is submitted that such holding appears to be a log- 
ical extension of the Federal paramount rights doctrine. See United 
States v. California, 332 U.S. 19 (1947). To have held otherwise 
in the Toomer case would have created the anomaly of a state owning 
outright its natural resources within the area of the tidelands but not 
owning the natural resources beneath them. 

But in the principal case, assuming arguendo that the resources 
covered are within inland waters, the logical necessity for following 
the Toomer case fails. Under such assumption the court would not 
be faced with the conflict of concurrent rights, but merely with the 
less complicated situation of a state asserting its sovereign rights 
over its natural resources. The privileges and immunities clause 
would not apply in such an ordinary case. McCready v. Virginia, 
supra. To conclude that the clause would apply to the exercise of 
such state power over its resources would be to contradict “. . . the 
symbol of one of the weightiest doctrines of our law.” See Frank- 
furter, J., Toomer v. Witsell, supra (concurring opinion). 
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In the present case the court considered important the fact that the 
fish sought to be controlled were migratory. The Toomer case also 
considered the point in distinguishing the McCready case. Exami- 
nation of both early English authority and case law precedent in the 
United States discloses that the importance attached to migration by 
the court is questionable. While a decision concerning migratory 
birds appears to offer some support for this theory, Missouri v. Hol- 
land, 252 U.S. 416 (1920), a holding that the Government has the 
sole power to enter into a treaty respecting migratory birds does not 
necessarily show that it has exclusive power when the question in- 
volves control of fishing in inland waters. 

The decision of the court in the instant case extending the principle 
of the Toomer case to inland waters is unsound both from the point 
of view of logical symmetry and historical precedent. It is submitted 
that the doctrine of paramount property rights does not apply to 
waters which are considered to be inland and where the states are 
not manifestly disabled from acting individually. Cf, United States 
v. California, supra; Missouri v. Holland, supra. While the court 
may have reached the correct decision in the instant case if the geo- 
graphical area covered by the statute was considered not to be inland 
waters, it is submitted that the court erred in failing to make such 
determination of the status of the waters in question. However meri- 
torious the attempt of the court to strengthen the bonds of the Union 
by further extension of the privileges and immunities clause, natural 
assets found within the borders of a particular state belong exclusively 
to the citizens of that state. Simple economic principles demand that 
these assets be regulated by the legislature to the best advantage of 
the citizens, who are the proper ultimate beneficiaries of this common 
property. mG. Be 





Pusiic Houstnc—MuNICcIPAL CorPorRATION Contracts—In 1938 
the City Council of Los Angeles, acting pursuant to the California 
Housing Authorities Law, Cal. Stats. 1938 Ex. Sess., c. 4, as 
amended by Cat. HEALTH AND SaFETy Cope §§ 34200 et seq. 
(1951), by resolution organized the Housing Authority of Los 
Angeles, to function as a body corporate and politic. However, 
before this body can transact any business the city or county must 
declare a need for it to function. Housinc AutrnHorities Law § 34240, 
supra. In 1949 the City Council declared that there existed in Los 
Angeles unsafe and unsanitary dwelling units and thereupon approved 
the construction and operation of a low-rent housing project. The 
city and the Housing Authority, acting pursuant to the Housing 
Cooperation Law, Cal. Stats. 1938 Ex. Sess. c. 2, as amended by 
Cav. HEALTH AND SAFETY Cope §§ 34500 et. seg. (1951) (authority 
for the city to bind itself to cooperate in carrying out these projects), 
entered into a cooperation agreement. Under the agreement the city 
approved applications which the Housing Authority made to the 
Public Housing Administration of the United States for loans and 
annual contributions on the project pursuant to the United States 
Housing Act of 1937, 50 Stat. 888, 42 U.S.C. § 1401 et. seg. (1946), 
as amended, 63 Strat. 429 (1949), 42 U.S.C. § 1401 et seg. (Supp. 
8 
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1952). The Public Housing Administration approved a loan not 
in excess of $44,694,800, on the condition that the city and the 
Housing Authority enter cooperation agreements. The Government 
had, under the loan agreement, advanced approximately 12 million 
dollars prior to 1952. 

In 1951 the City Council in furtherance of its agreements au- 
thorized a contract between the city and the Housing Authority 
whereby the city would acquire and sell and the Housing Authority 
would purchase tax deeded lands for the project. The city agreed 
to cooperate with the Housing Authority by vacating streets, roads 
and alleys, accepting dedication of land for new streets, and zoning 
or rezoning areas within the area. After the city and the Housing 
Authority had each performed certain major portions of the con- 
tract, the City Council by a vote of 8 to 7 adopted a resolution to 
abrogate and cancel the cooperation agreement, to rescind all action 
taken under the agreement and to set aside the City Council’s 
approvals. The Housing Authority filed mandamus in the Supreme 
Court of California to compel the city to perform specified acts neces- 
sary to complete the cooperation agreement. Held, the City of Los 
Angeles is directed to perform the cooperation agreement and to ful- 
fill its obligations thereunder. Housing Authority v. City of Los 
Angeles, 243 P. 2d 515 (Cal. 1952). 

This decision, along with a Montana decision, State ex rel. Helena 
Housing Authority v. City Council of Helena, 242 P. 2d 250 (Mont. 
1952), decided one month prior, is significant not only with respect 
to federally subsidized public housing, but also with respect to 
municipality revenue bond financing and municipal corporation law 
in general. The basic issue presented is whether a city council, 
once it has contracted with another city corporate body, can abrogate 
and rescind the contractual agreement, following substantial per- 
formance under the agreement by the contracting parties. These 
decisions appear to be the first, in the low-rent housing field, 
specifically holding that the city can bind itself in the exercise of its 
powers, which some courts have held to be both governmental and 
proprietary, by contracting with a coordinate governmental agency ; 
and that such contractual agreements will be enforced by the courts. 

Although considered years earlier, federally subsidized low-rent 
housing commenced with the passage of the United States Housing 
Act of 1937, supra. When California recognized public health as a 
state responsibility and passed the Housing Authorities Law, under 
the general principles of municipal corporation law, public health 
became a state and not a municipal affair. 2 McQuillen, Municipal 
Corporations § 4.99 (3d ed. 1949). When the municipality acts, as 
did the City of Los Angeles through its City Council, it is carry- 
ing out the state legislative policy. Housinc AuTHoritTies Law 
§ 34240, supra; State v. City Council of Helena, supra. The state 
statute grants specific powers to the city to do all things necessary 
to aid in the construction or operation of the projects and gives duties 
and powers to the Housing Authority for the purpose of carrying 
to completion the housing projects. The court in the instant case 
stated that § 34313 of the Housing Authorities Law, supra, is an 
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exception to the otherwise broad powers of the Housing Authority. 
It provides that where there did not exist, in 1945, contracts for 
federal assistance between the Housing Authority and the Federal 
Government, no project should be started except after consultation 
with the appropriate school district, and until the City Council ap- 
proved it by resolution. This the court felt was plain recognition 
by the legislature that it had no power to enact laws which would 
interfere with the contractual obligations. The court declared that 
the legislative intent of this section is that a project which has pro- 
ceeded to the point of contractual obligations with the Government 
should proceed to completion unless the signatory bodies have the 
power to withdraw from the agreements. The City Council under 
the California Housing Authorities Law therefore becomes an 
agency of the state, technically operating to fulfill a state as dis- 
tinguished from a municipal objective. Housing Authority v. Superior 
Court, 35 Cal. 2d 550, 219 P. 2d 457 (1950). Unless the signatory 
bodies have mutually consented to a change or cancellation of the 
contracts, or the state legislature has acted to sanction such change or 
cancellation, the city is required to proceed. 

Even in the absence of such cooperation laws the state courts have 
refused to invalidate such contracts as ultra vires. See cases cited, 
Riesenfeld & Eastlund, “Public Aid to Housing and Land Develop- 
ment,” 34 Minn. L. Rev. 610, 640 n. 216 (1950). In the absence of 
specific statutes binding city governments in their exercise of powers 
the validity of the cooperation agreements between the City Council 
and a coordinate agency may be determined in the light of municipal 
corporation law. 

Generally a city council may contract in aid of those powers which 
are expressly or impliedly provided in its charter or which are in- 
herently necessary if it is to obtain the objectives for which it was 
created, 10 McQuillen, Municipal Corporations, § 29.05 (3d ed. 
1950), but in so doing it may not bargain away its legislative 
discretion without express statutory authorization. City of Pontiac 
v. Carter, 32 Mich. 164 (1875). A city council has been held to 
possess certain powers which are governmental and others which are 
proprietary, so that an exercise of legislative discretion calls into play 
governmental powers only. Seafeldt v. Port of Astoria, 141 Ore. 
418, 16 P. 2d 943 (1932). The doctrines which consider as govern- 
mental the city’s sovereign power to rule its citizens, and as proprietary 
the power by which it contracts for their private benefit, are flexible. 
Omaha Water Co. v. Omaha, 147 Fed. 1 (8th Cir. 1906), appeal 
dismissed, 207 U. S. 584 (1907). The court in the instant case 
recognized the distinction by stating that the state housing laws do 
not take from the city all power to act in connection with housing 
projects under the state laws, and entrance into the agreement was 
not an unauthorized attempt by the city to bind itself as to the 
exercise of governmental functions. Therefore, once the City Council 
had determined the need for public housing, for a housing authority, 
and had entered into a cooperation agreement authorized by the state 
act, Houstnc Cooperation Law § 34515, supra, pursuant to the 
federal act, UniTEp States Housine Act oF 1937 § 1415 (7)b, supra, 
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the agreement was valid. By this authorization of power the 
state statute contemplated performance and implied no authority to 
breach it. 

Even in the absence of this express statute, according to the 
general principles of municipal corporation law, no further dis- 
cretionary action was to be performed by the city and the only action 
necessary was for the City Council to perform its part of the con- 
tractual agreement, an administrative and proprietary function. 
Kleiber v. City of San Francisco, 18 Cal. 2d 718, 117 P. 2d 657 (1941). 
Once the initial discretionary acts were performed by the City Council, 
and after the finding of a justifiable necessity for entering the co- 
operation agreement, the Council could not later repudiate the con- 
tract merely because of a change of mind by the members. Supervision 
and control was solely in the hands of the Housing Authority. State 
v. City Council of Helena, supra. Acts of a city council of a con- 
tractual nature cannot be repudiated by a subsequent council, regard- 
less of whether or not membership is the same. State v. City of Great 
Falls, 110 Mont. 318, 100 P. 2d 915 (1940). 

This case and the case of State v. City Council of Helena, supra, 
mark another step in the procession of attempts to defeat the Federal 
Public Housing Program. Where the question has arisen, the courts 
have affirmed the constitutionality of the federal act, City of Cleve- 
land v. United States, 323 U.S. 329 (1945), and the state courts have 
uniformly upheld the state laws against constitutional objections of 
various kinds, particularly those asserting unlawful abdication of 
governmental powers. Housing Authority of Los Angeles v. Dock- 
weiler, 14 Cal. 2d 437, 94 P. 2d 794 (1939). The state courts have 
also upheld the statutes against other objections based on limita- 
tions contained in state constitutions. Lott. v. City of Orlando, 142 
Fla. 338, 196 So. 313 (1939). The courts have refused to interfere 
with the discretion vested in housing authorities as to the necessity 
of a particular project. Lennox v. Housing Authority of City of 
Omaha, 137 Neb. 582, 290 N.W. 451 (1940). 

Where municipalities have refused to perform acts in furtherance 
of their contracts of a public nature or have attempted to disclaim 
their obligations, the weight of authority is that mandamus will issue 
for the housing authority. Helena Housing Authority v. City Council 
of Helena, 108 Mont. 347, 90 P. 2d 514 (1939); accord, State v. 
City of Great Falls, supra. Since the breach of this contractual agree- 
ment gave rise to a clear legal right, mandamus was proper to compel 
performance by the city. 17 McQuillen, Municipal Corporations 
§ 51.13 (3d ed. 1950). The office of the writ is not to create new 
duties but to require the performance of duties already in existence. 
United States v. Hill, 9 F. Supp. 422 (M. D. Pa. 1935). Since the 
courts have had no difficulty in finding the acts required by the city 
under these cooperation agreements to be ministerial, involving no 
discretion, there seems to be no grounds for dispute that the proper 
remedy is mandamus. State v. City of Great Falls, supra. 

The decision of the court in refusing to allow the City Council 
to rescind and abrogate the contract because the members had changed 
their minds appears to be well founded in contract law. The court's 
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power to take judicial notice of the conditions of the city housing 
problem may reveal the basis underlying the discretionary acts of 
a City Council. In this case the court took notice of the fact that 
there were over 69,000 families in Los Angeles with sub-standard 
homes. Having exercised its discretion and entered into a contract, 
the City Council simply failed to show to the satisfaction of the court 
any grounds which would justify breaching the original contract. 
It would seem that the City Council is in the paradoxical position 
of being protected against itself. If it could evade contractual obliga- 
tions on an over-night change of mind it certainly could not bind 
future members of the Council. Inevitably no one, particularly private 
contractors, could afford the risk of dealing with such a body. The 
fact that the other contracting party in these cases was a coordinate 
governmental agency did not and should not alter the binding effect 
of the agreement. T. B. W. 


TravE-Marks—LANHAM AcT—EXTRATERRITORIAL JURISDICTION. 
—The Bulova Watch Co. sued in a district court under the trade- 
mark laws to enjoin Steele, a citizen of the United States engaged in 
the watch assembling business in Mexico, from marking his watches 
with the trade-mark “Bulova.” Steele had registered the “Bulova” 
mark in Mexico in 1933 and was successful in defeating appellant’s 
several attempts to obtain cancellation in Mexican courts, even though 
appellant had registered the mark under the trade-mark laws of the 
United States in 1927 and again in 1946 under the Lanham Act, 
60 Strat. 427, 15 U.S.C. §§ 1051-1127 (1946). Manufacture, 
assembly, and sale of the watches were confined to Mexico. However, 
injury to the good will and reputation of the Bulova Co. was suffered 
in the United States as tourists were bringing the Mexican watches 
into the country. The district court dismissed the suit for lack of 
jurisdiction, on the grounds that Steele’s activities were conducted 
wholly under the authority of Mexican law and affected only the 
internal commerce of Mexico. Held, reversed and remanded; the 
federal district court has jurisdiction of such actions under the com- 
merce provisions of the Lanham Act. Bulova Watch Co. v. Steele, 
194 F.2d 567 (Sth Cir. 1952), cert. granted, 343 U.S. 962 (1952). 

The court of appeals, in the instant case, has extended the terri- 
torial scope of the Lanham Act to trade-mark activities in foreign 
countries. This was accomplished by interpreting the provisions of 
the Act as authority to enjoin a United States citizen from engaging 
in acts of unfair competition in a foreign country, as long as such 
acts are injurious to the domestic and foreign trade of a registered 
trade-mark owner. In reaching this interpretation, the court held 
that under general equity powers, if personal jurisdiction is obtained, 
a person may be restrained from engaging in an activity in a foreign 
country that is contrary to the law of the forum, even though it may 
be lawful under the laws of a foreign nation. Personal jurisdiction 
posed no problem here, as defendant was a citizen of, and domiciled 
in Texas. The court’s reasoning was that § 45 of the Lanham Act 
defines commerce to mean “all commerce which may lawfully be reg- 
ulated by Congress,” and since Congress has the power to regulate 
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both interstate and foreign commerce to the fullest extent of its con- 
stitutional powers, then any interference with the free flow of for- 
eign commerce in the nature of trade-mark infringement and associ- 
ated acts of unfair competition comes under the provisions of the 
Lanham Act. The Act protects the interests in a trade-mark or trade 
name both in the territory in which the owner does business, and in 
the area of probable business expansion. Therefore the defendant 
should be enjoined, because Mexico is within the area of Bulova’s 
expansion and Steele’s activities there were interfering with the flow 
of foreign commerce into that country. 

Under the common law, courts of equity, acting in personam, have 
the power to require persons within their jurisdiction to perform acts 
beyond it, when the local need for such action arises. It makes no 
difference whether these acts are positive or negative or whether 
property outside the jurisdiction is affected. The Salton Sea Cases, 
172 Fed. 792 (9th Cir. 1909). That the harmful activity outside 
the jurisdiction constitutes the business tort of trade-mark infringe- 
ment appears to be no valid reason for denying such injunctive relief. 
Western Clock Co. v. Smith, 2 T. M. Rep. 522 (N. Y. Sup. Ct. 
1912). Yet no action will lie unless a right to an action is first estab- 
lished. Settled law determines this right by the law of the place of 
wrong, a place generally located as the site of the last act necessary 
to impose liability. And where the act itself and any of its conse- 
quences are in separate jurisdictions, then each locale of any event 
in the series may exercise jurisdiction. RESTATEMENT, CONFLICT OF 
Laws §§ 65, 377 (1934). 

In the pre-Lanham Act era, courts, by applying these conventional 
rules, would enjoin one who marked goods in this country with an 
infringing mark but sold them wholly outside the country with the 
admitted purpose of unfairly “palming off” the goods as those of a 
lawful trade-mark owner. The fact that the goods were marked in 
this country established the locus of liability. Hecher H-O Co. v. 
Holland Food Corp., 36 F.2d 767 (2d Cir. 1929). <A conspiracy to 
compete unfairly with origin in this country would also satisfy locus 
requirements, even though the goods were manufactured and marked 
abroad. Vacuum Oil v. Eagle Oil Co., 154 Fed. 867 (C.C.D. 
N.J. 1907), aff'd, 162 Fed. 671 (3d Cir. 1908), cert. denied, 214 
U. S. 515 (1909); Morris v. Altstedter, 93 Misc. 329, 156 N. Y. 
Supp. 1103 (Sup. Ct. 1916). 

But it would seem that where all of the tortious acts were com- 
mitted abroad, and none of the consequences of the acts occurred in 
this country, the courts had no jurisdiction. No cases involving 
trade-mark piracy have been decided on this point. However, the 
rule established in an analogous situation presented in American 
Banana Co. v. United Fruit Co., 213 U. S. 347 (1909), is appropri- 
ate. In that case, a conspiracy by a United States citizen abroad to 
monopolize the banana business was held not in violation of the 
Sherman Anti-Trust Act, 26 Star. 209 (1890), 15 U.S.C. § 1 (1946), 
as the prohibitions of that Act did not extend to acts exclusively per- 
formed abroad. Here, all of the acts including the conspiracy, oc- 
curred in a foreign country and were lawful under the laws of that 
forum. 





> — Ft ~~ es FF * 


] 
n 
e 
a 
n 
J. 
oO 
iS 
d 
). 
4 
F. 


RECENT CASES 117 


Of course, before an injunction was granted in any unfair compe- 
tition situation, the foreign infringer must have committed an act of 
bad faith such as deliberate “palming off,” fraud, or conspiracy to 
infringe in a foreign country where his rights under foreign law were 
inferior to those of the American registrant. For this reason the 
court refused in the Tangee case, Luft Co. v. Zande Co., 142 F.2d 
536 (2d Cir. 1944), to enjoin the foreign use of the trade-mark “Zan- 
dee” on cosmetics, merely because registration had been denied in 
the United States on the grounds that “‘Zandee” was confusingly 
similar to “Tangee.” The foreign user had registered the mark 
abroad under the laws of several countries in good faith. These 
countries were ones in which the “Tangee” corporation had done no 
business, and since they were not “areas of probable business expan- 
sion,” they remained regions in which “Tangee” corporation had no 
rights. However, the court implied that if the converse were the 
- - decision would be reversed. Luft Co. v. Zande Co., supra 
at : 

An application of common law tort principles and pre-Lanham Act 
case law to the facts of the instant case would produce no contrary 
results. The defendant established no equitable right to the trade- 
mark “Bulova” as Mexico was certainly the area of Bulova’s prob- 
able if not actual expansion, and while the mark was registered by 
Steele under Mexican laws, yet he was actually engaged in “palming 
off” his product as that of the Bulova Corporation. A right of action 
in a United States court arose, as the consequences of Steele’s acts 
resulted in injury to Bulova’s business in America, even though the 
“last event necessary to create liability” occurred when the watches 
were labeled in Mexico. 

But the court in the principal case, predicating its decision on the 
Lanham Act, gave slight weight to the rules and precedents of earlier 
trade-mark cases. It was little concerned with such problems as the 
locus of the tort, and whether the wrongdoer had established a right 
in a foreign country. It was sufficient that his business affected 
foreign commerce, and that he held United States citizenship. 

Nowhere, except in § 42, does the Act specifically provide for regu- 
lation of trade-marked goods in foreign commerce. According to that 
section, importation of merchandise bearing a copy or simulation of 
a registered trade-mark is prohibited. Such a provision is of little 
avail against scattered, singly infringing items such as tourists would 
import. However, the court found a cure for even those situations 
by attacking the source of the tourist’s supply through the commerce 
clause of the Lanham Act. Section 32 of the Act declares that any 
person is liable to a civil action who uses in commerce a registered 
mark of the owner without his consent. Thus, the only qualification 
to liability for unauthorized use is that the mark be used in “com- 
merce.” The extent of that commerce as defined by § 45 has pro- 
voked some discussion. See Robert, The New Trade-Mark Manual 
164 (1947); Diggins, “Federal and State Regulation of Trade- 
Marks,” 14 Law & Contemp. Prob. 200 (1949); March, “Territorial 
Scope of the Trade-Mark Act of 1946,” 38 T.M. Rep. 960 (1948). 

It appears to be the view of these writers, with which the court of 
the principal case concurred, that the proper interpretation of Con- 
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gressional intent in §45 of the Act is that the Lanham Act powers 
are co-extensive with all commerce powers vested in Congress. These 
are limited only by the U. S. Consr., Art. I, § 8, cl. 3, and include 
the power to regulate commerce with foreign nations. For a set of 
workable definitions of the extent of these powers when applied to 
situations which the Act is designed to regulate, reference may be 
made to holdings of recent decisions which interpreted similar com- 
merce provisions in other Acts. Consolidated Edison Co. v. NLRB, 
305 U.S. 197 (1938); Board of Trustees of the University of Illi- 
nois v. United States, 289 U.S. 48 (1933); American Trading Co. 
v. Heacock, 285 U.S. 247 (1932); United States v. Wilson, 160 
F.2d 745 (7th Cir. 1947), cert. denied, 331 U.S. 860 (1947). Thus, 
according to the popular interpretation, this trade-mark regulation of 
the Lanham Act extends to activities which merely “affect com- 
merce,” and may be even broader when exercised in the field of 
foreign commerce. See Atlantic Cleaners and Dyers Inc. v. United 
States, 286 U.S. 427, 434 (1931). 

Applications of these broad interpretations are receiving wide ac- 
ceptance by the courts in trade-mark and unfair competition cases 
which affect interstate commerce. Stauffer v. Exley, 184 F.2d 962 
(9th Cir. 1950) ; Sterling Brewers Inc. v. Cold Spring Brewing Co., 
100 F. Supp. 412 (D. Mass. 1951). 

Although no previous unfair competition decision which required 
such a broad interpretation of the power to regulate foreign com- 
merce has been reported since the inception of the Lanham Act, yet 
precedent exists in analogous circumstances arising under trade regu- 
lation laws. In Branch v. FTC, 141 F.2d 31 (7th Cir. 1944), it 
was held that the power granted in the Export Trade Act, 40 Star. 
516, 517 (1918), 15 U.S.C. §§ 61, 64 (1946) to enforce prohibi- 
tions against unfair methods of competition which affect merchandise 
in foreign commerce was construed to be applicable regardless of 
the locus of the acts. A showing that the wrongdoer competed un- 
fairly with a resident citizen engaging in foreign commerce was held 
to be the only requirement. 

In the light of such liberal construction and the holding of the 
instant case, it appears that the only test of jurisdiction of an act 
arising under the Lanham Act is whether the wrongful action involves 
“commerce” which may be regulated by Congress. Thus, it would 
seem that a contention that all of the acts, including acquisition of 
merchandise, marking of the goods, and sales, occurred abroad is no 
longer a jurisdictional defense for a United States national. Such a 
defense is negatived whenever the intent of Congress is interpreted, 
as here, to extend the applicability of its legislation to acts of its citi- 
zens performed beyond the national boundaries. Skiriotes v. Florida, 
313 U.S. 69 (1941); Blackmer v. United States, 284 U.S. 421 
(1932). Of course this extension of authority is subject to the quali- 
fication that it does not infringe the rights of other countries or its 
nationals. However, the court in the instant case saw no conflict with 
Mexican laws as the trade-mark granted by Mexico gave merely a 
privilege to use, which, if in conflict with United States laws, must 
not be exercised by a United States citizen. 

It is submitted that by its interpretation of § 45 of the Lanham Act, 
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the court has conferred on United States registrants under certain 
circumstances the rights to use their mark in all other countries of 
the world, over the opposition of prior registrants in those countries 
who also happen to be United States citizens. 

Therefore, it would seem that the principal case, coupled with § 22, 
expressly overrules the Tangee case insofar as the copying and ex- 
clusive use abroad of a registered United States mark is concerned, 
and in effect, to some extent reserves use in foreign countries of the 
mark for the registrant over other United States citizens. When the 
registrant finds it profitable to expand abroad, legal machinery may 
now be provided with which to clear the way, merely by showing (1) 
the prior United States registration and (2) that the foreign use by 
a United States citizen is now interfering with and “affecting” foreign 
commerce. 


TRADE-MARKS—REGISTRATION OF SLOGANS UNDER SECTION 2 oF 
THE 1946 TrapE-Mark Act.—American Enka Corporation, a manu- 
facturer of rayon yarn, sought registration of a composite mark on 
the Principal Register under the provisions of § 2 of the Lanham 
Trade-Mark Act of 1946, 60 Star. 428, 15 U.S.C., § 1052 (1946). 
The mark included the phrase or group of words “The fate of a fab- 
ric hangs by a thread.” Registration was refused on the ground 
that the phrase did not function as a trade-mark, and that slogans, as 
such, were not registrable on the Principal Register. Applicant there- 
upon instituted a suit under Rev. Stat. § 4915, as amended, 35 
U.S.C. § 63 (1946), contending that the phrase had acquired such 
distinctiveness that it functioned as a true origin indicator, thus meet- 
ing the requirements of a trade-mark. In support of such contention, 
stipulated testimony of certain of applicant’s customers was filed. 
Also various registrations including or composed of slogans, among 
them a prior registration of plaintiff which included the identical 
phrase in question here, were put in evidence. Held, that certain com- 
binations of words, albeit that they are also slogans, may properly 
function as trade-marks, and the mark in question may properly be 
registered on the Principal Register. American Enka Corp. v. Mar- 
zall, 92 U.S.P.Q. 111 (D.D.C. 1952). 

The slogan issue, as such, arose somewhat obliquely in the present 
case, a determined effort being made to avoid it completely in pro- 
ceedings before the Commissioner of Patents, Ex parte American 
Enka, 81 U.S.P.Q. 476 (1949). However, it formed a cornerstone 
of the defense in the instant proceeding, the court being specially 
urged to consider the importance of this case since (1), this was the 
first case in any court involving propriety of the Patent Office prac- 
tice of refusing registration of slogans on the Principal Register under 
the Lanham Act, and (2), the decision would greatly affect Patent 
Office policy in future cases. 

The Patent Office, in administering the Lanham Act, adopted the 
policy of refusing to register slogans on the Principal Register. The 
policy was authoritatively reported: The Fourth Year of Adminis- 
tration of The Lanham Trade-Mark Act of 1946, 41 T.M. Rep. 893 
(1951); and has been followed by the Patent Office. Ex parte 
B. F. Goodrich Co., 91 U.S.P.Q. 293 (1951). ; 
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The Lanham Act, for the first time in American trade-mark his- 
tory, specifically provides for registration of slogans as such. Section 
3 of the Act provides for their registration on the newly created 
Service Mark Register, and Section 23 provides for their registration 
on the Supplemental Register established by the 1920 Act, 41 Srar. 
533 (1920), 15 U.S.C. § 121 (1946), and continued under the present 
Act. Neither § 45, in defining a trade-mark, nor § 2, in providing for 
registration of trade-marks on the Principal Register, makes any 
direct reference to slogans, a fact considered significant by the Patent 
Office. Section 2, however, does list prohibited subject matter. In 
construing § 5 of the 1905 Act, 33 Srat. 725 (1905), 15 U.S.C. § 85 
(1946), the forerunner of present § 2 and framed in a similar man- 
ner, the Supreme Court commented that the requirement of the stat- 
ute that no trade-mark shall be refused registration is just as impera- 
tive as the prohibition against registration in cases specified. Beck- 
with v. Commissioner of Patents, 252 U.S. 538 (1919). 

The legislative history of the Lanham Act sheds little if any light 
on the instant question. An intent that all trade slogans used in 
commerce should be registered has been noted from the House hear- 
ings. Robert, The New Trade-Mark Manual 43 (1947). However, 
the same author concludes that the language of the statute is ambig- 
uous and the courts will find little in the legislative history to guide 
them as to Congressional intent. Among the purposes of the Lanham 
Act are simplification of registration and its liberalization, dispensing 
with mere technical prohibitions and arbitrary provisions, and mod- 
ernization of the trade-mark statutes so that they will conform to 
legitimate present day business practice. Sen. Rep. No. 1333, 79th 
Cong., 2d Sess. 3 (1946). 

The status of slogans under previous acts seems to have been 
somewhat confused. It has been said that registration was not per- 
mitted, Amdur, Trade-Mark Law Practice 41 (Lanham Act ed. 
1948) ; Derenberg, Trade-Mark Protection and Unfair Trading 321 
(1936); and a variety of slogans have been refused registration. 
In re Dolly Varden, 2 F.2d 943 (D.C. Cir. 1924); Ex parte Kram, 
64 U.S.P.Q. 308 (1945). Registration was even refused under the 
Act of 1920. Ex parte Van Raalte Co., 73 U.S.P.Q. 490 (1947) ; 
Ex parte Holt, 1925 C.D. 118. In apparent contradiction, it is said 
that slogans and like phrases may constitute valid trade-marks pro- 
vided they indicate origin and are subject to exclusive appropriation 
in the same sense that single words are: 1 Shoemaker, Trade-Marks, 
184 (1931), and decisions support such a view. Hamilton-Brown 
Shoe Co. v. Wolf, 240 U.S. 251 (1916); Petrolia Mfg. Co. v. Bell 
& Bogart Soap Co., 97 Fed. 781 (C.C.S.D. N.Y. 1899). A lack of 
uniformity in practice both before and since the Lanham Acct is further 
illustrated by a number of registrations offered in evidence by plain- 
tiff in the present proceeding. It seems quite possible that much of 
this inconsistency stems from lack of a clear authoritative meaning 
for the word slogan, and from attempts to distinguish between such 
terms as “slogan,” “group of words,” “mere slogan,” “trade slogan” 
and “advertising slogan.” Plurality of words has not, in itself, been 
a bar to registration in the past, and in the present Act, § 45(b) spe- 
cifically provides, “Words used in the singular include the plural.” 
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Slogans may be accorded protection by the courts under a common 
law action for unfair competition, Amdur, op. cit. supra, at 41; 
Derenberg, op. cit. supra, at 321. As an aid to such protection the 
United States Trade-Mark Association has long maintained a slogan 
register for its members. One commentator, in considering the Prin- 
cipal Register under the new Act, concludes that the new terms and 
concepts of the Lanham Act eliminate the former cleavage between 
the common law of trade-marks and the law of federal registration, 
and predicts that time will harmonize Patent Office practice and the 
approach of the courts. 2 Callman, Unfair Competition and Trade- 
Marks, Cum. Supp. 102 (1947). 

The protection accorded slogans under the common law suggests 
treating them as secondary meaning marks. Section 2(f) of the pres- 
ent Act, like the ten year proviso in Section 5 of the 1905 Act, is 
designed to accommodate such marks, while avoiding the time limi- 
tation and requirement of exclusive use which crippled the 1905 Act 
proviso. Robert, op. cit. supra, at 48. It is significant to note that 
the ten year proviso of the 1905 Act was interpreted to permit regis- 
tration of secondary meaning marks, to provide for their ownership, 
and to protect the owner. Thaddeus Davids Co. v. Davids, 233 U. S. 
461 (1914). No reason is seen why § 2(f) should be interpreted any 
less liberally. 

It is submitted that the present decision, by allowing registration 
on the Principal Register of slogans, as such, and, at the same time, 
refraining from extending a blanket endorsement, carries forth the 
spirit and intent of the Lanham Act by dispensing with a mere tech- 
nical prohibition. It is further submitted that no valid trade-mark dis- 
tinction can be drawn in the abstract between an individual word, a 
group of words, and a slogan, and that the same evaluating criteria 
can and should be applied to each in determining eee, 
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THE SUPREME CouRT AND THE COMMANDER IN CHIEF. By Clinton 


1 Ithaca: Cornell University Press, 1951. Pp. ix, 145. 
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Today’s lawyer is apt to feel that he has been hit with a ton of 
reading matter. There is an ever deepening stream of items which 
he should read to keep up with his particular legal interests. 
Then, as an effective citizen, he must do more than read headlines ; 
he must know enough of their background to have an intelligent idea 
of their significance, and that requires more reading. This problem— 
which is certainly shared with those outside the legal profession—has 
brought forth a variety of responses: the weekly newsmagazine, the 
columnist, the “confidential” newsletter, and others. One response 
too rarely seen is the short, informed and informative book which 
can be read in a single evening or less. This is such a book. It is 
the bare bones prospectus for a much longer book which might have 
been written instead.1_ As a prospectus it is more likely to be read. 

As the title suggests, this is a study of the relationship of the Su- 
preme Court to the President, the latter wearing his uniform as 
commander-in-chief. It is more accurate, and perhaps more illumi- 
nating, to describe it as a review of Supreme Court decisions, deci- 
sions produced by lawsuits by which litigants with sufficient determi- 
nation have sought the aid of the Supreme Court in their efforts to 
avert the effect of the conduct of war on their personal interests.” 
These litigants have all held a common theory, viz., that in the man- 
agement of the war or its aftereffects the President or his subordi- 
nates have exceeded the limits of their powers, unconstitutionally in- 
vading some interest of the litigants. It is necessary to think of this 
book as a review of decisions for it is only through litigation based 
upon the theory of judicial review that the President’s conduct of 
war can come to the attention of the Court. Thus, though there is 
a substantial body of cases dealing with the presidential power as 
commander-in-chief, the vast majority of the acts of the various Presi- 
dents pursuant to that power have never been tested for constitution- 
ality. Rossiter discusses these aspects of that power: martial rule 
including suspension of the writ of habeas corpus and seizure of the 
property of friendly civilians, power to wage defensive undeclared 
war, the determination of the end of war, congressional war powers, 
exclusive presidential authority over courts-martial, military commis- 
sions, and conquered territory. 

The very manner in which these questions of the constitutionality 
of the conduct of war are raised suggests the probable response. War 
is a serious business in which the interests of all citizens are in some 


1 This is not a blanket criticism of lengthy treatises. They have their place. 
It is an appreciation of investigation which can synthesize the details and emerge 
with some succinctly stated conclusions. 

2 It goes without saying that the commander-in-chief has highly necessary and 
important peacetime functions. These pale though beside his wartime func- 
tions, and Rossiter has dealt almost exclusively with cases arising out of war 
or its aftereffects. 
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degree injured. It is not likely then that the Supreme Court will 
attempt to interfere with its conduct as planned by the President and 
his advisers in order to protect the interests of a single litigant. That 
certainly has been the history of judicial review of the decisions of 
the commander-in-chief, as Rossiter satisfactorily documents. Nor 
can the Court be entirely disinterested for Justices too are anxious 
that wars be won. Then too, the dignity and prestige of the Court 
is a consideration. It is not likely to be enhanced by decisions which 
are ignored and remain unenforced, enforcement depending upon the 
acquiescence of the executive branch, if not its active cooperation. 
This is not to say that the Court has never concluded—with appro- 
priate legal consequences—that the commander-in-chief has acted un- 
constitutionally. It has, but these fulminations have generally come 
too late* for effective interference with the presidential actions—at 
least insofar as war aims are concerned. Rossiter, by the way, has 
a good eye for the distinction between what the Court said and the 
actual effect of the decision.* 

The timeliness of some books reviewed lies in their publication 
dates; others are current by reason of events. The much discussed 
Youngstown Sheet & Tube Co. v. Sawyer® puts this little book into 
the latter class. It is interesting to read the two together; they com- 
plement one another nicely. The “steel seizure” case certainly adds 
much to the brief comments by Rossiter on the seizure of property 
of friendly civilians.* It also leads one to question his generalizations 
about the Court’s willingness to take refuge in technicalities to avoid 
crossing the commander-in-chief.? But Rossiter has much to add to 
that case. It looms large now as a most-recent, most-controversial 
discussion—in a highly charged political atmosphere—of the relation- 
ship of the three branches of the federal government. At this short 
range it tends to obscure other decisions defining the scope of the 
war powers, but as it recedes in time a clearer sense of proportion 
will be restored. Youngstown Sheet & Tube Co. v. Sawyer will 
continue to be a giant among the decisions in this area. But there are 
other giants with which it must be reconciled, e.g., Korematsu v. 
United States,® Arver v. United States,° and Ex parte Vallandigham.*® 
Even the Justices were not too positive about the exact location of 
limitations on the power of the commander-in-chief; witness seven 
opinions, one a dissent by three. It may ultimately be seen that 


3 But cf. Ex parte Merryman, 17 Fed. Cas. 144, No. 9,487 (C.C.D. Md. 1861), 
fecided by Chief Justice Taney individually. 

*See his discussion of Ex parte Milligan, 4 Wall. 2 (U.S. 1866), Rossiter, 
THE SUPREME CouRT AND THE COMMANDER IN CHIEF 31-39. 

5 343 U.S. 579 (1952). 

6 Rossiter, op. cit. supra note 4, at 59 et seq. 

7 RossITEr, op. cit. supra note 4, at 127. It seemed to this writer that the 
Court had an excellent opportunity to avoid a decision on the validity of the 
seizure of the steel mills on the ground that no showing of irreparable injury 

had been made out, that injunctive relief was therefore not merited, and that 
the whole suit was, therefore, premature. The Court pointedly refused to in- 
voke that technicality. 

8 323 U.S. 214(1944). 

9245 U.S. 366(1918). 

10] Wall. 243 (U.S. 1863). This, of course, is outstanding not for what was 
said and done but for what was not. 
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Youngstown Sheet & Tube Co. v. Sawyer decided only that in the 
spring of 1952 President Harry Truman, at odds with Congress, 
lacked power to seize the steel mills for the reasons and in the man- 
ner in which he attempted to do so. 

Democratic government produces some curious anomalies; in times 
of stress liberty must be suppressed so that liberty may be preserved. 
Rossiter concludes that we have, as a matter of necessity, two consti- 
tutions, one for war, one for peace.24 Perhaps a third is needed for 
“cold” wars—on which the “steel seizure” case is just the first in- 
stallment.?? Davip B. WEAVER.* 


11 Cf. the famous statement by Mr. Justice Davis in Ex parte Milligan, 
supra note 4, at 120-121. 


12 One note of warning should be appended for those readers with a legal 
background, presumably all who might read this review. Rossiter fails to give 
sufficient weight to the effect of changes in the personnel on the Court. Nine 
men may decide a close case one way. Twenty years later nine others may go 
the other way in a very similar case. Conclusions drawn in terms of what “the 
Court” is likely to do seem rather questionable. This book can be read as a 
good, short account of legal history, but each reader can and should reach his 
own conclusions as to its significance for the future. 


* Assistant Professor of Law, The George Washington University. 
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